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UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


C. A. No. 1402-56 
ERCONA CAMERA CORP., a corporation 
551 -5th Avenue New York, New York 
and 
STEELMASTERS, INCORPORATED, a corporation 
1225 Broadway New York, New York 
Plaintiffs 
v. 


HERBERT BROWNELL, JR., individually and as 
Attorney General of the United States Department 
of Justice Washington, D. C. 
GEORGE M. HUMPHREY, individually and as Secretary 
of the Treasury of the United States Department of 
the Treasury, Washington, D. C. 
and 
RALPH KELLY, individually and as Commissioner of 
Customs, Department of the Treasury, Washington, 
D.C 
Defendants 


COMPLAINT 
(For a Declaratory Judgment and Injunction) 


1. This Court has jurisdiction of this action under 
Sees. 11-305 and 11-306 of the District of Columbia Code; 
Sec. 1009 of Title 5 of the United States Code; and Secs. 
1331, 1337, 1338, 2201, and 2202 of Title 28 of the United 
States Code. The matter in controversy exceeds the 
value of $3,000, exclusive of interest and costs, and arises 
under the Constitution and laws of the United States. 


2. Plaintiff Ercona Camera Corp. (hereinafter re- 
ferred to as ‘‘Ercona’’) is a corporation organized and 
existing under the laws of New York and having its office 
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and place of business in that State. Ercona, since 1950, 
has been and it is now engaged in the distribution and 
sale in the United States of scientific, optical, and photo- 
graphic instruments and equipment, and related supplies. 


3. Plaintiff Steelmasters, Incorporated (hereinafter 
referred to as ‘‘Steelmasters’’) is a corporation organized 
and existing under the laws of Illinois and having its 
office and place of business in the State of New York. 
Steelmasters and its predecessors, for more than fifty 
years, have heen, and Steelmasters is now, engaged in 
the importation into the United States of merchandise 
from Germany and other foreign countries. 


4. Defendant Herbert Brownell, Jr. (hereinafter re- 
rerred to as ‘‘the Attorney General’’) is the Attorney 
General of the United States. Defendant George M. 
Humphrey (hereinafter referred to as ‘‘the Secretary of 
the Treasury’’) is the Secretary of the Treasury of the 


United States. Defendant Ralph Kelly (hereinafter re- 
ferred to as ‘‘the Commissioner of Customs’’) is the 
Commissioner of Customs. All defendants maintain of- 
fices and are found in the District of Columbia. Refer- 
ence to each of the defendants is intended also to refer 
to his predecessors in office, his predecessors in interest, 

and his subordinates. Defendants are sued herein 
3 as individuals and in their official capacities. 


The Trade-Mark ‘‘Zetss”’ 


5. The trade-mark ‘‘Zeiss” was first registered in the 
United States Patent Office on February 20, 1912, under 
Registration No. 85,539, by the firm of Carl Zeiss, of 
Jena, Germany, a firm organized under the laws of Ger- 
many and domiciled in Jena (hereinafter referred to as 
‘‘Zeiss, Jena’’). 


6. On information and belief, for many years prior 
to 1912, the name and trade-mark ‘‘Zeiss’’ had been con- 
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tinuously used by ‘‘Zeiss, Jena’’, its predecessors, af- 
filiates, and subsidiaries on and to identify and denote 
scientific, optical, and photographic instruments and 
equipment manufactured at Jena, Germany, by ‘‘Zeiss, 
Jena’’, its predecessors, affiliates, and subsidiaries. 


7. On or about April 10, 1919, the then Alien Property 
Custodian, presuming to act under authority of the Trad- 
ing with the Enemy Act of 1917 (50 U.S.C. App. 1 seq.) 
and ‘executive orders and proclamations issued pursuant 
thereto, purported to vest in himself the said trade-mark 
Registration No. 85,539 and trade-mark ‘‘Zeiss’’. On 
or about June 21, 1921, the then Alien Property Custo- 
dian, presuming to act under the same authority, again 
purported to vest in himself the said Registration No. 
85,539 and trade-mark ‘‘Zeiss’’. 


8. The aforesaid purported vestings of the said Regis- 
tration No. 85,539 and trade-mark ‘‘Zeiss’’ were nulli- 
ties, in law and in fact, because there was neither a 
business in the United States nor a good will attached 
to such a business, to which the trade-mark ‘‘Zeiss’’ 
could or had become or was then appurtenant. 


9. On or about April 10, 1919, the then Alien Prop- 
erty Custodian purported to sell and assign the said 
Registration No. 85,539 and trade-mark ‘‘Zeiss” to The 
Chemical Foundation, Incorporated, a Delaware corpor- 

ation (hereinafter referred to as ‘‘Chemical Foun- 
4 dation”). On or about November 10, 1921, the then 

Alien Property Custodian purported to confirm 
and ratify the said sale and assignment to Chemical 
Foundation. 


10. The aforesaid purported sale and assignment to 
Chemical Foundation and subsequent confirmation and 
ratification thereof were, and each of them was, a nullity, 
in law and in fact, and constituted at most an abandon- 
ment of whatever, if any, mghts the Alien Property 
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Custodian may previously have acquired in the trade- 
mark ‘‘Zeiss’’ and its registration. 


11. On or about November 17, 1921, Chemical Founda- 
tion purported to grant to the United States a non- 
exclusive and non-assignable license to the use of the 
said Registration No. 85,539 and trade-mark ‘‘Zeiss’’. 
Said purported grant of license was a nullity, in law 
and in fact, because Chemical Foundation was at no time 
the owner of the said Registration No. 85,539 or trade- 
mark ‘‘Zeiss’’. 


12. From on or about November 17, 1921 to on or 
about August 28, 1942, neither Chemical Foundation, nor 
the Alien Property Custodian, nor any other officer or 
agency of the United States, used the said name or trade- 
mark ‘‘Zeiss’’; and thereby, by reason of such non-use, 
they abandoned whatever, if any, rights which they or 
any of them may previously have acquired in said name 


or trade-mark. 


13. From about 1922 to 1952, Chemical Foundation, 
the Alien Property Custodian, and the Attorney General, 
and each of them, knowing of such use, permitted and 
acquiesced in the use of the trade-mark ‘‘Zeiss’’ in the 
United States by numerous persons in connection with 
the importation and sale therein of goods manufactured 
by ‘‘Zeiss, Jena’’ bearing said trade-mark, without re- 
quiring or demanding any license or consent whatever for 
such use. In consequence thereof, the trade and con- 

suming public in the United States came to asso- 
5 ciate, have for a long time associated, and now 

associate the said trade-mark ‘‘Zeiss’’ with such 
goods manufactured by ‘‘Zeiss, Jena’’. By reason of 
the foregoing, Chemical Foundation, the Alien Property 
Custodian, and the Attorney General, and each of them, 
have abandoned whatever, if any, rights they may at any 
time have had in the trade-mark ‘‘Zeiss” and have be- 
come and are now estopped from asserting any right 
to the exclusive use thereof. 
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14. On information and belief: From about 1925 to 
1941; Carl Zeiss, Inc., a corporation organized under 
the laws of New York, (hereinafter referred to as ‘‘Zeiss, 
New York’’) imported into and sold in the United States 
goods manufactured by ‘‘Zeiss, Jena’’ bearing the trade- 
mark ‘‘Zeiss’’, with the knowledge and acquiescence of 
Chemical Foundation, the Alien Property Custodian, and 
the Attorney General, and each of them. All of the 
capital stock of ‘‘Zeiss, New York’’ was, during that 
period, owned by or for the benefit of ‘‘Zeiss, Jena’’. 


15. On or about February 20, 1932, the said trade- 
mark Registration No. 85,539 was renewed in the United 
States Patent Office to Chemical Foundation. Said re- 
newal of registration was a nullity, in law and in fact, 
because Chemical Foundation was at no time the owner 
of the said Registration No. 85,539 or trade-mark ‘‘Zeiss’’ 
and ‘had, by 1932, abandoned whatever, if any, rights 
it previously may have acquired in the said trade-mark. 


16. On or about August 28, 1942, the Alien Property 
Custodian, under authority of the Trading with the En- 
emy Act, as amended (50 U.S.C. App. 1 seg.) and Execu- 
tive Order No. 9095 (7 F.R. 1971), vested in himself all 
of the capital stock of ‘‘Zeiss, New York’’; and said 
stock is now held by the Attorney General. 


17. Chemical Foundation, by its Certificate of Incor- 

poration, was required to hold all trade-marks which it 

might acquire ‘‘in a fiduciary capacity for the 

6 Americanization of . . . industries . . . affected 

thereby .. . and for the advancement of chemical 

and allied science and industry in the United States’’; 

and was authorized to dispose of such trade-marks only 

through the grant of non-exclusive licenses for the use 

thereof to the United States, and to citizens of and 
corporations organized in the United States. 


18. On or about August 16, 1945, by duly executed 
and attested consent filed in the office of the Secretary 
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of State of the State of Delaware, Chemical Foundation 
was dissolved as a corporation. 


19. Notwithstanding the aforesaid limitations on its 
authority and its prior dissolution, Chemical Foundation, 
on or about October 20, 1950, purported to assign and 
transfer to the Attorney General the said trade-mark 
Registration No. 85,539 and trade-mark ‘‘Zeiss’’. Said 
purported assignment and transfer were nullities, in law 
and in fact, because (a) Chemical Foundation was not 
at any time the owner of said Registration or trade- 
mark; (b) Chemical Foundation had abandoned whatever, 
if any, rights it previously may have acquired in said 
trade-mark; (c) the purported assignment and transfer 
were ultra vires acts; and (d) Chemical Foundation, hav- 
ing previously been dissolved, had no existence nor au- 
thority so to act in 1950. 


20. On or about February 20, 1952, said trade-mark 
Registration No. 85,539 was renewed in the United 
States Patent Office to the Attorney General. Said re- 
newal of registration was a nullity, in law and in fact, 
because the Attorney General was at no time the owner 
of the trade-mark ‘‘Zeiss” and had abandoned whatever, 
if any, rights he previously may have acquired in said 
trade-mark. 


21. On or about April 8, 1953, the Attorney General 
purpurted to vest in himself all the right, title, and in- 
terest of ‘‘Zeiss, Jena” in and to all the good will, if 
any, of the business in the United States of ‘‘Zeiss, New 
York’’, and in and to all trade-marks and trade-names 
appurtenant to such business. The said purported vest- 

ing did not constitute or effect a vesting in the 
7 Attorney General of the trade-mark ‘‘Zeiss’’ be- 

cause said trade-mark was at no time appurtenant 
to the business of “Zeiss, New York” or the good will, if 
any, of such business. 
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22: On information and belief, neither the Attorney 
General nor any of his predecessors in interest has at 
any time owned or now owns any business in the United 
States or good will attached to such business, to which 
the trade-mark ‘Zeiss’? has been or is appurtenant; nor 
has he at any time lawfully possessed nor does he now 
lawfully possess any right to exclusive use of the said 
trade-mark or any right to exclude others from the use 
of said trade-mark in the United States. 


23. If the Attorney General or any of his predecessors 
in interest has at any time been the rightful owner of 
the trade-mark ‘‘Zeiss’? or its registration, or has pos- 
sessed any right to the exclusive use thereof; he has never- 
theless lost any and all such rights in and to the said 
trade-mark and registration by abandonment, laches, and 
acquiescence; and the Attorney General is now estopped 
to assert the contrary. 


24. On information and belief, the trade-mark ‘‘Zeiss’’ 
has ‘always been associated with and has identified and 
denoted the source or origin of goods produced by ‘‘ Zeiss, 
Jena’’, its predecessors, affiliates, and subsidiaries. 


25. The trade-mark ‘‘Zeiss’’ cannot now be used in 
the United States on goods manufactured or sponsored 
by any person other than ‘‘Zeiss, Jena”, without con- 
stituting an instrumentality through which fraud and de- 
ception will be perpetrated on the trade and consuming 
public in the United States in such manner as to create 
a likelihood of confusion and mistake on the part of such 
consuming public, all in contravention of the express pro- 
visions and policy of the Trade Mark Act of 1946 (15 
U.S.C. 1051 seq.) and of the public policy of the United 
States. 


9. The trade-mark ‘‘Zeiss” cannot now, nor in the 
foreseeable future, be used in the United States on 

x goods manufactured elsewhere than at Jena, Ger- 
many, without constituting an instrumentality 
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through which fraud and deception will be perpetrated 
on the trade and consuming public in the United States 
in such manner as to create a likelihood of confusion 
and mistake on the part of such consuming public, all in 
contravention of the express provisions and policy of the 
Trade Mark Act of 1946 and of the public policy of the 
United States. 


The Rights of and Injuries to Plaintiffs 


27. In 1949, Steelmasters entered into negotiations 
with ‘‘Zeiss, Jena’’ to acquire rights to import into and 
sell in the United States the scientific, optical, and photo- 
graphic instruments and equipment and related supplies 
manufactured by ‘‘Zeiss, Jena’’, bearing the trade-mark 
‘‘Zeiss’’.. Shortly after those negotiations were begun, 
Steelmasters informed the Attorney General of their 
pendency and inquired whether the Attorney General or 
any agency of the Federal Government would have any 
objection to the execution of a contract between Steel- 
masters and ‘‘Zeiss, Jena’’, whereby Steelmasters would 
be designated the exclusive importer of such products, or 
to the importation of such products, so marked, into the 
United States. In response to that inquiry, the At- 
torney General stated and represented to Steelmasters 
that neither he nor any agency of the Federal Govern- 
ment would have any objection to such a contract or to 
the importation of such products into the United States. 

28. Acting in reliance on said representation by the 
Attorney General, Steelmasters thereupon (a) duly en- 
tered into a contract with ‘‘Zeiss, Jena’’, in 1949, pursu- 
ant to which Steelmasters was designated the exclusive 
importer for the United States of the scientific, optical, 
and certain photographic instruments and equipment and 
related supplies manufactured by ‘‘Zeiss, Jena’’ bearing 

the trade-mark ‘‘Zeiss’’, and a general importer 
9 for the United States of certain other photo- 
graphic instruments and equipment so manufac- 
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tured and marked; (b) arranged for the organization of 
Ercona as a corporation in the State of New York; (c) 
designated Ercona as the exclusive distributor of such 
products in the United States; and (d) undertook and 
commenced the importation and sale of such products 
in the United States. 


29. Acting in reliance on said representation by the 
Attorney General, Ercona, at considerable effort and ex- 
pense, established offices, showrooms, warehouses, and 
repair facilities in New York City primarily for the 
promotion, distribution, and sale of such products. 


30. Further acting in reliance on said representation 
by the Attorney General, Ercona and Steelmasters have, 
since 1949, expended considerable effort and large sums 
of money to promote and publicize such products and 
the name and trade-mark ‘‘Zeiss’’ in the United States, 
and to create in the trade a recognition of Ercona as 
a responsible and reliable supplier of ‘‘Zeiss” trade- 
marked products in large quantities and of uniformly 
high quality; resulting in the establishment of a valuable 
good will in Ercona. 


31. In proceeding as aforesaid, Steelmasters and Er- 
cona further were aware of and relied on the action of 
the Attorney General and his predecessors in interest, 
as hereinbefore alleged, which, since about 1922, had per- 
mitted and acquiesced in the sale by numerous persons 
in the United States of goods manufactured by ‘‘Zeiss, 
Jena’ bearing the trade-mark ‘‘Zeiss’’ and in such use 
of said trade-mark, without requiring any license or con- 
sent thereof by such persons from the Attorney General 
or his predecessors in interest. 


32. By reason of all of the foregoing, the Attorney 
General is now estopped from claiming any right to the 
exclusive use of the trade-mark ‘‘Zeiss’’ in the United 
States or from prohibiting or preventing Steelmasters 
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and Ercona from importing, distributing, or selling 
10 in the United States goods manufactured by ‘‘Zeiss, 
Jena’”’ bearing the trade-mark ‘‘Zeiss’’. 


33. On or about June 28, 1951, the Attorney General 
or ‘‘Zeiss, New York’’, or both of them, presuming to 
act pursuant to the provisions of 15 U.S.C. 1124 and of 
the Customs Regulations of the Secretary of the Treas- 
ury, filed and deposited with the Secretary of the Treas- 
ury, for recordation, a certificate of registration in the 
United States Patent Office of the trade-mark “Zeiss”, 
Registration No. 85,539, and represented to the Secretary 
of the Treasury that the said trade-mark was owned by 
the Attorney General and had been exclusively licensed 
by him to ‘‘Zeiss, New York’’. Despite the protest and 
objection of Steelmasters, the Secretary of the Treasury 
and Commissioner of Customs thereupon unlawfully re- 
corded the trade-mark ‘‘Zeiss’’ as owned by the Attorney 
General and gave notice to Steelmasters that, in accord- 
ance with the provisions of Section 526 of the Tariff Act 
(19 U.S.C. 1526), Steelmasters would thereafter be barred 
from importing any products bearing the trade-mark 
‘“Zeiss” unless written consent to such importation was 
first secured from the Attorney General or ‘‘Zeiss, New 
York’’ and filed with the Commissioner of Customs. 


34. Thereafter, and to and until on or about April 9, 
1952, Steelmasters, from time to time, requested that 
‘*Zeiss, New York” consent to the importation by Steel- 
masters of goods bearing the trade-mark ‘‘Zeiss’’; and 
‘‘Zeiss, New York’’, from time to time, consented to such 
importation. In making such requests and acting on such 
consents, Steelmasters expressly reserved all of its rights, 
and particularly its rights to challenge the validity of 
the recordation with the Commissioner of Customs of 
the said trade-mark. 


35. On or about April 9, 1952, ‘‘Zeiss, New York’’ 
informed Steelmasters that it would not thereafter con- 
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sent to Steelmasters’ importation of goods bearing the 

trade-mark ‘‘Zeiss’’ which might compete with 
11 goods so marked and imported by ‘‘Zeiss, New 

York”. Thereupon, and to and until on or about 
March 4, 1954, ‘‘Zeiss, New York” consented to the im- 
portation by Steelmasters of certain goods so marked; 
but, despite repeated demands by Steelmasters, both the 
Attorney General and ‘‘Zeiss, New York’’ refused to 
consent to Steelmasters’ importation of substantial quan- 
tities of other goods likewise so marked. As a direct 
result of such unlawful action by the Attorney General, 
Steelmasters and Ercona were prohibited from importing 
and selling in the United States, substantial quantities 
of goods manufactured by ‘‘Zeiss, Jena’’ bearing the 
trade-mark ‘‘Zeiss”’. 


36. On or about March 4, 1954, ‘‘Zeiss, New York’’ 
informed Steelmasters that it would not thereafter con- 
sent to Steelmasters’ importation of any goods bearing 
the trade-mark ‘‘Zeiss’’. Notwithstanding such notice, 
however, ‘‘Zeiss, New York’’ and the Attorney General 
did consent to Steelmasters’ importation of certain goods 
bearing the said trade-mark; but, despite repeated de- 
mands by Steelmasters, both the Attorney General and 
‘‘Zeiss, New York’’ refused to consent to Steelmasters’ 
importation of substantial quantities of other goods like- 
wise so marked. As a direct result of such unlawful ac- 
tion by the Attorney General, Steelmasters and Ercona 
were prohibited from importing and selling in the United 
States substantial quantities of goods manufactured by 
‘‘Zeiss, Jena” bearing the trade-mark ‘‘Zeiss’’. 


37. On or about June 22, 1955, the Attorney General 
notified Steelmasters that, after 60 days from the date 
of such notice, to wit, after August 21, 1955, no authori- 
zations for the commercial importation of goods bearing 
the trade-mark ‘‘Zeiss” would be granted by the Attor- 
ney General for goods manufactured by ‘‘Zeiss, Jena’’, 


13 A 


or for any goods other than those manufactured by a firm 
known as Carl Zeiss Stiftung, Oberkochen, Wuerttenberg, 
Germany, or its subsidiaries. 


38. Since on or about August 21, 1955, as a direct 
result of the said unlawful action of the Attorney Gen- 
eral, the Secretary of the Treasury and/or the Com- 

missioner of Customs have unlawfully refused, and 
12 they now unlawfully refuse, to permit Steelmasters 

to import into the United States goods manufac- 
tured by and purchased from ‘‘Zeiss, Jena’’ bearing the 
trade-mark ‘‘Zeiss’’, notwithstanding the fact that all 
duties and charges payable prior to the entry of said 
goods into the United States have been paid. 


39. There is now held in customs in the port of New 
York goods bearing the trade-mark ‘‘Zeiss’’, consigned 
to Steelmasters, which ‘‘Zeiss, Jena’’ has manufactured 
and sold to Steelmasters, amounting in value at factory 
cost to more than $6,000. All duties and charges payable 
prior to the entry of such goods into the United States 
have been paid. Nevertheless, although duly demanded 
by Steelmasters, the Secretary of the Treasury and/or 
the Commissioner of Customs have unlawfully refused 
and now unlawfully refuse to permit such goods to enter 
the United States. 


40. The Secretary of the Treasury and/or the Com- 
missioner of Customs have informed Steelmasters that 
the trade-mark ‘‘Zeiss’’, which the said goods bear, is a 
registered and recorded trade-mark owned by the At- 
torney General and that said goods will be prohibited 
importation unless consented to, in writing, by the At- 
torney General. 


41. As a direct result of the aforesaid unlawful action 
of the Attorney General, the Secretary of the Treasury, 
and the Commissioner of Customs, Steelmasters has been 
prohibited, since on or about August 21, 1955, and is 
now prohibited from importing into and selling in the 
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United States, large quantities of goods manufactured by 
‘‘Zeiss, Jena’’ hearing the trade-mark ‘‘Zeiss’’; all to 
the substantial and irreparable injury of Steelmasters. 


42. As a direct result of the aforesaid unlawful action 
of the Attorney General, the Secretary of the Treasury, 
and the Commissioner of Customs, Ercona has been pre- 
vented, since on or about August 21, 1955, and is now 
prevented from distributing and selling in the United 
States, large quantities of goods manufactured by ‘‘Zeiss, 

Jena” bearing the trade-mark ‘‘Zeiss’”; all to the 
13 substantial and irreparable injury of Ercona. 


43. The goods which Steelmasters and Ercona 
now! seek to import into and distribute and sell in the 
United States bear the name and trade-mark “Zeiss” and 
are, in all respects, what said name and trade-mark al- 
ways have signified and now signify to the trade and con- 
suming public in the United States. By reason of the 
foregoing, the said goods should be permitted to enter 
this' country even as any other legitimate articles of 
commerce; and the prohibition of their importation is 
unlawful. 


44. On information and belief, the Attorney General 
has never been and is not now entitled to the registration 
of the trade--mark ‘‘Zeiss’’ in the United States Patent 
Office or elsewhere; his purported exclusive license of 
said trade-mark to ‘‘Zeiss, New York’’ is and always has 
been a nullity; and his recordation of said trade-mark 
with the Secretary of the Treasury and the Commissioner 
of Customs is and always has been a nullity. By reason 
of the foregoing, defendants’ action, as aforesaid, in pre- 
venting Steelmasters and Ercona from importing, distrib- 
uting, and selling in the United States, goods bearing 
the trade-mark ‘‘Zeiss’’ is an unlawful interference with 
their rights under the Constitution and laws of the United 
States to engage in such business, to their great injury 
and irreparable damage. 
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45. On information and belief, all of the claimed rights 
of defendants to prevent Steelmasters and Ercona from 
importing, distributing, and selling in the United States, 
goods bearing the trade-mark ‘‘Zeiss’’ are based on the 
Attorney General’s purported possession of United States 
Patent Office trade-mark Registration No. 85,539 for the 
trade-mark ‘‘Zeiss’’, originally issued on February 20, 
1912, to ‘‘Zeiss, Jena’’. 


46. Said United States Patent Office Registration No. 
85,539 is invalid, and neither the Attorney General nor 
any of the defendants has any right in, to, or under said 

registration. 


14 WHEREFORE, plaintiffs pray for a judgment: 

a. Declaring, adjudging, and decreeing that the 
Attorney General has no right, title, or interest to the 
exclusive use of the trade-mark ‘‘Zeiss” in the United 
States; that United States Patent Office Registration No. 
85,539 for said trade-mark is invalid and of no legal 
effect; and that the Attorney General is not entitled to 
said registration. 


b. Declaring, adjudging, and decreeing that the recor- 
dation and deposit of said Registration No. 85,539 with 
the Secretary of the Treasury and the Commissioner of 
Customs are invalid and of no legal effect. 


e. Ordering and directing the Secretary of the Treas- 
ury and the Commissioner of Customs forthwith to cancel 
the aforesaid recordation of said registration. 


d. Enjoining defendants, and each of them, from re- 
straining or in any way interfering with the importation, 
distribution, or sale by plaintiffs, or either of them, of 
any goods manufactured by the firm of Carl Zeiss, of 
Jena, Germany, bearing the trade-mark ‘‘Zeiss”’. 


e. Ordering and directing the Secretary of the Treas- 
ury and the Commissioner of Customs forthwith to re- 
lease and deliver up to plaintiff, Steelmasters, Incor- 
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porated, any and all goods now held in customs belong- 
ing to said plaintiff and bearing the trade-mark ‘‘Zeiss’’. 


f. Granting plaintiffs such other and further relief as 
‘o the Court may seem just and proper. 


g. Granting plaintiffs a preliminary injunction, en- 
joining defendants, and any of them, pendente lite, from 
restraining or in any way interfering with the importa- 
tion, distribution, and sale by plaintiffs, or either of them, 

ef any goods manufactured by the firm of Carl 
15 Zeiss, of Jena, Germany, bearing the trade-mark 

‘‘Zeiss’’; and directing the Secretary of the Treas- 
ury ‘and the Commissioner of Customs to release and 
deliver up to plaintiff Steelmasters, Incorporated all goods 
bearing said trade-mark now held in customs. 


/s/ Harry I. Rand 
Harry I. Rand 
736 Wyatt Building 
Washington 5, D. C. 
Attorney for Plaintiffs 
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16 Filed Apr 4 1956 Harry M. Hull, Clerk 
VERIFICATION 


STATE OF NEW YORK 
COUNTY OF NEW YORK, SS. 


Charles H. Frank, Jr., being duly sworn, deposes and 
says that he is the Vice President of Ercona Camera 
Corp., a corporation; that he has read the foregoing 
complaint; that he knows the allegations thereof; that 
the allegations stated therein as true are true, and those 
stated on information and belief he verily believes to be 


true. 
/s/ Charles H. Frank, Jr., V.P. 


Subscribed and sworn to before me this 3 day of April, 
1956. 
/s/ lydia Zugel 
Notary Public 


LYDIA ZUGEL 
Notary Public, State of New York 
No. 41-4399300 
Qualified in QUEENS County 
Term Expires March 30, 1957 
STATE OF NEW YORK 
COUNTY OF NEW YORK, SS. 


Joseph Block, being duly sworn, deposes and says that 
he is the President of Steelmasters, Incorporated, a cor- 
poration; that he has read the foregoing complaint; that 
he knows the allegations thereof; that the allegations 
stated therein as true are true, and those stated on in- 
formation and belief he verily believes to be true. 


/s/ Joseph Block 


Subscribed and sworn to before me this 3 day of April, 
1956. 
/s/ Lydia Zugel 
Notary Public 
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17 Filed Apr 13 1956 Harry M. Hull, Clerk 
MOTION FOR A PRELIMINARY INJUNCTION 


Plaintiffs, by their attorney, move for a preliminary 
injunction: 


(1) Enjoining defendants, and each of them, their of- 
ficers, agents, employees, and attorneys, and all persons 
in active concert or participation with them, pending the 
determination of this action, from restraining or in any 
way interfering with the importation, distribution, or 
sale by plaintiffs, or either of them, of any goods manu- 
factured by the firm of Carl Zeiss of Jena, Germany 
bearing the trade-mark ‘‘Zeiss’’; and 


(2) Ordering and directing defendants George M. Hum- 
phrey, Secretary of the Treasury, and Ralph Kelly, Com- 
missioner of Customs, forthwith to release and deliver 
up to plaintiff Steelmasters, Incorporated, any and all 
goods now held in customs belonging to said plaintiff and 
bearing the trade-mark ‘‘Zeiss’’, on payment of all duties 
and charges payable prior to the entry of such goods into 
the United States. 


In support of this motion, plaintiffs refer to the veri- 

fied Complaint filed herein and to the affidavits of 

18 Charles H. Frank, Jr. and Joseph Block, hereto 
annexed. 


This motion is made on the ground that, unless de- 
fendants are so enjoined, defendants’ actions complained 
of in the Complaint will cause plaintiffs great and ir- 
reparable injury before this action can be determined. 


/s/ Harry I. Rand 
Harry I. Rand 
Attorney for Plaintiffs 
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19 Filed Apr 13 1956 Harry M. Hull, Clerk 


MOTION OF PLAINTIFFS FOR SUMMARY 
JUDGMENT 


Plaintiffs, by their attorney, move that the Court enter 
a summary judgment in their favor, granting to plaintiffs 
the relief prayed for in the Complaint. 


In support of this motion, plaintiffs refer to the veri- 
fied Complaint filed herein and to the affidavits of Charles 
H. Frank, Jr. and Joseph Block, annexed hereto. 


This motion is made on the ground that there is no 
genuine issue as to any material fact and that plaintiffs 
are entitled to judgment as prayed for in the Complaint 
as a matter of law. 


/s/ Harry I. Rand 
Harry I. Rand 
Attorney for Plaintiffs 


20 AFFIDAVIT OF JOSEPH BLOCK 
JOSEPH BLOCK, being duly sworn, deposes and says: 


1. I am the President of Steelmasters, Incorporated 
(‘‘Steelmasters’’), one of the plaintiffs in this action. In 
that capacity I am familiar with the facts involved in 
this proceeding. 


2. As a direct result of the actions of defendants 
complained of in paragraphs 33 and 35 to 38 of the 
Complaint, Steelmasters has been prevented from im- 
porting into the United States substantial quantities of 
goods manufactured by Carl Zeiss of Jena, Germany, 
bearing the trade-mark ‘‘Zeiss’’. In consequence thereof, 
the volume of such goods which Steelmasters has imported 
and sold in the United States has been seriously im- 
paired. The dollar volume of such goods which Steel- 
masters has imported from Carl Zeiss of Jena, Germany 
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and goods from Zeiss Ikon of Dresden, Germany during 
the period 1950 to 1955, has been, as follows: 


Year 

1950 $272,193.07 
1951 $418,067.41 
1952 $154,116.70 
1953 $103,726.42 
1954 96,891.17 
1955 99,247.62 


21 The dollar volume of such goods sold by Steel- 

masters to Ercona Camera Corp., its sole distribu- 
tor for such goods in the United States, has been, as 
follows: 


Year 

1950 $300,120.13 
1951 $461,316.90 
1952 $170,070.14 
1953 $115,353.65 
1954 $107,845.66 
1955 $110,303.15 


The substantial decrease, in excess of 75%, in the volume 
of goods imported and sold during the year 1955, as 
compared with the year 1951, is primarily, if not solely, 
attributable directly to the interference by defendants 
with Steelmasters’ importation and sale of ‘‘Zeiss’’ trade- 
marked goods in the United States. 


3. Steelmasters has, since August, 1955, and is at 
present prohibited from importing any ‘‘Zeiss’’ trade- 
marked goods into the United States. There is now held 
in customs in the port of New York goods bearing the 
trade-mark ‘‘Zeiss’’, consigned to Steelmasters, amount- 
ing in value at factory cost to more than $6,000, which 
the Secretary of the Treasury and/or the Commissioner 
of Customs refuses to permit Steelmasters to import 
unless the trade-mark ‘‘Zeiss”, appearing on such goods, 
is first obliterated. 
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4. In view of the foregoing, unless and until the pre- 
liminary injunction prayed for in this Complaint is 
granted, Steelmasters will continue to suffer serious and 
irreparable damage. 


/s/ Joseph Block 
Joseph Block 


Subseribed and sworn to before me this 6 day of 
April, 1956. 
/s/ Weonard Blackman 
Notary Public 


LEONARD BLACKMAN 
Notary Public, State of New York 
No. 41-0306900 

Qualified in Queens County 
Term Expires March 30, 1957 


* a ® 5 


22 Filed Apr 13 1956 Harry M. Hull, Clerk 
AFFIDAVIT OF CHARLES H. FRANK, JR. 


CHARLES H. FRANK, JR., being duly sworn, de- 
poses and says: 


1. I am the Vice President of Ercona Camera Corp., 
(‘‘Ereona’”’), one of the plaintiffs in this action. In that 
capacity, I am familiar with the facts involved in this 
proceeding. 


2. Ercona is the sole distributor in the United States 
for goods imported from Carl Zeiss of Jena, Germany, 
by Steelmasters, Incorporated (‘‘Steelmasters’’), likewise 
a plaintiff in this action. Ercona purchases all such goods 
bearing the trade-mark ‘‘Zeiss’’ from Steelmasters and 
resells them in this country. 


3. Prior to April, 1952, Steelmasters was able to and 
did supply all ‘‘Zeiss’’ trade-marked goods which Ercona 
ordered from it. Beginning on or about April 9, 1952, 
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however, and as a direct result of the actions of defend- 
ants complained of in paragraphs 33 and 35 to 38 of the 
Complaint: (a) Steelmasters has been unable to and has 
failed to supply to Ercona, substantial quantities of such 
goods bearing the ‘‘Zeiss’’ trade-mark, ordered by Er- 
cona; (b) Ercona has consequently been unable to supply 
such trade-marked goods to its customers; and (c) the 

volume of Ercona’s sales of such trade-marked 
23 goods has been seriously impaired. Moreover, since 

on or about August 21, 1955, as a direct result of 
such actions of defendants, Ercona has been unable to 
secure any such trade-marked goods from Steelmasters. 


4. The dollar volume of Ercona’s sales of goods pro- 
duced by Carl Zeiss of Jena, Germany and Zeiss Ikon 
of Dresden, Germany, to dealers and other customers in 
the United States has been, as follows: 


Year 


1950 $293,183.74 

1951 $407,436.84 

1952 $326,334.84 

1953 283,354.05 

1954 $204,375.11 

1955 $184,842.37 
The substantial reduction, in excess of 50%, in the volume 
of sales during the calendar year 1955, as compared with 
the year 1951, was primarily, if not solely, the direct 
result of Ercona’s inability, by reason of the actions of 
defendants complained of, to secure adequate quantities 
of ‘‘Zeiss’’ trade-marked goods. 


5. Ercona has heretofore supplied ‘‘Zeiss’’ trade- 
marked goods to Federal agencies and government con- 
tractors, as well as to other users in vital and defense- 
related enterprises. The purchase orders, photostats of 
which are annexed hereto, are typical of the numerous 
orders which Ercona has received in the past and still 
continues to receive for ‘‘Zeiss’’ trade-marked products. 
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The orders annexed are, as follows: 


(a) Order from the United States Air Force, dated 
December 20, 1955. 

(b) Order from the United States Air Force, dated 
August 2, 1955 

(c) Order from Clayton and Lambert Manufacturing 
Co., acting for United States Navy Department, 
Bureau of Ordnance, dated September 1, 1955. 

(d) Order from E. I. DuPont DeNemours & Co., dated 
November 22, 1955. 

(e) Order from EK. I. DuPont DeNemours & Co., dated 

November 15, 1955. 
24 (f{) Order from United States Department of the 
Army, dated February 17, 1956. 

(g) Order from United States Department of the Army 
(Ordnance), dated May 11, 1953. 

(h) Order from Atlantex Corp. (on bid of Air Force 
Cambridge Research Center), dated May 5, 1955. 

(i) Order from Rockefeller Institute for Medical Re- 
search, dated September 23, 1955. 

(j) Order from Creedmor State Hospital, dated Sep- 
tember 1, 1955. 

(k) Order from Chrysler Corporation, dated May 3, 
1955. 


(1) Order from Pratt & Whitney Aircraft, dated March 
25, 1955 


(m) Order from Sperry Farragut Corp., dated Novem- 
ber 5, 1952. 

6. Since the interference by defendants with the sup- 
ply of ‘‘Zeiss’’ trade-marked products to Ercona, it has 
been difficult, if not impossible, to fill such orders for 
‘‘Zeiss’”’ trade-marked products. 


7. Unless and until a preliminary injunction is granted, 
as prayed for in the Complaint, Ercona will continue to 
suffer great and irreparable injury. 


/s/ Charles H. Frank, Jr. 
Charles H. Frank, Jr. 


Subscribed and sworn to before me this 6th day of 
April, 1956. 
/s/ Lydia Zugel 
Notary Public 
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46 Filed May 10 1956 Harry M. Hull, Clerk 


SUPPLEMENTAL MOTION OF PLAINTIFFS FOR 
SUMMARY JUDGMENT 


This action was commenced by the filing of the com- 
plaint herein, on April 4, 1956. Thereafter, on April 13, 
1956, plaintiffs filed a motion for a summary judgment. 
In that that motion, however, was filed prior to the ex- 
piration of 20 days from the commencement of the action, 
its filing was not in compliance with Rule 56 of the Fed- 
eral Rules of Civil Procedure. In view of that circum- 
stance, plaintiffs are herewith refiling their motion for 
summary judgment. 


Plaintiffs move that the Court enter a summary judg- 
ment in their favor, granting to plaintiffs the relief 
prayed for in the Complaint. 


In support of this motion, plaintiffs refer the Court 
to the verified Complaint; to the affidavits of Charles H. 
Frank, Jr. and Joseph Block, filed herein on April 13, 
1956; and to the Points and Authorities, likewise filed 

herein on April 13, 1956. 


47 This motion is made on the ground that there is 

no genuine issue as to any material fact and that 
plaintiffs are entitled to judgment as prayed for in the 
Complaint as a matter of law. 


/s/ Harry I. Rand 
Harry I. Rand 
Attorney for Plaintiffs 


Certificate of Service 


I certify that on May 10, 1956, I mailed a copy of the 
foregoing motion, postage prepaid, to Dallas S. Town- 
send, Esq., Assistant Attorney General (Att. Westley W. 
Silvian, Esq.), Department of Justice, HOLC Bldg., 1st 
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& Indiana Ave., N. W., Washington 25, D. C., attorney 
for defendants. 


/s/ Harry I. Rand 


+8 Filed May 15 1956 Harry M. Hull, Clerk 


AFFIDAVIT OF HARRY I. RAND 
Harry I. Rand, being duly sworn, deposes and says: 


1. T am the attorney for the plaintiffs in the above 
entitled action. 


2. This affidavit is made in support of plaintiffs’ mo- 
tions for a preliminary injunction and for summary judg- 
ment. 


> 


3. There are annexed hereto and made a part hereof 
true and correct copies of the following documents: 


A. Certificate of Dissolution of The Chemical Foun- 
dation, Incorporated, a Delaware corporation, 
duly signed on August 16, 1945, by William J. 
Storey, Secretary of State, State of Delaware; 
and a certification annexed thereto, duly signed 
on January 13, 1956, by John N. McDowell, Sec- 
retary of State, State of Delaware. 


'B. Letter of John N. McDowell, Secretary of State, 
State of Delaware, to Prentiss-Hall Corporation 
System, Incorporated, dated January 13, 1956. 

49 C. Letter of The Chemical Foundation, Incorporated 
to Paul Levande, dated August 6, 1952. 

I am informed and believe that Mr. Levande was at 

that time an attorney representing the plaintiffs. 


D. Letter of The Chemical Foundation, Incorporated 
to Levande, Scholder & Sherman, dated August 
12, 1992. 
I am informed and believe that Levande, Scholder & 
Sherman was at the time a law firm representing the 
plaintiffs. 
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K. The first page of a letter of Dallas S. Townsend, 

Assistant Attorney General, Director, Office of 

Alien Property, to Samuel S. Allen, Esq., dated 
December 15, 1955. 

I am informed and believe that Mr. Samuel S. Allen 

was at that time an attorney representing the plaintiffs. 


/3/ Harry I. Rand 
Harry I. Rand 


Subscribed and sworn to before me this 15th day of 
May, 1956. 
HARRY M. HULL, Clerk 
By /s/ Anne W. Lyddane 
Notary Public 


Certificate 


I certify that on May 12, 1956, I mailed a copy hereof 
to Dallas S. Townsend, Ass’t Att’y Gen. HOLC Bldg. 


/3/ Harry I. Rand 
50 
STATE OF DELAWARE 
(STATE SEAL) 


OFFICE OF SECRETARY OF STATE 
CERTIFICATE OF DISSOLUTION 
To All Whom These Presents May Come, Greeting: 


Whereas, It appears to my satisfaction by duly au- 
thenticated record of the proceedings of the voluntary 
dissolution thereof, by the consent of at least two-thirds 
in interest of all the stockholders deposited in my office, 
the THE CHEMICAL FOUNDATION, INCORPO- 
RATED. a corporation of this State whose principal of- 
fice is situated at No. 100 West Tenth Street in the city 
of Wilmington County of New Castle State of Delaware 
The Corporation Trust Company being agent therein, 
and in charge thereof, upon whom process may be served, 
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has complied with the requirements of the Corporation 
Laws of the State of Delaware, as contained in 2033. 
Section 1, to 2246. Section 214, Chapter 65, of the Revised 
Code of 1935, as amended, preliminary to the issuing of 
this 

Certificate of Dissolution 


Now, therefore, I, WILLIAM J. STOREY Secretary of 
State of the State of Delaware, do hereby certify that 
the said corporation did on the sixteenth day of August 
A. D. 1945 file in the office a duly executed and attested 
consent, in writing, to the dissolution of said Corporation 
executed by at least two-thirds in interest all the stock- 
holders thereof, which said consent and the records of 
the proceedings aforesaid, are now on file in my office as 
provided by law. 


In Testimony whereof, I have hereunto set my 
hand and official seal, at Dover this six- 
teenth day of August in the year of our 
Lord one thousand nine hundred and fourth- 
five. 


(OFFICIAL SEAL) 
WILLIAM J. STOREY 
Secretary of State 
51 
| STATE OF DELAWARE 
(STATE SEAL) 
OFFICE OF SECRETARY OF STATE 


I, JOHN N. MecDOWELL, Secretary of State of the 
State of Delaware, do hereby certify that the above and 
foregoing is a true and correct copy of Certificate of Dis- 
solution of ‘‘THE CHEMICAL FOUNDATION, INCOR- 
PORATED”’, issued by this office on the sixteenth day 
of August, A.D. 1945, at 9 o’clock A.M. 


s 
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In Testimony Whereof, I have hereunto set my hand 
and official seal at Dover this thirteenth day of January 
in the year of our Lord one thousand nine hundred and 
fifty-six. 

(SEAL) 
/s/ John N. McDowell 
Secretary of State 


/s/ M. D. Tomlinson 


Ass’t. Secretary of State 
52 


STATE OF DELAWARE 
(STATE SEAL) 


JOHN N. MCDOWELL HELEN R. SCANLON 
Secretary of State Director Corporation Department 


DEPARTMENT OF STATE 
CORPORATIONS 


Dover, Del. 


January 13, 1956 
Copy 


Prentice-Hall Corporation System, Inc. 
Dover, Del. 
Gentlemen: 


Affidavit showing publication of Certificate of Dissolu- 
tion of THE CHEMICAL FOUNDATION, INCORPO- 
RATED was filed in this office as of August 24, 1945 at 
9 A. M. 

Yours very truly, 


/s/ John N. McDowell 
Secretary of State 
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53 Telephone: WHitehall 3-9850 
THE 
CHEMICAL FOUNDATION 
INCORPORATED 


40 WALL STREET 
New York 5, N. Y. 


FRANCIS P. GARVAN, JR., President 
GEORGE J. CORBETT, Vice-President 
JOHN J. FOLEY, Treasurer and 
General Manager 
EDWARD J. MUHS, Secretary 
FRANCIS P. GARVAN 
President 1919-1937 


Chartered for the Advancement of Chemical and Allied Science and 

Industry in the United States Without Financial Profit to Itself 
August 6, 1952. 

Mr. Paul Levande 


Levande, Scholder & Sherman 
60 East 42nd Street 
New York 17, N. Y. 


Re—Trade-Mark No. 85,539 ZEISS 
Gentlemen: 


Referring to vour letter of May 2nd, the Trade-mark 
ZEISS, No. 85,539 was transferred to The Chemical 
Foundation, Inec., by assignment dated November 5, 1921. 
It was renewed to The Chemical Foundation for twenty 
vears from February 20, 1932. By instrument dated 
October 20, 1950 this Trade-Mark was assigned to the 
Attorney General of the United States. During the period 
that the Foundation possessed title to this Trade-Mark, 
the Foundation granted no license thereunder except its 
inclusion in the general release and license to the United 
States Government dated November 17, 1921. 


Very truly yours, 


THE CHEMICAL FOUNDATION, 
INCORPORATED 
/s/ Edward J. Muhs 
EJM/h Secretary. 





Telephone: WHitehall 3-9850 


THE 
CHEMICAL FOUNDATION 


INCORPORATED 
40 WALL STREET 
NEw YorkK 5, N. Y. 


FRANCIS P. GARVAN, JR., President 
GEORGE J. CORBETT, Vice-President 
JOHN J. FOLEY, Treasurer and 
General Manager 
EpwarpD J. MUHS, Secretary 
FRANCIS P. GARVAN 
President 1919-1937 


Chartered for the Advancement of Chemical and Allied Science and 

Industry in the United States Without Financial Profit to Itself 
August 12, 1952 

Levande, Scholder & Sherman 

60 East 42nd Street 


New York 17, N. Y. 
Re: Trade-mark No. 85,539, ZEISS 


Gentlemen: 


Replying to your letter of August 7th, aside from any 
possible use made by the United States Government under 
its License from us, we know of no use made of this 
trade-mark while it was in our possession. 


Very truly yours, 


THE CHEMICAL FOUNDATION, 
INCORPORATED 


/s/ Edward J. Muhs 
Secretary. 











44 A 


55 Filed May 15 1956 Harry M. Hull, Clerk 


Copy Copy 
| DEPARTMENT OF JUSTICE 
OFFICE OF ALIEN PROPERTY 
WASHINGTON 25, D. C. 


December 15, 1955 


Samuel S. Allan, Esquire 

Weisman, Allan, Spett & Sheinberg 
501 Broadway 

New York 36, New York 


Dear Mr. Allan: 


This refers to your letter of November 30, 1955 trans- 
mitting a memorandum in support of your position that 
the Attorney General should vacate his recordation of 
the trademark ‘‘ZEISS’’ in order that your client may 
freely import from the East Zone of Germany goods 
bearing that mark. 


Since you request ‘‘early action’’, I shall not attempt 
a detailed statement of facts or supporting authorities 
but shall state only so much as seems essential to make 
a coherent presentation of the problem. 


The history of the ownership and use of the mark is 
as follows: 


It was first registered prior to World War I by Carl 
Zeiss of Jena who affixed it to goods manufactured by 
them. After the outbreak of World War I, it was vested 
by the Alien Property Custodian who in turn transferred 
it to Chemical Foundation. That organization granted 
the United States a non-exclusive license. The mark was 
renewed by Chemical Foundation in 1932 and registered 
in its name until 1950. 


Chemical Foundation does not appear to have used the 
mark. However, after World War I had ended and com- 
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mercial relations between the United States and Germany 
had been re-established, the mark was again used by 
Zeiss of Jena and those engaged in the distribution of its 
products in the United States, including Carl Zeiss, Inc., 
a New York corporation which was controlled by Zeiss 
of Jena. 


After the outbreak of World War II, the Government 
issued several vesting orders vesting the stock and prop- 
erty of Carl Zeiss, Inc., and property of Carl Zeiss of 
Jena, Germany. Some of these vesting orders are suf- 
ficiently broad in their scope to seize whatever 

* @ * ee 

Sincerely yours, 
Dallas S. Townsend 
Assistant Attorney General 


Director, Office of Alien 
Property 


James D. Hill 
James D. Hill 
Chief, Litigation Section 
56 Filed May 19 1956 Harry M. Hull, Clerk 
AFFIDAVIT 


DISTRICT OF COLUMBIA SS 


Karl A. Bauer, being first duly sworn, deposes and 
says: 


1. I am the President of Carl Zeiss, Inc., a New York 
Corporation all of whose stock is held by the Attorney 
General of the United States as a result of vesting under 
the Trading with the Enemy Act. 


2. Carl Zeiss, Inc. was organized during the year 1925 
and in 1926 took over a business operated by Harold 
M. Bennett. 








46 A 


3. I have been associated with businesses owned or 
controlled by the Carl Zeiss Foundation since 1911 and 
have been associated with Carl Zeiss, Inc. of New York 
since its organization. 


4. My affidavit is based upon my knowledge and in- 
formation contained in the files of Carl Zeiss Inc. and 
information supplied to me in the course of my business 
dealings with the Carl Zeiss Foundation. 


5. In 1920, Harold M. Bennett was engaged in the 
business of importing and distributing in the United 
States goods produced in plants owned and controlled by 
the Carl Zeiss Foundation and carrying the trade-mark 
ZEISS. 


6. I have read correspondence of Carl Zeiss, Inc. 
which discusses Chemical Foundation’s demand that Ben- 
nett pay it royalties for the use of trademarks formerly 
owned by the Carl Zeiss Foundation. 


7. The Carl Zeiss Foundation which controlled Carl 
Zeiss, Inc. of New York is a German organization estab- 
lished with the consent of the State of Saxony prior to 
the year 1900. The Foundation was organized as a non- 
profit corporation for the benefit of workers employed 
in establishments owned or controlled by the Foundation 

and for the promotion of science. 


57 8. The Foundation itself did not engage in the 

manufacture or production of goods but it owned 
businesses which produced all types of optical goods. 
Some of the manufacturing plants used to produce 
goods were unincorporated businesses, others were cor- 
porations. For example, Carl Zeiss, Jena was an un- 
incorporated business owned and controlled by the Carl 
Zeiss Foundation. On the other hand, Zeiss-Ikon A.G. 
was a corporation of which the Carl Zeiss Foundation 
owned the majority of the stock. 
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9. The Carl Zeiss Foundation had its domicile in 
Jena, Germany. The manufacturing plant known as 
Carl Zeiss, Jena and other unincorporated businesses 
owned by Carl Zeiss Foundation were registered in courts 
of Jena as the Foundation’s properties. 


10. Although most of the plants engaged in the manu- 
facturing of goods carrying the ZEISS trade-mark were 
located in what is now known as Eastern Germany, there 
were prior to World War II branches located in Western 
Germany. 


11. Prior to the capitulation of Germany in 1945 
only plants owned or controlled by the Carl Zeiss Foun- 
dation produced goods carrying the ZEISS trade-mark. 
This trade-mark was registered in Germany and in the 
United States. Until that time it was not used by any 
one else and was always used to identify goods produced 
by plants owned or controlled by Carl Zeiss Foundation. 
Only plants owned by the Carl Zeiss Foundation are en- 
titled to use the ZEISS trade-mark. 


12. The statutes creating the Carl Zeiss Foundation 
separated administration of the Foundation from adminis- 
tration of the Foundation’s plants. The Foundation had 
a Commissioner who was a public official of the German 
Government and a body known as the Administration 
of the Foundation. Management and operation of Foun- 
dation plants were in the hands of Management Boards 
who were appointed by the Administration of the Foun- 
dation. Members of the Management Board could be and 
were appointed for life. 


13. In April 1945 the Armed Forces of the United 
States occupied the City of Jena and the Carl Zeiss 
Foundation plants located in that area. American Forces 
withdrew from Jena around July 1, 1945 but before they 
left they transported to the American Zone of Germany 
more than 120 employees of Foundation plants owned by 
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Carl Zeiss. These included many of the leading scien- 

tists, designers, engineers and specialists of these firms 

and included life-time Members of the Management Board 
of Foundation plants. 


58 14. After the withdrawal of American Forces 

Jena became subject to the Supreme Command of 
the Soviet Military Administration in Germany. On Oc- 
tober 30, 1945 the Soviet Military Administration se- 
questered the manufacturing plants owned and controlled 
by the Carl Zeiss Foundation. On April 17, 1948 the 
Soviet Military Administration nationalized the plants 
which had been sequestered. Compensation was not paid 
to the Carl Zeiss Foundation as a result of the nationali- 
zation. 


15. On November 30, 1948 the registration of Carl 
Zeiss, Jena and other Foundation owned plants was can- 
celled in the court records of Jena and an authority 
known as the ‘‘Office for the Protection of Peoples’ Prop- 
erty” re-registered these as ‘‘property of the people’’ 
and they are now known as Carl Zeiss, Jena, VEB 
(Peoples’ Owned Plants) and are no longer recorded as 
owned by the Carl Zeiss Foundation. 


16. In 1946 all of the Members of the Administration 
of the Foundation were in the Western Zone of Germany. 
These same men were also members of the Management 
Board of Carl Zeiss, Jena and were authorized to act 
as the Administration of the Foundation when the Ad- 
ministration of the Foundation could not act. These men 
acting on behalf of the Carl Zeiss Foundation organized 
a firm in Heidenheim, Germany for the production of 
goods of the same type heretofore produced in Jena. In 
1949 the Minister of Culture of the State of Wuerttem- 
berg-Baden of the Federal Republic of Germany decreed 
that the legal domicile of the Carl Zeiss Foundation was 
Heidenheim in the Western Zone of Germany. This 
transfer of domicile was entered in the court records of 


be 


a 
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Heidenheim. In May 1954 the Minister of Culture of 
the State of Wuerttemberg-Baden executed another de- 
cree that the statutes of the Carl Zeiss Foundation order 
read that the legal domicile of the Carl Zeiss Foundation 
was Heidenheim. 


17. The plants of Carl Zeiss which were located in 
the Eastern Zone of Germany were almost entirely dis- 
mantled by the Soviets and seized for reparations. Ap- 
proximately 95% of Carl Zeiss, Jena was dismantled, 
and Zeiss-Ikon A.G. was completely dismantled. After 
dismantlement of the Zeiss-Ikon A.G. plant in Dresden 
that corporation shifted its manufacturing activities to 
Stuttgart in the Western Zone of Germany. 


18. The domicile of Zeiss-Ikon A.G. was changed in 
August 1948 after a stockholders’ meeting from Dresden 
in the Eastern Zone to Stuttgart in the Western 
59 Zone. This was recorded in the court records at 
Stuttgart. The goods which Steelmasters, Incor- 
porated and Ercona Camera Corp. seek to import and 
distribute in the United States are not produced in the 
Western Zone of Germany nor are they produced in 
plants presently controlled by Carl Zeiss Foundation, but 
are produced in so-called ‘‘Peoples’ Owned Plants” lo- 
eated in the Eastern Zone of Germany and not subject 
to the control of the Carl Zeiss Foundation. 


19. The export of goods from the Eastern Zone of 
Germany is controlled by an agency of the German Demo- 
cratic Republic known as ‘‘DIA’’. This organization has 
been enjoined by Courts located in Egypt and in The 
Netherlands from exhibiting goods produced in the East- 
ern Zone of Germany which are trade-marked ZEISS. 


20. In 1953 a Swiss Court held that Zeiss-Ikon A.G. 
domiciled in Stuttgart was the lawful owner of the trade- 
mark ZEISS; in 1955 a court in Dusseldorf in the West- 
ern Zone of Germany forbade Zeiss-Ikon, A.G. of East 
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Germany from using the trade-mark ZEISS. The Courts 
of Goettingen and Cologne in the Western Zone of Ger- 
many in the year 1954 prohibited importers of goods 
produced by the so-called ‘‘Peoples’ Owned Plants’? from 
offering them for sale as Zeiss goods. 


21. Representatives of the Government of East Ger- 
many claiming to be the Administrators of the Carl Zeiss 
Foundation brought suit in the District Court of Stuttgart 
against the Members of the Administration of the Carl 
Zeiss Foundation residing in the Western Zone of Ger- 
many. On July 31, 1954 that Court held that the Ad- 
ministration of the Foundation was located in the West- 
ern Zone of Germany and that these were the only per- 
sons entitled to act for the Carl Zeiss Foundation. 


22. The only decision known to me in which it has 
been held that the Carl Zeiss Foundation is domiciled in 
the Eastern Zone of Germany and that goods produced 
in that area are genuine ZEISS goods is that of the Su- 
preme Court of the German Democratic Republic of East 
Germany. This was a non-adversary proceeding brought 
at the request of the Government of East Germany. 


23. Heidenheim, Stuttgart, Goettingen, Cologne and 
Dusseldorf are all located in the Western Zone of Ger- 
many and are subject to the jurisdiction of a Gov- 

60 ernment known as the Federal Republic of Ger- 
many. It is well known in the trade and T believe 

that it has been known to Steelmasters, Incorporated, 
and Ereona Camera Corp., that Carl Zeiss, Ine. of New 
York imports and distributes in the United States goods 
carrying the trade-mark ZEISS which are produced in 
the German Federal Republic. IT have had a number of 
conversations with representatives of Steelmasters, In- 
corporated and Ereona Camera Corp. At no time has 
a representative of these firms ever claimed to me that 
Carl Zeiss, Inc. was importing spurious merchandise or 
goods that were not entitled to be trade-marked ZETSS. 
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24. During the period between June 19, 1951 and Au- 
gust 22, 1955 Carl Zeiss, Inc. of New York as licensee of 
the Attorney General of the United States was author- 
ized to consent to the importation of goods into the 
United States carrying the trade-mark ZEISS. During 
this time I received a number of applications from Steel- 
masters, Incorporated for the consent of importation of 
goods. To the best of my recollection, Steelmasters, In- 
corporated for some time recognized that the trade-mark 
Zeiss was owned by the Attorney General of the United 
States. 


25. Neither Ereona nor Steelmasters were engaged in 
the optical goods business in 1919 and neither of them 
or any of their principals handled ZEISS goods until 
1950. 


/s/ Warl A. Bauer 
Karl A. Bauer 


Sworn to before me this 18th day of May, 1956. 


/3s/ Annetta Woldar 
Notary Public 


ANNETTA WOLDAR 
Notary Public, D. C. 
Comm. Expires: 11/30/60 


61 Filed May 19 1956 Harry M. Hull, Clerk 


AFFIDAVIT OF WESTLEY W. SILVIAN 
DISTRICT OF COLUMBIA: SS 
Westley W. Silvian, being first duly sworn, deposes 
and says: 
1. I am an attorney in the Office of Alien Property, 
Department of Justice. 
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2. In connection with my official duties I have been 
instructed to appear and represent in their official ca- 
pacities Herbert Brownell, Jr., Attorney General of the 
United States, George M. Humphrey, Secretary, Depart- 
ment of the Treasury, and Ralph Kelly, Commissioner 
of Customs, Department of the Treasury. 


3. All of the above-named officials have also been sued 
as individuals. 


4. The files and records of this Court show that the 

complaint in this action was filed on April 4, 1956; 

plaintiffs’ motion for temporary injunction and 

62 summary judgment were filed on April 13, 1956. 

Service of plaintiffs’ motion was obtained by leav- 

ing a copy with the United States Attorney for the Dis- 
trict of Columbia. 


5. The United States Attorney for the District of 
Columbia has not been appointed to represent the de- 
fendants in their individual capacities and was not au- 
thorized to accept service for the defendants as indi- 
viduals. 


6. To properly controvert the allegations of the com- 
plaint it is necessary to secure authenticated copies of 
judgments of the Courts of the Federal Republic of 
Germany, the so-called German Democratic Republic, 
Egypt, Switzerland and The Netherlands and to have 
these translated. The official files of the Office of Alien 
Property contain rough translations of some, but not all 
of the decrees of these courts. Attempts have been made 
to secure admissible copies of decrees determining which 
of two German firms is entitled to use the trade-mark 
ZEISS. Based upon information available to me I be- 
lieve that when these decrees are obtained the defend- 
ants have good grounds that the defense of res judicata 
may be interposed as a complete defense to plaintiffs’ 
action. 
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7. The evidence available also suggests that the ques- 
tion of recognition by this Government of the German 
Democratic Republic may be important in the defense 
of this action. The Department of Justice has initiated 
conversations with the Department of State on their 
position in this matter. As shown by Exhibit A, attached 
hereto and made a part of this affidavit, which is a true 
copy of a letter dated April 5, 1955 between representa- 
tives of the Department of State and the Office of Alien 
Property, there is reason to believe that the Department 
of State may formulate a definite policy with respect to 
the recognition of the trade-mark ZEISS in the United 
States on goods produced in the Hastern Zone of Ger- 
many which are also claimed by business organizations 
who have moved to the Western Zone of Germany. 


8. The Department of State Bulletin, Vol. 33, No. 850, 
October 10, 1955 reads in part as follows: 


‘““The Foreign Ministers of the United States, the 
United Kingdom and France wish to make known 
their view on certain points in connection with the 
agreements of September 20, 1955, as reported in the 
press, between the Soviet Union and the regime in 
the Soviet zone of Germany. 


63 ‘‘Secondly, the three Foreign Ministers reaffirm 

that the Federal Republic of Germany is the only 

German Government freely and legitimately constt- 

tuted and therefore entitled to speak for Germany 

as the representative of the German people in inter- 

national affairs. These three governments do not 

recognize the East German regime nor the existence 

of a state in the Soviet zone.’’ (Underscoring sup- 
plied) 

9. I believe that a valid defense to plaintiffs’ claims 
may also arise from the fact that the State of Wuerttem- 
berg-Baden of the Federal Republic of Germany has 
declared that the domicile of the Carl Zeiss Foundation 
is located in Heidenheim and not in Jena, Germany. 
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10. I am informed and believe that a decision was 
rendered in the early part of this year by a court of the 
German Federal Republic sitting in Stuttgart, Germany, 
which may be dispositive of this litigation. Reference is 
made to Exhibit B, attached hereto and made a part of 
this: affidavit, (which is a true copy of a letter dated 
November 8, 1954), in which counsel representing the 
East German Zone firm calling itself VEB, Carl Zeiss, 
Jena, refers to litigation pending in Germany and indi- 
cate that they regard such litigation as having conclusive 
effect. Also attached hereto is Exhibit C, a letter dated 
June 17, 1955 from plaintiff’s counsel referring to litiga- 
tion in Western Germany. 


11. Attached hereto as Exhibit D and made a part 
of this affidavit, is a true copy of a letter dated May 7, 
1956 from the Chemical Foundation, a New York cor- 
poration, establishing that that corporation has ratified 
the transfer of the trade-mark ZEISS by Chemical Foun- 
dation, a Delaware corporation, to the Attorney General 
of the United States. 


12. Attached hereto as Exhibit E and F and made a 
part of this affidavit, are true copies of letters dated June 
19, 1950 and June 28, 1954 from counsel representing 
plaintiffs recognizing the Attorney General’s ownership 
of the trade-mark ZEISS. 


13. Examination of the files and records of the Office 
of Alien Property does not disclose that any notice of 
claim for the return of the trade-mark ZEISS has been 
filed by plaintiffs or any persons claiming an interest in 
said trade-mark. 


14. The files of the Office of Alien Property also con- 
tain office memoranda showing that conversations were 
had between representatives of the plaintiffs and former 
employees of this Office during the course of which plain- 
tiffs apparently conceded the Attorney General’s owner- 
ship of the trade-mark ZEISS. 
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64 15. The defense of this action and the prepara- 

tion of responsive pleadings requires the procure- 
ment of evidence, testimony and statements from many 
places and persons outside of the District of Columbia 
and outside of the United States. In an effort to reduce 
the time necessary to secure such evidence and _testi- 
mony defendants have served plaintiffs with Requests for 
Admissions. 


16. Attached hereto as Exhibit G is an accurate copy 
of the ruling of September 14, 1951 of the Acting Com- 
missioner of Customs on plaintiff’s objections to defend- 
ant Attorney General’s recordation of the ZEISS trade- 
mark. 

/s/ Westley W. Silvian 
WESTLEY W. SILVIAN 


Subscribed and sworn to before me this 18th day of 
May, 1956. 
/s/ Annetta Woldar 
Annetta Woldar 
Notary Public 


My commission expires 11/30/60. 
65 Received Apr 7 1955 Office of Alien Property 
Department of Justice 
Exhibit A 


Address Official Communications to 
THE SECRETARY OF STATE 
Washington 25, D. C. 


(SEAL) 


DEPARTMENT OF STATE 
WASHINGTON 
April 5 1955 
In reply refer to BP 


Dear Mr. Gross: 


Reference is made to your letter of March 9, 1955, re- 
questing the views of the Department on the application 





56 A 


of Ercona Camera Corporation for a license to effect 
an assignment to it from Carl Zeiss Stiftung of Jena, 
Germany of the trade-marks TRIOTAR and CZ. 


The Department believes that the granting of such a 
license would be undesirable on two grounds. First, the 
Department considers that the present controls of your 
Office over East German trade-marks should be retained. 
The granting of the requested application would, of 
course, have the effect of releasing the two trade-marks 
in question from this control. 


Second, the issuance of such a license would assist 
the entity styling itself Carl Zeiss, Stiftung, of Jena, 
Germany, and be to the detriment of Carl Zeiss of Wuert- 
temberg which is considered by the Federal Republic of 
Germany as the legitimate Zeiss firm. As you know, the 
United States considers the Federal Republic of Germany 
as the only German Government freely and legitimately 
constituted and therefore entitled to speak for Germany 
as the representative of the German people in interna- 
tional affairs. 


The Department believes that the legal and policy 
problems involved in the disposal of these two marks 
may best be resolved in conjunction with related prob- 
lems connected with the Zeiss case which are the subject 
of continuing discussions between our two departments. 


Sincerely yours, 


/s/ Roger C. Dixon 
Roger C. Dixon 
Chief 


International Business Practices Division 
Office of International Trade and Resources 


Mr. Sidney Gross, Chief, 
Legal and Legislative Section, 
Office of Alien Property, 
Department of Justice. 
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HOLLAND, ARMSTRONG, BOWER & CARLSON 


ATTORNEYS AND COUNSELLORS 
NORMAN N. HOLLAND 
JEFFERSON ARMSTRONG 
FRANK A. BOWER 
REUBEN T. CARLSON 
DUDLEY W. KING 
GEORGE C. BOWER 
THOMAS M. COONEY 
ALFRED W. GREEN 
63 WALL STREET, NEW YORK 5, N. Y. 
Whitehall 4-2590 
November 8, 1954 
Director of the Office of the 
Alien Property Custodian 
Department of Justice 
Washington 25, D. C. 


Re: Authorization to Oppose Registration 
of Trade-Marks ‘‘Z’’ and ‘‘TRIOTAR”’ 


Dear Sir: 


I have been authorized to oppose the registration of 
the above trade-marks ‘‘Z’’ and ‘‘TRIOTAR,”’ applica- 
tions for which were filed in the United States Patent 
Office on December 24, 1953, and the trade-marks were 
published on page 18, of the Official Gazette, dated Sep- 
tember 7, 1954, for opposition purposes. 


An opposition in the Patent Office is based on the fact 
that the opposer will be damaged by the registration 
opposed. It is a determination of whether or not the 
applicant should be granted a registration and not 
whether or not the opposer obtains the registration. The 
issue is primarily whether or not the opposer will be 
improperly damaged by the registration. 


The Patent Office allows a period of thirty days from 
the time of publication within which to file a Notice of 








o8 A 


Opposition. That period expired on October 6, 1954, but 

an extension to December 6, 1954, has been obtained. We 

are endeavoring to get the papers filed well before that 
date. 


67 The facts given below are based on a letter 

dated September 24, 1954, from Carl-Zeiss-Stiftung, 
a photostatic copy of which is attached, and on informa- 
tion obtained from importers and from the Patent Office 
records. 


1. It is common knowledge that the Carl Zeiss 
Companies or Factories located in Germany have 
owned a number of marks, including the above marks. 
The present request is for the right to oppose the 
registration of ‘‘Z’? and “TRIOTAR,”’? which were 
published for opposition purposes by the Patent 
Office. 


2. Based on the Patent Office records there are 
United States registrations No. 93,582 for ‘‘Z,’’ dated 
September 23, 1913, and No. 94,409 for ‘“‘TRIOTAR,”’ 
dated December 2, 1913. These registrations in the 
United States were seized by the Alien Property 
Custodian in World War I, were thereafter assigned 
to The Chemical Foundation, Incorporated, and were 
renewed in 1933 by that foundation. These registra- 
tions were permitted to expire by failure to renew 
on September 23, 1953, and December 2, 1953, re- 
spectively. At the present time no one has a regis- 
tration on these two marks in the United States. 
The proposed oppositions, if successful, would pre- 
serve that status. 


3. Carl Zeiss, Heidenheim (Brenz), Wurttemberg, 
Germany, is attempting to register the marks in the 
above applications as indicated by the Official Patent 
Office Gazette. 


4. In the letter attached, the applicant, Carl Zeiss, 
is allegedly not the successor of Carl Zeiss Factories 
of Jena, Germany, and not the owner of the above 
trade-marks. The letter also states that a suit is 
pending before the West German Courts to deter- 
mine the successor of the Carl Zeiss firm which will 
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require a substantial period before a decision is 
reached by the Courts. 


». The letter also states in the first paragraph 


that Carl-Zeiss-Stiftung Jena is the owner of the 

two trade-marks ‘‘Z”’ and ‘“‘TRIOTAR.’’ This same 

paragraph states that Carl-Zeiss-Stiftung Jena has 

licensed the marks to VEB Carl Zeiss Jena and 
states that the latter is being operated as a peoples’ 
owned firm. The companies are apparently related. 
Importers advise that the Carl Zeiss Factory in 
Jena is manufacturing lenses with the above two 
trade-marks on them and exporting them to the 
United States. 


I desire to file on behalf of the above two companies, 
Carl-Zeiss-Stiftung Jena and VEB Carl Zeiss Jena, an 
opposition to the registrations of the above trade-marks 
“Z’’ and ‘“‘TRIOTAR.’’ Will you be kind enough to 
give me, Norman N. Holland, or the above two German 


companies, whichever is customary, authority to proceed 
in this connection. Both of the above companies are 
located in the Eastern Zone of Germany. 


In writing the letter of authorization for opposing the 
trade-marks, please identify the application for ‘‘Z” as 
follows: 


Application of Carl Zeiss, Heidenheim (Brenz), 
Wurttemberg, Germany 

Filed in the United States Patent Office 

December 24, 1953, and published on page 18 of the 
Offictal Gazette, dated September 7, 1954, Serial No. 
658,560 - ‘‘Z.”’ 


and the application for ‘‘TRIOTAR” in the following 
manner: 


Application of Carl Zeiss, Heidenheim (Brenz), 
Wurttemberg, Germany 

Filed in the United States Patent Office December 
24, 1953, and published on page 18, of the Official 
Gazette, dated September 7, 1954, Serial No. 658,562 - 
‘“TRIOTAR.”’ 
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An early response is requested in order to permit the 
filing of the oppositions in the Patent Office well before 
December 6, 1954. 

Very truly yours, 
/s/ Norman N. Holland 
NNH :et 
Enc. 


69 Received Jun 20 1955 Office of Alien Property 
Department of Justice 


Exhibit C 


Law OFFICES 
SCHOLDER AND LEVANDE 





ARTHUR SCHOLDER 
PAUL LEVAN DE 





ALVIN WAYNE 
60 East 42nd Street 
New York 17, N. Y. 





MUrray Hill 2-3561 


June 17, 1955 
Office of Alen Property 
Department of Justice 
Washington, D. C. 


Att: Mr. Sydney Gross 
Re: Ercona Camera Corp.—Zeiss 
Gentlemen: 


We join with our chent Ereona Camera Corp. in ex- 
pressing appreciation for the reception given and the 
information made available to us upon the occasion of 
our recent conference in your office in Washington. We 
are well aware of the fact that the Zeiss situation is not 
a usual one and our ability to call upon you for informa- 
tion freely has been quite helpful. 
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As you know the information furnished with regard to 
your plans for the future in this matter has made it 
necessary for us to plan some possible change in our 
operating procedure. However before any decision is 
reached in that connection we have been asked to ascer- 
tain if you were able to procure a copy of the decision 
of the court located in the Western Zone of Germany 
that was discussed with you at some length. If this de- 
cision has been made available to you, we would appre- 
ciate some indication from you as to the possibility of 
an arrangement which would permit the importation of 
photographic equipment etc. by our client in the manner 
permitted by the courts of Western Germany. Our clients 
feel very strongly that the procedure permitted by the 
Western German courts is very fair. It would seem 
that such a remedy was a compromise and one which 
equity and common justice required both in Germany and 
in the United States for firms which had imported mer- 
chandise from the Eastern Zone of Germany for a pro- 
tracted period. 


After this decision has been reviewed by your office, 
we would appreciate some comment thereon with the hope 
that this might give the basis for an arrangement accept- 
able to your office. 

Very truly yours, 
SCHOLDER & LEVANDE 
By /s/ Paul Levande 
PAUL LEVANDE 
PL:HG 














62 


70.) Received May 8 1956 Office of Alien Property 
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Exhibit D 


Tur 
CHEMICAL FOUNDATION 
INCORPORATED 
176 MINEOLA BOULEVARD 
MINEOLA, N. Y. 
FRANCIS P. GARVAN, JR., President 
Telephone: Garden City 
JOHN J. FOLEY, Treasurer and 
General Manager 
Epwarp J. Muns, Secretary 
FRANCIS P. GARVAN 
President 1919-1937 


Chartered for the Advancement of Chemical and Allied Science and 
Industry in the United States Without Financial Profit to Itself 


! May 7, 1956. 
James D. Hill, Esq. 
Chief, Litigation Section 
Office of Alien Property 


Department of Justice Your File No: 
Washington 25, D. C. JDH:WWS serb 
9-21-2687 


Re: Ercona, et al vs. Brownell 
CA No. 1402-56 - U.S., D.C., D.C. 


Dear Mr. Hill: 


This will acknowledge receipt of your communication 
of May 1, 1956, enclosing a copy of the complaint in the 
above action. 


The Chemical Foundation, Incorporated, a Delaware 
corporation was dissolved in 1945, the Certificate of Dis- 
solution being filed with the Delaware Secretary of State 
on or about August 16, 1945. Prior to that time, the 
present corporation, also named The Chemical Founda- 
tion, Incorporated, was organized under the Membership 
Corporations Law of the State of New York. 


- 


a ¢ 
ee 
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By bill of sale, dated the 30th day of June, 1945 the 
Delaware corporation sold and transferred all of its as- 
sets, including trademarks, to the New York corporation. 
No specific listing of such assets or trademarks was in- 
cluded in this bill of sale. No specific assignment of any 
trademarks including Registration No. 85,539 ‘‘Zeiss’’, 
from the Delaware corporation to the New York corpora- 
tion was ever made or recorded. 


When this registration was assigned to the Attorney 
General in October, 1950, the record title was in the Dela- 
ware Corporation. Since the officers of that corporation 
were still active, as officers in the New York corporation, 
the instrument was executed by the Delaware corporation. 
If this procedure was technically incorrect, we stand 
ready to execute any instruments you may desire to 
remedy the situation. 


For your further information we enclose herewith a 


duplicate original of the Bill of Sale from the Delaware 
corporation to the New York corporation, dated 
71 June 30, 1945. Additionally, the following quota- 
tion is taken from the minutes of a Special Meeting 
of the Board of Directors of the New York corporation, 
held on February 27, 1951. 


“Mr. Foley reported that a request had been re- 
ceived from the Office of Alien Property, Department 
of Justice, for the assignment of the following trade- 
marks to the Attorney General of the United States 
of America: 


Tradc-Mark No. Original Registrant Description of Goods 


40,140 The Firm of Carl Zeiss Lens Instruments. 

62,340 The Firm of Carl Zeiss Measuring and Scientific 
Optical Apparatus, 
Appliances and Instru- 
ments. 

85,539 Carl Zeiss Certain Optical Goods. 


‘“‘Mr. Foley stated that the Office of Alien Property 
desired to have the title to these three trade-marks 
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rest in the American firm Carl Zeiss, Inc., 485 Fifth 
Avenue, New York, N. Y. whose stock is 100% vested 
by the United States Government; that he had in- 
formed the Alien Property Custodian’s office that 
this corporation preferred to transfer title to these 
trade-marks to a government representative rather 
than to the company itself, even though the govern- 
ment had title to all of the stock of the company; that 
‘although these trade-marks were not specifically 
transferred by The Chemical Foundation (Delaware) 
to The Chemical Foundation (New York), and there- 
fore the records of the U.S. Patent Office show their 
ownership technically in the Delaware corporation; 
nevertheless, the Delaware corporation in its Bill of 
Sale, dated June 30, 1945, to the New York corpora- 
tion transferred all of its assets which included the 
‘rights in these trade-marks; and that he, on behalf 
of the Delaware corporation, had executed an assign- 
ment dated October 20, 1950 of these three trade- 
marks to the Attorney General of the United States. 
-**Upon motion regularly made, seconded and carried, 
it was 


‘‘RESOLVED, That the action of the Treasurer in 

executing the assignment of the trade-marks Nos. 

40,140; 62,340 and 85,539 to the Attorney General of 

the United States is hereby approved and ratified.’’ 

If there is anything further you wish, please communi- 
cate with us. 


Very truly yours, 


THK CHEMICAL FOUNDATION, 
INCORPORATED 


/s/ John J. Foley 
Treasurer and General Manager. 
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Exhibit E 


HIRSCH SHALLECK & KRAKOWER 
19 East 53rd Street 
New York 22, N. Y. 


Praza 9-2214 
June 19, 1950 


C. Gordon Lamude, Esq. 
Manager, New York Office 
Office of Alien Property 
U.S. Department of Justice 
120 Broadway 

New York 5, N. Y. 


Re: Carl Zeiss, Inc. 
Dear Mr. Lamude: 


This letter will confirm the matter stated by the under- 
signed in our discussion held in your office on May 23, 
1950. 


We represent Steelmasters, Inc., a New York corpora- 
tion, whose address is 1225 Broadway, New York 1, N. Y., 
which has contracts with VVB Mechanik, Dresden, Ger- 
many, Zeiss Ikon and Carl Zeiss, Jena, Germany, for the 
sole and exclusive importation and sale of the latters’ 
cameras, photographic and optical equipment in the 
United States. We also represent Ercona Camera Corp., 
a New York corporation, whose address is 527 Fifth Ave- 
nue, New York 17, N. Y., which has been appointed by 
Steelmasters, Inc. as sole distributor in the United States 
for all such products so purchased and imported. 
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The following data comprises the full listing of the 
officers, directors and stockholders of both mentioned cor- 
porations: 


Officers 


Steelmasters, Inc. 
Joseph Block, President 
Arthur Scholder, Vice President 
Irving Block, Secretary and Treasurer 


Directors Stockholders 
Joseph Block Joseph Block—33 1/3 % 
Irving Block Irving Block—33 1/3 % 
Dorothy Block Dorothy Block—33 1/3 % 
74 
Officers 


Ercona Camera Corp. 
Joseph Block, President 
Arthur Scholder, Vice President 
David Harris, Secretary 
Charles H. Frank, Jr., Treasurer 


Directors Stockholders 
Joseph Block Joseph Block 
David Harris Arthur Scholder 
Charles H. Frank, Jr. David Harris 
Irving Block Charles H. Frank, Jr. 


Irving Block 
Dorothy Block 
Alson & Brown 
Henry Jaffee 
Seymour Goldman 


All of the above-named officers, directors and stockholders 
of said corporations are of full age and are native-born 
citizens of the United States except Jacob Alson, a mem- 
ber of the firm of Alson and Brown. This firm owns two 


v 
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shares of Ercona Camera Corp., representing 2% of the 
outstanding shares. Mr. Jacob Alson was born in Poland, 
but through his father’s naturalization on March 21, 1911, 
has been a citizen of the United States for many years. 


In addition to the exclusive contracts hereinabove men- 
tioned, various assignments of trade-marks owned, and 
registered in the United States Patent Office, by the Ger- 
man corporations, which trade-marks have been the sub- 
ject of Vesting Orders of vour office, were made to Steel- 
masters, Ine. Photostatic copies of these original con- 
tracts with English translations, and the assignments 
will be displayed to you and copies thereof will be fur- 
nished to you on your request. 


In conformity with our discussion and with this letter, 
Steelmasters, Inc. is seriously interested in acquiring, and 
hereby offers to purchase, the trade-marks of Carl Zeiss, 
Yena and Carl Zeiss Ikon vested by your office and, alter- 
natively, in acquiring by purchase Carl Zeiss, Ine., New 
York, from you, whichever will more appropriately fulfill 
the purpose of such acquisition, upon a mutually agreed- 
upon basis. 


I would appreciate your advice in the premises as I 
should like to arrange a meeting between us and an of- 
ficer of the New York corporations further to discuss 
this matter and to initiate negotiations. 


Sincerely yours, 


/s/ Milton Shalleck 
MILTON SHALLECK 
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75 Exhibit F 
Copy 
Law Offices 
Scholder and Levande 


60 East 42nd Street 
New York 17, N. Y. 


June 28, 1954 


Treasury Department 
Bureau of Customs 
Internal Revenue Building 
Washington, D.C. 

Attn: Mr. Long 


Gentlemen: 


Pursuant to our request for an opinion as to the rights 
of our clients, Ercona Camera Corp. and Steelmasters, 
Ine. of New York City, by letters dated April lst and 
May 7th, 1954 to import merchandise from Germany 
bearinng the true firm name of the German manufac- 
turer, we were advised by letter dated June 3, 1953 con- 
firming a prior telephone advice that such firm name 
usage would be permitted only in connection with the 
qualifying legend: “NOT ASSOCIATED WITH CARL 
ZEISS, INC.” This opinion was difficult to understand 
for the reasons set forth herein and we were then ad- 
vised that the matter might best be further discussed 
with Mr. Long in your Washington office. 


On June 22, 1954 the undersigned had a personal con- 
ference with Mr. Long generally reviewing this matter to 
date and brought to his attention a number of facts that 
apparently either were not before your Bureau at the 
time the opinion referred to above was rendered or, in 
any event, had not been specifically called to your atten- 
tion. 
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The trade-mark that has been recorded with you and 
the cause of this inquiry is the Zeiss mark no. 85539 
originally registered February 20, 1912. This is presently 
owned by the Attorney General of the United States and 
specifically is not owned by Carl Zeiss, Inc., a New York 
corporation (that firm merely has a revocable license to 
the use of that mark). This mark was seized by the Alien 
Property Custodian in 1919 and in that year assigned by 
him to the Chemical Foundation with a further seizure in 
1921. The trade-mark was renewed by the Chemical 
Foundation and then assigned by it to the Attorney Gen- 
eral on October 30, 1950 (Liber H193, Page 289) and was 

thereafter renewed by him. 


16 So far as we can determine there was never any 


seizure made by the Attorney General of the rights 
which VEB Carl Zeiss Jena had in the good will of its 
business in the United States excepting possibly what had 
occurred in 1919 and in 1921. 


We had called your attention to the fact that VEB 
Carl Zeiss Jena was in existence many many years before 
the formation of Carl Zeiss, Inc. The case of Metz, Inc. 
v. Blackman (275 N. Y. Supp. 407-1934) contains language 
of considerable interest citing authority with regard to 
the effect of the vesting of a trade-mark and transfer of 
the Chemical Foundation on a trade-mark. Additional 
eases dealing with the results of vesting orders could be 
furnished to you. However, the only vesting order that 
we are possibly involved with existed back in 1921 and 
in no way affects the good will, rights and competitive 
position that VEB Carl Zeiss Jena had long before Carl 
Zeiss, Inc. was formed and which at the very least have 
continued to exist, from that last date to the present. 


Our clients are presently the American agents for the 
products of VEB Carl Zeiss, Jena, a firm that has been 
exporting its products to the United States for more than 
50 years and particularly did continue to send these prod- 
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ucts into the American market continuously except for 
the period of the World Wars. There can be no question 
that this firm has developed a considerable amount of 
good will for its products in the United States and such 
good will exists to a substantial extent at this time. 


H{owever, it is our position that the mere honest use 
of the German manufacturers firm name is not trade- 
mark usage as such. The long history of this firm’s ac- 
tivities in the United States is well known and it should 
be allowed to continue to trade and use its highly re- 
garded name unqualifiedly. The mere use of this old 
firms name on merchandise it has traditionally exported 
to the United States should not be deemed an unfair com- 
petitive practice. It would seem that if such usage could 
result in unfairness the qualifying phrase or distinguish- 
ing! use of a name should be demanded of the compara- 
tive newcomer Carl Zeiss, Ine. 


May we suggest you review this matter again particu- 
larly with regard to our present request for an opinion 
that our clients can import merchandise bearing the Ger- 
man firms name referred to without the use of any quali- 

fying or limiting legend. 


ra The importance of a final opinion promptly to 

permit proper instructions to the factory for mark- 
ing cannot be over-emphasized. Your cooperation would 
be greatly appreciated. 


Very truly yours, 
SCHOLDER & LEVANDE 
By /s/ Paul Levande 


Paul Levande 
PL:ms 





«>: 
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78 Exhibit G 


TREASURY DEPARTMENT 
Bureau of Customs 
Washington 25 


September 14, 1951 


On June 28, 1951, in accordance with the provisions of 
section 11.15, Customs Regulations of 1943, the trade- 
mark “ZEISS,” registration No. 85,539, registered Feb- 
ruary 20, 1912, under the Trade-Mark Act of 1905, by 
Carl Zeiss of Jena, Germany, renewed January 26, 1932, 
which trade-mark is applied to cameras, optical goods, 
etc., in Class 26, was recorded with the Treasury Depart- 
ment by the Attorney General of the United States, the 
owner of the trade-mark. 


The objectors state that the recordation should not be 
accepted by the Bureau of Customs on the grounds that: 


1. The Attorney General has no right to record a 
trade-mark, and 


2. The mark “Zeiss” as now owned by the Attorney 
General is not entitled to the protection afforded 
by the Trade Mark Act. 


In support of the first contention, the objectors quote 
excerpts from the tariff act and the trade-mark act as 
follow: 


That it shall be unlawful to import into the United 
States any merchandise of foreign manufacture if 
such merchandise . . . bears a trademark owned ) y 
a citizen of or by a corporation or association created 
or organized within the United States. ... (Sec. 526 
(a), Tariff Act of 1930, 19 USC 1526 (a)). 

. Any domestic manufacturer or trader, ... may 
require his name and residence. . . and a copy of the 
Certificate of Registration of his trademark... to 
be recorded in books which shall be kept for this 





* Names of opposers deleted. 
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purpose in the Department of the Treatury. .. (Sec- 
tion 42, Trade-Mark Act of 1946, 15 USC 1124). 


The objectors claim that neither the Attorney General 
of the United States nor the Office of the Ailen Property 
Custodian can be included in any of these definite terms, 
which were underscored as above by the objectors, and 
that the law seems to indicate very clearly that the privi- 
lege of recording trade-marks with the Treasury Depart- 
ment is offered only to definitely described individuals or 
business corporations and not to the United States or its 
officers. 


79 In answer to this contention, the Bureau believes 

that section 42 of the Trade-Mark Act must be con- 
sidered in its entirety, and for this reason it is quoted 
at this point. 


Section 42. Importation of goods bearing infringing 
marks or names forbidden 


That no article of imported merchandise which 
shall copy or simulate the name of the (sic) any 
domestic manufacture, or manufacturer, or trader, or 
of any manufacturer or trader located in any foreign 
country which, by treaty, convention, or law affords 
similar privileges to citizens of the United States, or 
which shall copy or simulate a trade-mark registered 
in accordance with the provisions of this Act or shall 
bear a name or mark calculated to induce the public 
to believe that the article is manufactured in the 
United States, or that it is manufactured in any 
foreign country or locality other than the country or 
locality in which it is in fact manufactured, shall be 
admitted to entry at any customhouse of the United 
States; and, in order to atd the officers of the cus- 
toms in enforcing this prohibition, any domestic 
manufacturer or trader, and any foreign manufac- 
turer or trader, who is entitled under the provisions 
of a treaty, convention, declaration, or agreement 
between the United States and any foreign country 
to the advantages afforded by law to citizens of the 
United States in respect to trade-marks and commer. 
cial names, may require his name and residence, and 


73 A 


the name of the locality in which his goods are manu- 
factured, and a copy of the certificate of registration 
of his trade-mark, issued in accordance with the pro- 
visions of this Act, to be recorded m books which 
shall be kept for this purpose in the Department of 
the Treasury, under such regulations as the Secre- 
tary of the Treasury shall prescribe, and may fur- 
nish to the Department facsimiles of his name, the 
name of the locality in which his goods are manufac- 
tured, or of his registered trade-mark, and thereupon 
the Secretary of the Treasury shall cause one or 
more copies of the same to be transmitted to each 
collector or other proper officer of customs, (15 
U.S.C. 1124). (Underscoring added.) 


Section 42, as set forth above, is the same as section 27 
of the Act of February 20, 1905, C 592, 33 Stat. 730, un- 
der which act the trade-mark “Zeiss” was registered with 
the Patent Office. Section 46(a) of the Trade-Mark Act 
of 1946 repealed only those parts of previous acts that 


were inconsistent with the 1946 act. (15 U.S.C. 1051 
note.) 


The Bureau has underscored the portions of this sec- 
tion which it believes to be essential in considering 

80 the objectors’ contention. The underscored matter 
clearly states that “no article of imported mer- 
chandise . .. which shall copy or simulate a trade-mark 
registered in accordance with the provisions of this Act 
. shall be admitted to entry at any customhouse of 
the United States; and, in order to aid the officers of the 
customs in enforcing this prohibition, any domestic manu- 
facturer or trader . .. may require his name and resi- 
dence . . . to be recorded in books which shall be kept 
for this purpose in the Department of the Treasury... .” 


It is the Bureau’s interpretation of this section that 
the Congress clearly intended that articles copying or 
simulating a trade-mark registered under the Trade-Mark 
Act of 1905 or 1946 (Principal Register) should be denied 
importation and that, in order to aid the officers of the 














4A 


customs in enforcing this prohibition, the Congress pro- 
vided that any domestic manufacturer or trader could 
record his trade-mark with the Treasury Department. 
When the Congress provided for the vesting of enemy 
property in the Alien Property Custodian, now the At- 
torney General, it provided in section 7(¢) of the Trad- 
ing with the Enemy Act (50 U.S.C., App. 7(c)) that un- 
der the direction of the President this right should ex- 
tend to: 


“any money or other property including .. . patents, 
copyrights, applications therefor, and rights to apply 
for the same, trade-marks, choses in action, and 
rights and claims of every character and description 
owing or belonging to or held for, by, on account of, 
or on behalf of, or for the benefit of, an enemy or 
ally of enemy... .” 


Authority for the exercise of these powers has been 
delegated to the Alien Property Custodian and_ trans- 
ferred to the Attorney General as his successor by vari- 
ous Executive orders. Paragraph 2 of Executive Order 
9095, March 11, 1942 (7 F.R. 1971) as amended by Ex- 
ecutive Orders 9193, July 6, 1942 (7 FR. 5205), and 9567, 
June 8, 1945 (10 F.R. 6917) provides in part: 


“The Alien Property Custodian is authorized and 
empowered to take such action as he deems neces- 
sary in the national interest, including, but not lim- 
ited to, the power to direct, manage, supervise, con- 
trol or vest, with respect to: 


‘(d) Any patent, patent application, design patent, 
design patent application, copyright, copyright ap- 
pheation, trade-mark or trade-mark application or 
right related thereto in which any foreign country 
or national thereof has any interest and any prop- 
erty of any nature whatsoever (including, without 

limitation, royalties and license fees) payable 
81 or held with respect thereto, and any interest 

of any nature whatsoever held therein by any 
foreign country or national thereof ;” 


75 A 


That the Congress in enacting the Trading with the 
Enemy Act intended that property vested under this Act 
in the Alien Property Custodian should carry all the 
attributes of ownership possessed by an absolute owner 
is indicated in section 12 of the said Act (50 U.S.C., App. 
12) which describes the attributes of ownership to be 
exercised by the Alien Property Custodian, now the At- 
torney General, over property held by him as follows: 


“The alien property custodian shall be vested with 
all of the powers of a common-law trustee in respect 
of all property, other than money, which has been 
or shall be, or which has been or shall be required 
to be, conveyed, transferred, assigned, delivered, or 
paid over to him in pursuance of the provisions of 
this Act, and, in addition thereto, . . . shall have 
power to manage such property and do any act or 
things in respect thereof or make any disposition 
thereof or of any part thereof, by sale or otherwise, 
and exercise any rights or powers which may be or 
become appurtenant thereto or to the ownership 
thereof in like manner as though he were the abso- 
lute owner thereof :” 


This express authority to exercise the normal incidents 
of property seized or acquired would entitle the Attor- 
ney General to record the trade-mark under section 42 
of the Trade-Mark Act of 1946 as a necessary activity 
carried on under the Trading with the Enemy Act and to 
receive the protection afforded by such recording. 


The Attorney General owns the entire stock of Carl 
Zeiss, Inc., a New York corporation which is engaged in 
importing and trading. This company has been granted 
an exclusive license to use the trade-mark “Zeiss”? by the 
Attorney General subject to restrictions which will in- 
sure control of the mark by the Attorney General and 
prevent deception in its use. Carl Zeiss, Inc., therefore, 
is a “related company” within the meaning of this term 
as defined in section 45 of the Trade-Mark Act of 1946 
(15 U.S.C, 1127). 
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Section 5 of the Trade-Mark Act of 1946 (15 U.S.C. 
1055), provides that “where a registered mark or a mark 
sought to be registered is or may be used legitimately 
by related companies, such use shall inure to the benefit 
of the registrant or applicant for registration, and such 
use shall not affeet the validity of such mark or of its 
registration, provided) sueh mark is not used in such 
manner as to deceive the public.” 


Carl Zeiss, Inc., is a trader and a related company to 
the Attorney General. Under section 5, supra, the 

S2 acts of said corporation as a trader inure to the 
benefit of the Attorney General. He acquires, ac- 
cordingly, for purposes of that Act and in respect of the 
trade-mark, the status which would have resulted had 
he imported the goods and sold under the mark directly. 


For these reasons, the objectors’ first argument, that 
the Attorney General has no right to record a trade-mark 
with the Treasury Department, cannot be accepted by 
the Bureau. 


The Bureau has noted the objectors’ reference to T.D. 
d0877 in which the Bureau ruled that the provisions of 
section 27 of the TradeMark Act of February 20, 1905, 
and the regulations thereunder are not applicable to mer- 
chandise imported by or for the use of the Government. 
The objectors claim that the Bureau of Customs should 
not permit a governmental agency to seek to protect 
itself by the provisions of the applicable trade-mark act 
in one instance (such as the protection the Attorney 
General seeks by recordation) and in the other, deter- 
mine that the regulations are not applicable to the acts 
of the Government. 


In the case covered by T.D. 50877, the question did 
not arise as to whether a Government agency could 
record a trade-mark with the Treasury Department that 
had been registered with the Patent Office, and, conse- 


iy 


~ 
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quently, that decision is not a precedent to be followed 
in the instant case. 


The remainder of the objectors’ memorandum is de- 
voted to its second point; namely, that the mark “Zeiss” 
as now owned by the Attorney Gencral is not entitled 
to the protection afforded by the trade-mark act. The 
Bureau has no jurisdiction to decide this question, and 
the objectors must apply to the Patent Office or the courts 
for a ruling upon this point. 


For the above-stated reasons, the recordation of the 
trade-mark “Zeiss” shall remain in effect. 


Very truly yours, 


/3/ D. B. Strubinger 
Acting Commissioner 
of Customs 


* * * * 


83 Filed May 29, 1956 Harry M. Hull, Clerk 


ORDER DENYING MOTION FOR 
SUMMARY JUDGMENT 


This cause came on to be heard on the motion of plain- 
tiffs for summary judgment. 


It is ordered this 29th day of May, 1956 that plaintiffs’ 
motion for summary judgment herein be and hereby is 


denied. 
/s/_ F. Dickinson Letts 
United States District Judge 


I hereby certify that on the 23rd day of May, 1956 I 
mailed a copy of this Order to Harry Rand, attorney for 
the plaintiffs. 

/s/ Westley W. Silvian 
Westley W. Silvian 
Attorney for Defendants. 
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S+ Filed May 31, 1956 Harry M. Hull, Clerk 


SUPPLEMENTAL AFFIDAVITS ON 
BEHALE OF PLAINTIFFS 


There are herewith filed, in further support of plain- 
tiffs’ Motion For a Preliminary Injunction, and in re- 
sponse to the affidavits filed by defendants on May 18, 
1956, the following supplemental affidavits: 


lL. Affidavit of Charles H. Frank Jr., sworn to on 
May 25, 1956 (to which are appended exhibits “A” 
to “EF”, inclusive). 


. Affidavit of Aron M. Mathieu, sworn to on May 28, 
1956. 
3. Affidavit of Fred Knoop, sworn to on May 28, 1956. 
/s/_ Harry I. Rand 
Harry I. Rand 
Attorney for Plaintiffs 


CERTIFICATE OF SERVICE 


I certify that copies of the foregoing affidavits were 
delivered to the office of Westley W. Silvian, Esq., attor- 
ney for defendants, HOLC Building, lst Street and Indi- 
ana Avenue, N. W., Washington, D.C. on May 31, 1956. 


/s/_ Harry I. Rand 
Harry I. Rand 
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85 Filed May 31, 1956 Harry M. Hull, Clerk 
AFFIDAVIT OF CIIARLES TL. FRANK, JR. 


STATE OF NEW YORK ) 
COUNTY OF NEW YORK _ )- ss.: 


CHARLES H. FRANK being duly sworn deposes and 
says: 


1. [ am the Vice President of Ereona Camera Corp., 
one of the plaintiffs in this action, 


2. [ am making this affidavit in further support of the 
motion heretofore filed by plaintiffs for a preliminary 
injunction pending the final determination of this action. 


3. On May 18, 1956, defendants filed in this action an 
affidavit of Karl A. Bauer (President of Carl Zeiss, Ine., 
of New York), sworn to on that day, and a Memorandum 
of Points and Authorities in Opposition to Plaintiff’s 
Motion for Temporary Injunction and Summary Judg- 
ment. (I was able to read this affidavit and memorandum 
only on May 22, 1956.) It is suggested by defendants in 

these documents that the “Zeiss” trade-marked 
86 goods produced by Carl Zeiss, of Jena, Germany, 

which defendants are now barring plaintiffs from 
importing and selling in the United States, are not 
genuine but rather spurious goods. This affidavit is 
directed to that suggestion. 


4. Since 1950, in the regular course of our business, 
I have visited numerous retail stores in the United 
States engaged in the sale of “Zeiss” trade-marked goods. 
During the period from 1950 to 1953, [ have personally 
observed a large quantity of photographie equipment in 
these stores, which had been purchased from Carl Zeiss, 
Ine. of New York, in which, as component parts thereof, 
were lenses and other parts bearing the designation “Carl 
Zeiss, Jena”, which component parts I know to have been 
manufactured by Carl Zeiss, of Jena, Germany. 
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5. There is annexed hereto and made a part hereof 
(Exhibit A), a true copy of a circular, dated January 
3, 1950, which was then issued to the trade by Carl Zeiss, 
Inc. of New York, and which reads, in part, as follows: 


“Zeiss Opton is economically independent of, but 
works in harmony with Carl Zeiss, Jena... .” 


At that time, in 1950, as the circular states, “Zeiss Opton” 
was the trade name under which the West German plant 
in Oberkochen, Germany was doing business. 


6. There is annexed hereto and made a part hereof 
(Exhibit B), a true copy of a letter dated April 13, 1954, 
addressed by Carl Zeiss, Inc. of New York to Eastman 

Kodak Stores, Inc., in Detroit, Michigan, in which 
87 the New York Zeiss concern refers the Kodak con- 

cern to plaintiff Ercona for the supply of a lens 
replacement manufactured by Carl Zeiss, of Jena, Ger- 
many. Thus the New York Zeiss firm represents that 
the goods manufactured by Carl Zeiss of Jena, Germany, 
in 1954, were genuine “Zeiss” goods. 


7. There is annexed hereto and made a part hereof 
(Exhibit C) a true copy of a letter dated April 25, 1956 
addressed by Carl Zeiss, Inc. of New York to Connery’s 
Gun Shop, in Barrow, Alaska, in which the New York 
Zeiss firm refers the Alaska concern to plaintiff Ercona 
for the supply of repair parts and a new lens for a rifle- 
scope manufactured by Carl Zeiss, of Jena, Germany, 
although the purchase was originally made from Carl 
Zeiss, Inc. of New York City. Thus, the New York Zeiss 
firm represents that such goods manufactured by Carl 
Zeiss of Jena, Germany, in 1956, are genuine “Zeiss” 
goods. 


8. I am informed that during a period of some eight 
years heginning shortly after the termination of World 
War IT hostilities and continuing until 1953, the West 
German plants producing goods marked “Zeiss” were - 
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regularly purchasing lenses and other component parts 
from Carl Zeiss of Jena, Germany, and were furnishing 
products to Carl Zeiss, Inc. of New York, in which those 
East German produced parts were integral components. 
My information in this regard is based in part on con- 
versations with Dr. Hermann, head of the Department 
of Photography, Carl Zeiss, Jena, Germany, <Addition- 
ally, I was also informed by Mr. Pettig, formerly head 
of the Export Department of Carl Zeiss, Jena and Mr. 
Sandmann, formerly Director of Carl Zeiss, Jena, that 
from about 1945 until 1950 Carl Zeiss, Ine. of New York 
purchased lenses and component parts of cameras, ete. 
directly from Carl Zeiss, Jena. 


88 9. Since the termination of World War II, and 
up to about 1953, Carl Zeiss of New York has 
recognized and represented that goods manufactured by 
Carl Zeiss, Jena are genuine goods. This recognition and 
representation is based upon the following: During the 
aforesaid period, dealers in photographic equipment and 
cameras were selling 35mm Contax Cameras, Models “S” 
and Models ITA and IITA. Model “S’” was the item pro- 
duced by Zeiss Ikon of Dresden (East Germany), and 
Models ITA and IITA were produced by Zeiss Ikon of 
Stuttgart (West Germany). The ITA and ILIA Contax 
Cameras, although produced by Zeiss Ikon, Stuttgart 
(West Germany), were nevertheless equipped in the 
majority of cases with lenses manufactured by Carl 
Zeiss, Jena with “Carl Zeiss Jena’ engraved thereon. 


10. Annexed hereto is Exhibit D which is an adver- 
tisement that appeared in one of the trade magazines in 
1950 or thereabouts advertising cameras known in the 
trade as Model “S” (manufactured by Zeiss Ikon, Dres- 
den (East Germany), and Model ITA manufactured by 
Zeiss Ikon, Stuttgart (West Germany). Model “S” 
equipped with lenses as aforesaid was purchased by the 
dealer (whose name appears in the Exhibit) from Erecona 
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and Model ITA was purchased from Carl Zeiss, Inc. of 
New York. 


11. Annexed hereto and marked Exhibit E' is a 
circular issued by Carl Zeiss, Inc. of New York to the 
trade illustrating a Contax ITA Camera—1950 Model. 
These models as above stated, were all equipped with 
lenses manufactured by Carl Zeiss, Jena, and so engraved 
thereon. The circular here listed as Exhibit I? adver- 

tises an item described as “Universal View Finder”. 
$9 This item was completely manufactured by Carl 

Zeiss, Jena, and, as will be noted from the circular 
was offered for sale by Carl Zeiss, Inc. of New York. 


12. There is also annexed hereto Exhibit Ff which is a 
price list that was circulated through the trade by Carl 
Zeiss, Inc. of New York, effective August Ist, 1950, 
wherein reference is again made to Contax ITA Cameras 
and accessories. As previously stated, these cameras were 
equipped with lenses manufactured by Carl Zeiss, Jena, 
and additionally, many lenses offered to the trade as 
contained in the said exhibit were manufactured by Carl 
Zeiss, Jena, and were offered for sale and sold by Carl 
Zeiss, Inc. of New York. 


13. In April, 1950, a magazine of general circulation 
among persons interested in’ photography and among 
dealers and traders in photographic equipment, supplies, 
parts, ete. then and presently known as “Modern Pho- 
tography” published an article contained in that issue 
from which the following quotation is submitted, It is to 
be noted that the article quotes Mr. K. A. Bauer with 
respect to the two companies, to wit: Zeiss Opton and 
Carl Zeiss, Jena. Tam informed that the said quotation 
contains an extract from a letter which the magazine, 
(“Modern Photography”) received from Carl Zeiss, Ine. 
of New York over the signature of Mr. K. A. Bauer. The 
said quotation is as follows: 


“Speaking in behalf of Carl Zeiss, Ine, New York 
firm operated under the Alien) Property Custodian, 
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Mr. K. A. Bauer writes: “Although the confusion 
created by the use of the names ‘Contax’ and ‘Zeiss 
Ikon’ for the other camera (Contax ‘S’) is disturb- 
ing, we would prefer that the Contax ‘S’ be a suc- 
cess rather than otherwise. If it is bad, it will harm 
the name “Zeiss Ikon” and “Contax”. [f it is good, 
it will merely be another competitive product on the 
market. The camera is absolutely different in con- 

struction from the Contax ITA which we sell.” 
90 Bauer continued: “In reference to the press 

release distributed in regard to the Contax ‘S’, 
our answer is as follows: 


“To say ‘that the Contax ‘S’ marks the first im- 
provement in Zeiss camera design in 15 years’ is 
untrue. There is no ‘Zeiss camera design’. When 
you say ‘Zeiss’ it means ‘Carl Zeiss, Jena’ or ‘Zeiss 
Opton’ two firms making optical instruments includ- 
ing photographic lenses.” 

14. The foregoing facts should sufficiently dispose of 
the defendant’s contention regarding the spuriousness of 
the merchandise manufactured by Carl Zeiss, Jena. 


/s/ Charles H. Frank, Jr. 
Charles H. Frank, Jr. 


Subscribed and sworn to before me this 25th day of May, 
1956. 
/3s/ Gerard Mandelbaum 
Notary Public 


Gerard Mandelbaum, Notary Public, State of New York, 
No. 03-2567338, Qualified in Bronx County. Cert. filed 
with New York County Clerk. Term expires March 30, 
1957. 
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9] Bahtbit “A” (1) 


CARL ZEISS, Ine. 
485 Fifth Avenue 
New York 


We have frequently been asked to explain the present 
setup of the various organizations bearing the name of 
ZAKISS. 

CARL ZEISS, JENA, founded in 1846 and with the 
Jena Glassworks is part of the Carl Zeiss Foundation. 
Toward the end of the war (spring 1945) the American 
Army first occupied the town of Jena. After about two 
months it withdrew to let the Russians come in, and thus 
the town of Jena is now located in the Russian Zone of 
occupation. The Carl Zeiss factory was dismantled in 
1946, but was subsequently built up again, and manufac- 
tures optical instruments i.e. photographic lenses, prism 
binoculars, microscopes, optical measuring and testing 
instruments, surveying instruments, ophthalmological in- 
struments, spectacle lenses ete, of highest quality. 


ZEISS OPTON. When withdrawing from Jena, the 
American forces took with them from the Jena works to 
the American Zone of occupation in southern Germany 
a trainload of equipment and a large force of managers, 
mechanical engineers and technicians. In the town of 
Oberkochen near Heidenheim the Jena men found large 
modern factory buildings where they started manufac- 
turing under the name of Zeiss Opton. Many skilled 
workmen and precision mechanics who had fled from 
Jena, in the Russian Zone, swelled the force of trained 
men and now this factory employs more than 1,500 
people. Zeiss Opton is economically independent of but 
works in harmony with Carl Zeiss, Jena. They produce 
in. the best Zeiss tradition photographic lenses, spectacle 
lenses, and a great variety of optical instrument of su- 
preme quality. 
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ZEISS IKON, This corporation, a merger of the old 
famous firms of Jea, Goerz, Ernemann and Contessa had 
factories at Dresden, Stuttgart and Berlin where they 
made cameras, film, movie projectors and lantern slide 
projectors ete. When the Dresden factory in the Russian 
Zone was dismantled by the Russians, the legal seat of 

the Zeiss [kon company was transferred by ma- 
92 jority vote of the stockholders to Stuttgart in the 

American Zone. Here a foree of about 1,600 are 
building the Nettar, [konta and Super I[konta and the 
Contax cameras, while the [koflex models are being pro- 
duced in the Berlin factory of Zeiss Ikon in the American 
Sector of Berlin. 


In the building of the dismantled Dresden factory 
in the Russian Zone some manufacturing was re- 
sumed on a small scale by “Mechanik Association of 
Industries owned by the People.” The camera which 
is now made in the Russian Zone and marketed under 


the name Contar-S is NOT a Zeiss [kon product. 


Zeiss Ikon, Stuttgart in the American Zone produce the 
“CONTAX IL A”, which is the 1950 edition of the famous 
Contax II model but with many improvements. 

CARL ZEISS, INC., New York. 
January 3rd 1950. 
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93 Exhilnt “B” 
CARL ZEISS, INC. 
485 Fifth Avenue : 
At 41st Street - Opposite Public Library = 
New York . 
OrTicaL INSTRUMENTS 
Rinoculars - Telescopes 
Photographic Lenses r 
Microscopes 
Photomicrographic and 
By 


Prejection Apparatus 

Punktal Spectacle Lenses 

Refractometers - Npectroacopes 

Polariscopes - Interferometers + 

Surveying Inatrumenta 

Opto- Medical Instruments 

Precision Gauging Tvola x 
and Inatruments 


In Reply Refer to 
AFG/ho : 
Photographic Cameras 
and & 
Acceasorica | 
April 13, 1954 ; 
Eastman Kodak Stores, Ine. 
1055 Wayne 
Detroit 26, Mich. 
Attn.: Mr. Jack L. Packer. * 
Dear Sir: Re: Tessar lens f. 4.5/300 mm, on 
Repair Order #2806 “ 


Thank you for your letter of April 7, 1954, advising 
that Mr. Page has given his o.k. to proceed with the work ; 
as outlined in our letter of April 2, 1954. Therefore, we 
were just 2bout to start and unscrewed the lens cells from 
the shutter, when we noticed that the back cell is not only : 
decemented but there is also a little chip on the edge of 
the back cell. If we would endeavor to remove the glass 


cell the chip surely will fall out. We are quite certain e 
that only a new back element would make this Tessar 
again a perfect lens. We cannot furnish a new back ele- 

@ 


ment. This lens is one made by Carl Zeiss, Jena, located 
in the Russian zone of Germany and we do not deal with 
this factory. The agent for Carl Zeiss, Jena, is Ercona = 
Corporation, 527 Fifth Ave., New York City. If the lens 
is turned over to them we believe Ercona will send it to 





87 A 


Jena for replacement of the back element. If the back 
element of this lens can be replaced by the factory at 
Jena is not certain. It depends whether the glass of the 
original melt of which this lens was made is still avail- 
able. Sometimes it is, sometimes it is not. We suggest 
that you ask Ercona whether it would be possible to re- 
place the back element of Tessar 4.5 300 mm Nr. 2607896. 
Ercona will then write to Jena asking that question, If 
the answer is in the affirmative the lens could be sent to 
Ercona. In the meantime shall we hold the lens here or 
return it to you? 

Yours very truly 

CARL ZEISS, INC. 


/s/ Gluck 


Please Address All Communications to the Firm — Not to Individuals 


94 Exhibit “C” 


CARL ZEISS, INC. 
485 Fifth Avenue 
At 41st Street - Opposite Public Library 
New York 
OPTICAL INSTRUMENTS 
Binoculars - Telescopes 
Photographic Lenses 
Microscopes 
Photomicrographic and 
Projection Apparatus 
Punktal Spectacle Lenses 
Refractometers - Spectroscopes 
Polariscopes - Interferometers 
Surveying Instruments 
Opto-Medical Instruments 
Precision Gauging Tools 


and Instruments 
In Reply Refer to 


WK/b 
Photographic Cameras 
and 


Accessories 


Connery’s Gun Shop April 25th, 1956 


Barrow, Alaska 
Attn: J. F. Connery 


Gentlemen: 

We just received your letter of April 19th concerning 
your Carl Zeiss, Jena Zielklein riflescope #81443 which 
needs repair and a new front lens. 
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Much to our regret we have to inform you that we no 
longer represent Carl Zeiss, Jena whose factory is now 
in the Russian zone. We have no repair parts for your 
instrument and suggest that you inquire at the Ercona 
Corp., 551 Fifth Avenue, New York, N. Y. They may be 
able to repair your scope and at the same time supply a 
new front lens. 


Regretting our inability to be of service to you, we are 


Yours very truly, 
CARL ZEISS, INC. 
/s/ W. G. Kramer 


Please Address All Communications to the Firm — Not to Individuals 


Barrow, Alaska 
May Sth, 1956 
Ercona Corp. 
Wa katy Decks 


Gentlemen: In reference to the above, I have a scope in 
very sad condition, but it goes with a real super twin 
trigger Mauser Commercial Model in a 30-06. I would 
like to send it to you and get an estimate as to the cost 
of repairing same. It needs screws, a new lens, and also 
a new Gauge for adjusting it. Please advise if you can 
undertake this little job of work. Many Thanks, Stamp 
inclosed. 
Sincerely yours, 


/s/ John F. Connery 
John F. Connery from (Bar- 
row the “Top of the World” 
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This new Contaz comere is manufactured by Zeiss Ikon 
A. G, at Stuttgart, in the U.S. Zone of Germany for which the camera is . The self-timer permits 
distinction it is engraved with the word Stuttgart. setting for 3, 6, 9 end 12 seconds deley. The tripod 
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LIST WITH CASE 


"Sot ih ome Soom OB ICES VOID 


Contax WA with Tessar £/3.5 - 50mm $292.00 $304.00 
Evereedy carrying case $ 12.00 
For sale through photographic deelers only. See next pege for accessories. 





CARL ZEISS, INC. « 485 FIFTH AVENUE + NEW YORK 17, NY, 
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RETAIL PRICES OF 
CONTAX IA CAMERAS AND ACCESSORIES 


PRICES 
INCL. EXCISE TAX 
Contes IIA with Sonner §/2, 50mm 
Contes IIA with Sonner §/1.5, 50mm 
Contex IIA with Tesser £/3.5, SOmm 


Coatexz Lenses in beyonce? mount, coated 
Sonner §/2, SOmm for Contes Il end IIA 
Sonner §/1.5, SOmm for Contes II and IIA 
Tesser £/3.5, SOmm for Contex Il and IIA 
Sonner §/2, 85mm for Contex Il and IIA 
Sonner §/4, 135mm for Contes Il end IIA 
Biogon £/2.8, 35mm for Contes II only 


Biogon for Contex 11A, will be available later. 


Prexzer_ close-up Lenses 42mm diameter, slip-on mount 
1242 (1 diopter, for 40 to 20 inches) 
2242 (2 diopter, for 20 to 12 inches) 


Coatez IIA Filters for Soaner Lenses SO0mm and 135mm 


Serew-in mount 40.5 mm 
Dureble filters, mede of optical gless colored in the mess. 


R 8x = (elso in 42mm slip-on mount) 
Polerizing filter for lenses of 42mm outside diameter 


Lens Shedes for Sonnar Lenses 50mm cad 135mm 


Screw-in mount 40.5mm. May be used direct or in combination 
with screw-in filters 40.5mm 


Universe! View Finder 


Contex flesh cable attechment 

Cable release, with locking device 
Eveready case for Contex IiA 

Neck strep with snep lock for Contex comere, — . 
Lens cap for front 42mm diemeter 

Lens cap for reer of telephoto lenses 

Take-up spool 


4 
u 
eS 
ae 


~~] — BEST COPY AVAILABLE 


from the original bound volume 


PRICES 
INCL, TAX & CASE 
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99 Filed May 31, 1956 Harry M. Full, Clerk 


STATE OF OHIO ) 
CITY OF CINCINNATI ) ss: 


ARON M. MATHIEU, being duly sworn, deposes and 
says: 


1. [ am presently associated with the F & W Publish- 
ing Corp. of No. 22 East 12th Street, Cincinnati, Ohio. 


2. In April, 1950, [ was the founder and publisher of 
the magazine “MODERN PHOTOGRAPELY” which maga- 
zine was of general circulation among persons interested 
in photography and among dealers and traders in photo- 
graphic equipment, supplies, parts, ete. 


3. Prior to April, 1950, we received a letter from CARL 
ZEISS, INC. of No. 485 Fifth Avenue, New York City, 
New York, over the signature of Mr. K. A. BAUER, 
which [ have read, and after reading authorized its pub- 
lication in the April issue of “MODERN PHOTOGRA- 
PHY", 

4. The letter itself is no longer available, as in 
100 1950 I disposed of my interest in the said maga- 
zine, at which time I took with me a considerable 
amount of correspondence, among which was the said 
letter of Mr. K. A. BAUER, and which letter has long 
since been destroyed. I do, however, have a vivid recol- 
lection of its contents, inasmuch as before publication [ 
conferred with Mr. FRED KNOOP, our editor-in-chief, 
concerning the publication of its contents. 


5. I do hereby certify that the extract from the pub- 
lished article hereinafter set forth is in all respects a 
true and accurate quotation of a portion of the contents 
of the letter forwarded to us by Mr. BAUER. The said 
quotation is as follows: 


“Speaking in behalf of Carl Zeiss, Inc., the New 
York firm operated under the Alien Property Cus- 
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todian, Mr. KX. A. Bauer writes: ‘Although the con- 
fusion created by the use of the names ‘Contax’ and 
‘Zeiss [kon’ for the other camera (Contax ‘S’) is dis- 
turbing, we would prefer that the Contax ‘S’ be a 
success rather than otherwise. If it is bad, it will 
harm the name ‘Zeiss Ikon’ and ‘Contax’. If it is 
good, it will merely be another competitive product 
on the market. The camera is absolutely different in 
construction from the Contax II A which we sell.’ 

“Bauer continued: ‘In reference to the press re- 
lease distributed in regard to the Contax ‘S’, our 
answer is as follows: 


’ 


“To say that ‘the Contax ‘S’ marks the first im- 
provement in Zeiss camera design in 15 years’ is un- 
‘true. There is no ‘Zeiss camera design’. When you 
say ‘Zeiss’, it means ‘Carl Zeiss, Jena,’ or ‘Zeiss 
Opton,’ two firms making optical instruments includ- 
ing photographic lenses. ° * * ” 


/s/ Aron M. Mathieu 
Sworn to before me this 28 day of May, 1956. 
/s/ Clifford Laemmle 


Notary Public, 
Hamilton County, Ohio. 


My Commission Expires October 5, 1957. 


101 Filed May 31, 1956 Harry M. Hull, Clerk 
STATE OF OHIO ) 
CITY OF CINCINNATI  )_ ss: 

FRED KNOOP, being duly sworn, deposes and says: 


1. I am presently associated with F & W Publishing 
Corp. of 22 Fast 12th Street, Cincinnati, Ohio. 


2. In April, 1950, I was the Editor-in-Chief of the 
magazine known as “MODERN PHOTOGRAPHY”. Prior 
to April, 1950, I received a letter from CARL ZEISS, 
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INC. of No. 485 Fifth Avenue, New York City, New 
York, over the signature of Mr. K. A. BAUER, which 
letter I carefully read, and concerning which I conferred 
with Mr. ARON M. MATHIEU, the founder and _ pub- 
lisher of the said magazine, for the purpose of publish- 
ing the contents of the letter. 


3. After the conference, I ordered the preparation of 
an article for publication in our April, 1950 issue of 
“MODERN PHOTOGRAPHY”, and which article con- 
tained quotations from the said letter. 


4. I have read the affidavit of Mr. ARON M. MATIHI- 
[EU and the quotation therein contained from the afore- 
said published article. 


102 ». I do hereby certify that the quotation con- 
tained in his said affidavit is in all respects true 
and accurate, and was part of the letter which I had 


received from Mr. K. A. BAUER of CARL ZEISS, INC., 
as above set forth. 


/3/ Fred Knoop 
Fred Knoop 


Sworn to before me this 28 day of May, 1956. 
/s/_ Clifford Laemmle 
Clifford Laemmle 


Notary Public, 
Hamilton County, Ohio. 


My Commission Expires October 5, 1957. 
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109 Filed June 12, 1956 Harry M. Hull, Clerk 


ORDER DENYING MOTION FOR 
PRELIMINARY INJUNCTION 


This cause came on to be heard on the motion of 
plaintiffs for preliminary injunction. 
It is ordered this 12th day of June, 1956 that plain- 


tiffs’ motion for preliminary injunction herein be and 
hereby is denied. 
/s/_ ¥. Dickinson Letts 
United States District Judge 


Approved as to form: 


/s/ Harry I. Rand 
Harry I. Rand 
Attorney for Plaintiffs. 


/s/ Westley W. Silvian 
Westley W. Silvian 
Attorney for Defendants. 


110 Filed June 21, 1956 Harry M. Hull, Clerk 


MOTION FOR REHEARING OF PLAINTIFFS’ 
MOTION FOR PRELIMINARY INJUNCTION 


Plaintiffs, by their attorney, respectfully move that 
the Court rehear and reconsider plaintiffs’ Motion for a 
Preliminary Injunction heretofore filed herein and, on 
such rehearing and reconsideration, enter a preliminary 
injunction as prayed for in the complaint. 


In support of this Motion for Rehearing, plaintiffs 
herewith submit the affidavits of Charles H. Frank, Jr. 
and Henry Berman, both sworn to on June 20, 1956. 


This Motion for Rehearing is made on the following 
grounds and representations: 


1. On June 12, 1956, the Court entered an order deny- 
ing plaintiffs’ Motion for a Preliminary Injunction. 
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2. The Court’s denial of that motion was not accom- 
panied by a memorandum of opinion or by any state- 
ment of reasons therefor. The rationale for the Court’s 
denial of a preliminary injunction is therefore unknown 
to plaintiffs. In light of the argument heard by the 
Court on the Motion for a Preliminary Injunction, how- 

ever, it is possible that the Court was impelled to 
111 deny preliminary injunction relief because of rep- 

resentations made to the Court that plaintiffs, al- 
though they have been prohibited from importing goods 
manufactured by “Zeiss, Jena” bearing the trade-mark 
“Zeiss”, are able still to import goods so manufactured 
by merely first obliterating the “Zeiss” mark. As ap- 
pears from the annexed affidavits, such representations 
are not accurate. 


3. As the annexed affidavits disclose, there are sub- 
stantial quantities of goods manufactured by “Zeiss, 
Jena”, such as binoculars, which plaintiffs have been and 
are now unable to import and sell in the United States 
by reason of the requirement for obliteration of the 
trade-mark “Zeiss”. Such obliteration of the mark on 
these goods either is physically impossible; or would 
destroy the items involved; or would impair the work- 
ing results of such items; or would render such items 
unacceptable to the trade and consuming public. Thus, 
obliteration of the mark with respect to such substantial 
quantities of goods is either impossible or impracticable. 


4. In view of these considerations and as a direct 
consequence of the unlawful actions of defendants herein 
complained of, plaintiffs have been subjected to a sub- 
stantial and irreparable loss of business and_ business 
profit and, until an injunction as prayed for is granted, 
plaintiffs will continue to suffer such a substantial and 
irreparable loss. 


For the foregoing reasons and the further reasons 
heretofore presented to the Court, plaintiffs are entitled 
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to the entry of an order of preliminary injunction as 
prayed for in the complaint. 


/s/ Harry I. Rand 
Harry I. Rand 
Attorney for Plaintiffs 


CERTIFICATE OF SERVICE 


I certify that the foregoing motion was served on de- 
fendants by delivering a copy thereof, this 21st day of 
June, 1956, to the office of Walter T. Nolte, attorney for 
defendants, Office of Alien Property, H.O.L.C. Building, 
Washington, D. C. 


/s/ Harry I. Rand 
Harry I, Rand 


112 Filed June 21, 1956 Harry M. Hull, Clerk 


AFFIDAVIT OF CHARLES H. FRANK, JR. 
STATE OF NEW YORK ) 
} So: 
COUNTY OF NEW YORK ) 


Charles H. Frank, being duly sworn, deposes and says: 


1. I am the vice-president of Ercona Corp. (formerly 
Ercona Camera Corp.), one of the plaintiffs in this action. 


2. I am making this affidavit in support of a motion 
for rehearing of the motion heretofore filed by plaintiffs 
for a preliminary injunction. 


3. Ereona Corp. at this time has purchase orders for 
“Carl Zeiss” prism binoculars, aggregating, at wholesale 
price levels, approximately $50,000. These purchase or- 
ders designate or contemplate that the trade mark “Zeiss” 
will appear on each of the binoculars delivered. “Zeiss” 
trade-marked binoculars have been widely sold and used 





~~ 


99 A 


fn the United States for at least twenty years, and a 
widespread trade acceptance has developed in this coun- 
try for binoculars bearing that mark. In view of such 
circumstance, binoculars, although manufactured by the 
Carl Zeiss firm in Jena, Germany, are acceptable to the 
trade only if they bear the trade-mark “Zeiss.” Conse- 
quently, it is impossible to fill the purchase orders which 
Ercona Corp. now has unless binoculars bearing the 

trade-mark “Zeiss” are supplied. It inevitably fol- 
113. lows that unless the preliminary injunction which 

plaintiffs have requested in this action is granted, 
Ereona Corp. will be unable to fill and will be required to 
cancel all such purchase orders. 


4. Since June of 1955, when the Attorney General no- 
tified plaintiff Steelmasters, Incorporated, that the goods 
previously imported and sold by plaintiffs would no longer 
be permitted to enter the United States with the “Zeiss” 
mark, plaintiffs have been compelled to abandon their ad- 
vertising and promotion program for many types of scien- 
tific and optical goods bearing that mark. Should such 
advertisement and promotion be resumed, it is estimated 
that Ercona Corp. would receive, during the remainder 
of 1956, additional purchase orders for “Carl Zeiss” bi- 
noculars alone amounting to from $50,000 to $100,000, at 
wholesale price levels. 


5. The inability of Ercona Corp. to fill those purchase 
orders which are now pending will result in a substan- 
tial loss of profits to the company. Its continued in- 
ability to resume advertisement and promotion has re- 
sulted and will result in an additional substantial loss of 
profits. 

/s/ Charles H. Frank, Jr. 


Subscribed and sworn to before me this 20th day of 
June, 1956. 
/s/ Lydia Zugel 
Notary Public. 
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114 Filed, June 21, 1956, Harry M. Hull, Clerk. 


AFFIDAVIT OF HENRY BERMAN 


STATE OF NEW YORK ) 
)} 88: 
COUNTY OF NEW YORK ) 


Henry Berman, being duly sworn, deposes and says: 


1. I am the Director, Scientific Instrument Division, of 
Ercona Corp. (formerly Ercona Camera Corp.), one of 
the plaintiffs in this action. 


2. I am making this affidavit in support of a motion for 
rehearing of a motion heretofore filed by plaintiffs for a 
preliminary injunction. 


3. During the last six years, Ercona Corp. has devel- 
oped a substantial business in the sale in the United 
States, of scientific and optical equipment (and parts 
and accessories thereof) bearing the trade-mark “Zeiss.” 


4. I understand that since August of 1955, Ercona 
Corp. has been prohibited from importing and selling in 
the United States any of the “Zeiss” items which it had 
previously sold unless first the trade-mark “Zeiss” was 
obliterated from such items. 


>. There are, however, a large number of “Zeiss” items 
on which the trade-mark “Zeiss” is so engraved that it is 
impossible or impracticable to obliterate the mark with- 
out simultaneously destroying the items or impair- 

115 ing their efficiency. Thus, some items are so small 
or delicate that the obliteration of the mark is a 
physical impossibility. Again, the engravure of the mark 
on some items is so placed that obliteration of the mark 
would almost certainly injure the finely ground optical 
glass adjacent to the engravure. On other items, the 
“Zeiss” mark is etched into the glass itself or sealed 
within the unit, so that obliteration cannnot be accom- 
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plished without destruction of the items. Among such 
items, on which obliteration of the “Zeiss” mark would 
be impossible or impracticable, are the following: 


a. Microscope objectives: 


Apochromats 
Achromats 

Epi 
Metallurgical 
Phase contrast 


b. Eyemeces: 


Huygenian 
Compensating 
Orthoscopic 


c. Condensors: 


Abbe 
Aplanatic 

Dark field 
Phase contrast 


d. Interferometers with glass chambers. 


e. Micrometers employing glass (where the engravure 
appears on the glass itself). 


f. Eyepieces in the fine measuring field. 
g. Gage blocks. 
h. Astronomical eyemeces. 


i. Measuring instruments employing glass scales, par- 
ticularly those of fine tolerances (such as one ten-mil- 
lionth of an inch). 


6. In view of the foregoing circumstances, the prohibi- 
tion against importation and sale of “Zeiss” goods 

116 without prior obliteration of the “Zeiss” trade- 
mark has meant and will continue to mean that 
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Ercona Corp. is barred from distribution and selling in 
the United States large quantities of scientific and opti- 
cal goods which it had previously sold, 


/s/ Henry Berman. 


Subscribed and sworn to before me this 20th day of 
June, 1956. 
/s/ Lydia Zugel 
Notary Public. 


117. Filed, June 26, 1956, Harry M. Hull, Clerk. 


FINDINGS OF FACT 
CONCLUSIONS OF LAW 
AND 
ORDER DENYING PLAINTIFFS’ MOTION FOR RE- 
HEARING OF MOTION FOR PRELIMINARY IN- 
JUNCTION 


Plaintiffs having moved for a rehearing of their mo- 
tion for a preliminary injunction and the Court, having 
reconsidered said motion for preliminary injunction upon 
the verified complaint, the affidavits in support thereof 
and in opposition thereto, and the arguments made there- 
on, makes the following 


FINDINGS OF FACT 


1. Plaintiffs seek to import goods manufactured by 

“Zeiss, Jena” in the Eastern Zone of Germany and 

118: trade-marked “Zeiss” and to sell and distribute 
such goods in the United States. 


2. Defendant Attorney General is the registered owner 
of the trade-marked “Zeiss”, and he has recorded same 
with the United States Department of the Treasury and 
has, since in or about August 1955, barred importation 
of goods by plaintiffs bearing such trade-mark. 
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3. Plaintiffs have failed to establish upon their verified 
complaint and affidavits that the goods which they seek 
to import are genuine and entitled to bear the trade- 
mark “Zeiss”. 


4. Plaintiffs have failed to establish that goods pro- 
duced in the Western Zone of Germany and bearing the 
trade-mark “Zeiss”, which defendants contend are gen- 
uine, are in fact spurious. 


5. Plaintiffs have not shown that they will suffer ir- 
reparable loss or injury pendente lite. 


On the basis of the foregoing, the Court makes the 
following 
CONCLUSIONS OF LAW 


1. Defendant Attorney General is the lawful owner of 
the trade-mark “Zeiss”, and his registration and recorda- 
tion thereof are valid. 


2. Plaintiffs have sought and been denied summary 
judgment upon their complaint. 


3. Plaintiffs do not require an injunction to preserve 
the status quo. 


And it is therefore 


Ordered this 26th day of June, 1956, that plaintiffs’ 
motion for rehearing of motion for preliminary injunc- 
tion be denied. 


/3/ FF. Dickinson Letts, 


F. Dickinson Letts 
United States District Judge 
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CERTIFICATE OF SERIVE 


I certify that on the 25th day of June, 1956, I had a 
copy hereof delivered to Harry I. Rand, attorney for the 
plaintiffs, after having notified him by telephone that 
the Court would hear objections, if any, on June 26th. 


/s/ Walter T. Nolte, 
Walter T. Nolte 
Attorney for Defendants. 


119° Filed, July 9, 1956, Harry M. Hull, Clerk. 


NOTICE OF APPEAL 


Notice is hereby given this 9th day of July, 1956, that 
plaintiffs Ercona Camera Corp. and Steelmasters, Inc. 
hereby appeal to the United States Court of Appeals for 
the District of Columbia from the order of this Court 
entered on May 29, 1956, denying plaintiffs’ Motion for 
Summary Judgment; from the order of this Court en- 
tered on June 12, 1956, denying plaintiffs’ Motion for 
Preliminary Injunction; and from the order of this Court 
entered on June 26, 1956, denying plaintiffs’ Motion for 
Rehearing of Motion for Preliminary Injunction. 


/s/ Harry I. Rand, 
Harry I. Rand 
Attorney for Plaintiffs. 
Serve: 

Walter T. Nolte, Esq. 
U. S. Department of Justice 
H.O.L.C. Building 
First Street and Indiana Avenue, N. W. 
Washington, D. C. 
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No. 13,538 


STATEMENT OF QUESTIONS PRESENTED 


1. Whether the verified complaint and affidavits here 
so presented substantial questions for determination and 
so made a showing of probable snecess by appellants and 
irreparable injury to them as to warrant the grant of a 
preliminary injunction pendente lite; and whether denial 
of such an injunction by the District Court was an abuse 
of discretion. 


2. Whether the Attorney General acquired ownership 
and the exclusive right to use of a trade-mark in the 
United States by: 


(a) 


(b) 


(c) 


the purported vesting of that mark in the Alien 
Property Custodian, under the Trading with 
Enemy Act, without the simultaneous vesting of 
a business or good will to which the mark was 
then appurtenant; or 


the vesting in the Attorney General, under the 
Trading with the Enemy Act, of the business and 
good will of an American distributor selling prod- 
ucts bearing that mark, where the mark, however, 
had long been used to identify the foreign manu- 
facturer and foreign origin of those products and 
those products had long been sold under that mark 
throughout the world; or 


the mere registration of the mark in the Attorney 
General’s name in the Patent Office. 


3. Whether, if the Attorney General did acquire owner- 
ship and the exclusive right to use of a trade-mark in the 
United States, he thereafter lost such rights by: 


(a) transferring the mark separately from a business 


or good will to which the mark was appurtenant; 
and 








(b) non use of the mark for a period of more than 20 
years, accompanied with aequiescence in the use of 
the mark by third persons, 


+. Whether the Attorney General is estopped from. as- 
serting exelusive right to use of ao trade-mark ino the 
United States against persons to whom he has repre- 
sermted that the Federal Government would not object. to 
the importation and sale of merehandise bearing that 


mnmark in the United States, 


® Whether appellants were entitled to a stmmary judg- 
ment on the verified complaint and affidavits herein. 
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Treasury, and Raupi Ketty, Commissioner of Cus- 
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Appeal from the United States District Court 
for the District of Columbia | 


a 
BRIEF FOR APPELLANTS 
° 
‘ JURISDICTIONAL STATEMENT 


This is an appeal from orders of the District Court 

(per Letts, J.) severally denying appellants’ motions for 

v a preliminary injunction, for a rehearing of that motion, 

and for a summary judgment. Jurisdiction of the Dis- 

trict Court was invoked under Sections 11-305 and 11-306 

» of the D.C. Code; 5 U.S.C. 1009; and 28 U.S.C. 1331, 

1337, 1338, 2201, and 2202, This Court’s jurisdiction rests 
on 28 U.S.C. 1291 and 1292. 











STATEMENT OF THE CASE 


This is anoaetion for a declaratory judgment and for 
anoinjunetion to restrain appellees from prohibiting ap 
pellants’ importation of seientifie, optienal, and photo- 
wraphie instruments bearing the “Zeiss” trade-mark. 
Appellants’ importation of sueh goods, previously en- 
gaged om with the knowledge and nequieseence of the 
Attorney: General, was barred in’ August, 1955, on his 
elaim that he is the owner and entitled to exelusive use 
of the mark on the United States! 


The fundamental and, indeed, sole issue presented by 
this aetion is whether the Attorney General is the owner 
of the “Zetss” trade mark in the United States.? 


1. The Facts 


The pertinent facts, as they appear from the verified 
complaint, GIAL 2A-ITA) and the affidavits filed herein 
by plaintiffs (BAL DASHA, OSA-ASA, TSA-95A, DSA-102A) 


are, in summary, as follows: 


' The Attorney General and the Customs officials profess to 
be acting under 15 U.S.C. 1124 and 19 U.S.C. 1526 (infra, pp. 
42-423), which, rnter alia, forbid the admission to entry at any cus- 
tomhouse of imported goods copying or simulating a registered 
trade-mark. These provisions permit the owner of a mark to file 
a copy of the certificate of Patent Office registration with the 
Treasury Department. by which it is recorded and circulated to 
the Collectors of Customs: whereupon it becomes unlawful to im- 
port goods bearing that mark unless written consent of the owner 
is produced at time of entry. 


> It is clear that this action, testing the registrant’s ownership 
of a trade-mark and the validity of its recordation with the Cus- 
toms Officials, is within the jurisdiction of the Federal courts. 
Croton Watch Co, v. Laughlin, 208 F. 2d 93 (C. A. 2); Coty v. Le 
Blume Import Co., 292 F. 264 (S.D. N.Y.), aff'd. sub nom. Le 
Blume Import Co. Vv. Coty, 293 F. 344 (C. C. A. 2); Holland v. 
C. & A. Import Corp., 8 F. Supp. 259 (S. D. N. Y.). 


* The propriety of the District Court’s denial of the motion for 
preliminary injunction and motion for summary judgment must 


te) 
7) 


an. The trade-mark “Zeiss” 


The “Zeiss” trade-mark was first registered in’ the 
Patent Office in 19l2 (Registration No. $5,559), by the 
firm of Carl Zeiss, of Jena, Germany (hereinafter “Zeiss, 
Jena”), which, for many years theretofore, had used the 
mark on equipment manufactured in its plants in Ger- 


many (S.A. 3A-4A). 


On April 10, 1919, and, again, on June 21, 1921, the 
then Alien Property Custodians, presuming to aet under 
the authority of the Trading with the Enemy Aet of 1917 
(50 ULS.C. App. | oseq.), purported to vest the trade-mark 
and its registration in themselves. On neither of those 
two dates, however, was there ao business or business 
good will in the United States to which the “Zeiss” mark 


was appurtenant. (.J.A. 4A). 


On April 10, 1919, the Alien Property Custodian pur- 
ported to sell and assign the ‘Zeiss’? mark and registra- 
tion to The Chemieal Foundation, Incorporated, a Dela- 
ware corporation (hereinafter ‘Chemical Foundation’’). 
On November 10, 1921, that sale and assignment were rati- 
fied and confirmed. On November 17, 1921, Chemical 
Foundation purported to grant the United States a non- 
exclusive and non-assignable license to use of the ‘‘Zeiss’’ 


mark. (.J.A. 4A, 5A). 


On Febrnary 20, 1932, the “Zeiss” Registration No. 
85,539 was renewed in the Patent Office to Chemical 
Foundation (S.A. 6A). 


be tested, of course, by reference to the record before that Court 
when it entered such orders of denial. F. C. Austin Mfg. Co. v. 
American Wellworks, 121 Fed. 76 (C.C. A.7). And, on that record, 
the uncontroverted well-pleaded allegations of the verified complaint 
and averments of the affidavits filed must be accepted as true. 
Royal Brewing Co. v. Missouri, K. & T. Ry. Co., 217 Fed. 146 
(D. Kans.); McNee v. Wall, 13 F. Supp. 326 (S. D. Fla.), affd. 87 
F. 2d 768 (C. C. A. 5): Table Supply Stores v. Hawking, 9 F. 
Supp. 888 (S. D. Fla.) ; Brooklyn Nat. L. B. Club. v. Pasquel, 66 F. 
Supp. 117 (E. D. Mo.) ; see Northwestern Stevedoring Co. v. Mar- 
shall, 41 F. 2d 28, 29 (C.C.A. 9); Ross-Whitney Corp. v. Smith 
Kline & French Lab., 207 F. 2d 190, 198 (C. A. 9) 
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On August 28, 1942, the then Alien Property Custodian 
vested in himself all of the capital stock of Zeiss, New 
York; and that stock is now owned by the Attorney 
General (cbid.). 


On August 16, 1945, Chemical Foundation was dis- 
solved as a Delaware corporation. Nevertheless, on 
October 20, 1950, that corporation purported to assign 
and transfer the “Zeiss” mark and registration to the 
Attorney General. (J.A. 6A-7A). 


On February 20, 1952, the “Zeiss” Registration No. 
$5,959 was renewed in the Patent Office to the Attorney 
General (J.A. 7A). 


On April 8, 19535, the Attorney General purported to 
vest in himself all the right, title, and interest of Zeiss, 
Jena in and to the good will, if any, of the United States 
business of Carl Zeiss, Inc. (hereinafter ‘‘Zeiss, New 
York’’), a New York corporation, and in and to all trade- 
marks and trade-names appurtenant to such business. At 
no time, however, was the “Zeiss” trade-mark appurte- 
nant to the business of Zeiss, New York or the good will, 
if any, of such business. (7bid.). 


From November 17, 1921, to August 28, 1942, neither 
Chemical Foundation, the Alien Property Custodians, nor 
the Attorney General used the ‘‘Zeiss’’ mark; rather, 
during that period and, in fact, until 1952, they knowingly 
permitted and acquiesced in use of the mark by numerous 
persons on goods manufactured by Zeiss, Jena and im- 
ported into the United States. And the trade and con- 
suming public, during that thirty year period, came to 
associate the mark with such goods. Thus, from 1925 to 
1941, Zeiss, New York, then wholly owned by Zeiss, Jena, 
imported and sold ‘‘Zeiss’’? marked goods originating in 
Jena; and this with the knowledge and acquiescence of 
Chemical Foundation, the Alien Property Custodians, and 
the Attorney General. (J.A. 5A-6A, 42A-43A). 


aA 
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Indeed, the Attorney General and his predecessors in 
interest have at no time owned a business or business 
good will to which the “Zeiss” mark has been appurte- 
nant (J.A. 8A). 


b. The rights of an injuries to appellants 


In 1949, appellant Steelmasters, Incorporated (herein- 
after “Steelmasters”), a long established American im- 
porting concern, entered into negotiations with Zeiss, 
Jena, to acquire distributorship rights for “Zeiss” marked 
goods in the United States. Shortly thereafter, it in- 
formed the Attorney General of these negotiations and 
inquired whether the Government would have any objec- 
tion to consummation of such an exclusive importer ar- 
rangement. The Attorney General responded that neither 
he nor any agency of the Federal Governinent would have 
any objection to such a relationship or to the importation 
of such “Zeiss” marked goods. (J.A. 3A, 9A). 


Relying on such representations by the Attorney Gen- 
eral: Steelmasters, in 1949, entered into a contract with 
Zeiss, Jena, whereby it secured exclusive and other rights 
to import “Zeiss” trade-marked goods in the United 
States; arranged for the organization of appellant Ercona 
Camera Corp. (hereinafter “Ercona”’) and designated it 
the exclusive distributor for such goods in the United 
States; and began the importation and sale of such goods. 
Thereupon, Ercona, at considerable effort and expense, 
established offices, showrooms, warehouses, and repair 
facilities primarily for the promotion, distribution, and 
sale of such goods. And, since 1949, both appellants have 
expended considerable effort and large sums of money to 
promote and publicize such goods and the name and trade- 
mark “Zeiss” in the United States. (J.A. 9A-10A). 


On June 28, 1951, the Attorney General filed a copy of 
the ‘‘Zeiss’’ Registration No. 85,539, with the Secretary of 
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Treasury, and represented that the Attorney General was 
the owner of the ‘‘Zeiss’’ trade-mark. Despite Steelmas- 
ters’ protest, the Secretary of Treasury and Commissioner 
of Customs thereupon recorded the ‘‘Zeiss’’? mark as 
owned by the Attorney General and notified Steelmasters 
that, in accordance with 19 U.S.C. 1526, it would thereafter 
be barred from importing any goods bearing the “Zeiss” 
mark unless written consent were first secured from the 
Attorney General. Thereafter, until August, 1955, Steel- 
masters—expressly reserving all of its rights, and par- 
ticularly its rights to challenge the validity of the re- 
cordation of the mark by the Attorney General—requested 
such consents and secured them with respect to limited 
quantities of goods. On June 22, 1955, however, the 
Attorney General notified it that he would not authorize 
further importation of such “Zeiss” marked goods after 
August 21, 1955. Since that latter date, appellants have 
been barred from importing and selling in the United 
States any goods from Zeiss, Jena, bearing the “Zeiss” 
trade-mark. (J.A. 114-144, 714A). 


As a direct consequence of the Government’s action, 
appellants’ businesses have been seriously damaged. Thus, 
beginning with the calendar vear 1952, shortly after the 
Attorney General began to restrict appellants’ importa- 
tion, the volume of their importations and sales has 
been substantially impaired. The dollar volume of 
goods imported by Steelmasters from Zeiss, Jena (and 
the related firm of Zeiss-Ikon, of Dresden) in 1955, when 
the complete bar was imposed, was more than 75% less 
than the volume imported in 1951. The dollar volume of 
such goods sold by Ercona in 1955 was more than 50% less 
than that sold in 1951. These substantial reductions were 
primarily, if not solely, the direct result of the Govern- 
ment’s prohibition against importation and sale by appel- 
lants of “Zeiss” marked goods. (J.A. 19A-23A). 
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The Government’s bar against appellants’ sale of 
“Zeiss” marked goods has also made it virtually impos- 
sible to fill orders for such products from Federal 
agencies, Government contractors, and other users in 
vital and defense-related enterprises. (J.A. 22A-23A). 


Although appellants may still import goods manufac- 
tured by Zeiss, Jena, if first they obliterate the “Zeiss” 
mark from such goods, it is impossible or impractical to 
effect such obliteration on a large number of “Zeiss” 
items. Some items are so small or delicate that oblitera- 
tion is a physical impossibility; on others, the engravure 
is so placed that obliteration would injure the finely 
ground optical glass adjacent to the engravure; on others, 
the mark is etched into the glass or sealed within the 
unit so that obliteration would mean destruction. (J.A. 
100A-102.A).* 


Since June, 1955, when the Government advised appel- 
lants of the impending complete bar to importation of 
“Zeiss” marked products, appellants have been compelled 
to abandon a substantial portion of their advertising and 
promotion program. It is estimated that, in consequence, 
the loss in additional binocular sales alone which might 
have been secured during the latter half of 1956 will 
approximate $50,000 to $100,000, at wholesale price levels. 
(J.A. 99A). 


e. The history of the Carl Zeiss Foundation and the 
Zeiss plants in Germany. In purported opposition to the 
motions for preliminary injunction and summary judg- 


4On one item alone, “Carl Zeiss” prism binoculars, Ercona had 
purchase orders aggregating, at wholesale price levels, approxi- 
mately $50,000. These purchase orders designated or contemplated 
that the “Zeiss” mark would appear on each of the binoculars de- 
livered; and the binoculars were acceptable to the trade only if 
they bore that mark. Because of the Government’s action, it was 
impossible for Ercona to fill those orders (J. A. 98A-99A). 
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ment, appellees filed two affidavits relating primarily to 
the history of the Carl Zeiss Foundation and of the Zeiss 
plants in Germany. (As we argued below and shall here- 
inafter show (ixfra, pp. 33-37), that history has no rele- 
vance to the present action. The issue here is simply 
whether the Attorney General, by reason of his claimed 
ownership of the “Zeiss” trade-mark, is lawfully entitled 
to bar appellants’ importation of “Zeiss” marked goods 
in the United States. It is not the respective rights of 
competing German concerns to use of that mark. We set 
forth the contents of appellees’ affidavits, despite their 
irrelevance, solely to assure a complete presentation to 
the Court.) 


i. The averments of the Bauer affidavit filed by ap- 
pellees (J.A. 45A-51A) are, in summary, as follows: 


The Carl Zeiss Foundation, which controlled Zeiss, New 
York, prior to its vesting by the Attorney General, was 
organized in Saxony, Germany, prior to 1900, as a non- 
profit corporation for the benefit of workers employed 
in establishments owned or controlled by the Foundation 
and for the promotion of science. The Foundation had its 
domicile in’ Jena, Germany. Among the businesses it 
owned was the firm of Carl Zeiss, Jena, registered in 
Jena courts as the Foundation’s property. Although 
most of the plants engaged in manufacturing “Zeiss” 
trade-marked goods were located in what is known as 
Eastern Germany, there were also plants prior to World 
War IT located in Western Germany. Prior to the eapit- 
ulation of Germany, in 1945, only plants owned or con- 
trolled by the Foundation produced goods bearing the 
“Zeiss” mark. This trade-mark was registered in Ger- 
many and in the United States. 


The statutes creating the Foundation separated admin- 
istration of the Foundation from administration of the 
Foundation’s plants. The Foundation had a Commis- 
sioner Who was a public official of the German Govern- 
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ment and a body known as the Administration of the 
Foundation. Management and operation of Foundation 
plants were in Management Boards, who were appointed 
by the Administration of the Foundation. Members of 
the Management Board could be and were appointed for 
life. 

The Armed Forces of the United States oecupied Jena 
and the Foundation plants in that area, in April, 1945; 
they withdrew from there about July 1, 1945. Before 
they withdrew, they transported to the American Zone, 
more than 120 employees of the Foundation plants, among 
them leading scientists, designers, engineers, specialists 
and life-time members of the Management Board of the 
Foundation plants. Jena then became subject to the 
Soviet Military Administration. On October 30, 1945, the 
Soviet Administration sequestered the Foundation plants; 
on April 17, 1948, it nationalized these plants without 
payment of compensation to the Foundation. The plants 
of Carl Zeiss in the Eastern Zone were almost entirely 
dismantled by the Soviets and seized for reparations. 
On November 30, 1948, the registration of Carl Zeiss, 
Jena and other Foundation plants in the Jena court 
records was cancelled, and an authority known as “Office 
for the Protection of Peoples’ Property” re-registered 
these as “property of the people”; they are now known 
as Carl Zeiss, Jena, VEB (Peoples’ Owned Plants) and 
are no longer recorded as owned by the Foundation. 


In 1946, all of the members of the Administration of 
the Foundation, who were also members of the Manage- 
ment Board of Carl Zeiss, Jena, were in the Western 
Zone. Acting on behalf of the Foundation, they organ- 
ized a firm in Heidenheim, Germany, for the production 
of goods of the same type theretofore produced in Jena. 
In 1949, the Minister of Culture of the State of Wuert- 
temberg-Baden of the Federal Republic of Germany de- 
creed that the legal domicile of the Foundation was 
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Heidenheim, in’ the Western Zone; this transfer of 
domicile was entered in the court records of Heiden- 
heim; ino May, 1954, the same officer decreed that the 
statutes of the Foundation read that the legal domicile 
of the Foundation be Heidenheim, In August, 1948, after 
a stockholders meeting, the domicile of Zeiss-[kon A.G. 
Was changed from Dresden (Kastern Zone) to Stuttgart 
(Western Zone); this was recorded in Stuttgart court 
records. 


The goods which Steelmasters and Ercona seek to im- 
port are not produced in the Western Zone nor in plants 
now controlled by the Foundation, but in so-called **Peo- 
ples’ Owned Plants’, located in the Eastern Zone. 


An agency of the German Democratic Republic, known 
as “DIA”, which controls the export of goods from the 
Rastern Zone, has been enjoined by courts in Egypt and 
The Netherlands from exhibiting goods produced in the 
Eastern Zone which are trade-marked “Zeiss”. In 1953, 
a Swiss court held that Zeiss-[kon A.G., of Stuttgart, was 
the lawful owner of the “Zeiss” mark. In 1955, a court 
in Dusseldorf (Western Zone) forbade Zeiss-[kon A.G. 
of East Germany from using the “Zeiss” mark. In 1954, 
courts of Goettingen and Cologne (Western Zone) pro- 
hibited importers of goods produced by the so-called 
“Peoples” Owned Plants” from offering them for sale as 
“Zeiss” goods. On July 31, 1954, the Distriet Court of 
Stuttgart, in a suit instituted by representatives of the 
Bast German Government claiming to be the Adminis- 
trators of the Foundation, held that the Administration 
of the Foundation was located in the Western Zone. The 
only decision known to the affiant in which it has been 
held that the Foundation is domiciled in the Eastern 
Zone and that the goods there produced are genuine 
“Zeiss” goods is that of the Supreme Court of the Ger- 
man! Democratie Repubhe of East Germany, in a non- 
adversary proceeding brought at the request of the East 
German Government. 


a 































11 


Zeiss, New York imports and distributes in the United 
States, goods bearing the trade-mark “Zeiss” produced in 
the German Federal Republic. 


i, The Silvian affidavit filed by appellees (J.A. oLA- 
77A) makes the following averments, infer alia: 


The evidence available to appellees suggests that the 
question of recognition of the Government of the German 
Democratic Republic may be important in the defense of 
this action. There is reason to believe that the Depart- 
ment of State may formulate a definite poliey with re- 
spect to the recognition of the trade-mark “Zeiss” in the 
United States on goods produced in the Hastern Zone of 
Germany which are also elaimed by business organiza- 
tions who have moved to the Western Zone. The Govern- 
ment of the United States does not recognize the East 
Yerman regime: it considers the Federal Republie of 
Germany the only German government entitled to speak 
for Germany. 


Letters from counsel representing appellants, which the 
affiant characterizes as recognizing the Attorney General’s 
ownership of the “Zeiss” mark, are appended to the affi- 
davit. Reference is made also to office memoranda (not 
annexed) which affiant states show that during the course 
of conversations with former employees of the Alien 
Property Office, appellants’ representatives “apparently” 
conceded the Attorney General’s ownership of the mark. 


2. The proceedings below. 


Appellants filed their verified complaint in the District 
Court on April 4, 1956 (S.A, 2A-17A). Thereafter, ap- 
pellants filed motions for a summary judgment and a 
preliminary injunction (J.A. ISA-19A); and, in support 
thereof, several affidavits and exhibits appended thereto 
(J.A. 19A-23A). Appellees filed several affidavits in op- 
position (J.A. 45A-77A). The motions thereupon came 
on for hearing on May 21, 1956. 
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At; the close of the hearing, the District Court (per 
Letts, J.) ruled from the bench that the motion for sum- 
mary, judgment would be denied; thereafter, on May 29, 
1956,,an order to that effect was entered by the Court 
(J.A. 777A). 


Supplemental affidavits in support of the motion for 
preliminary injunction were then filed by appellants (J.A. 
@SA-95A). Without further hearing, the Court, on June 
12, 1956, entered an order denying that motion (.J.A. 
96A). 


Appellants thereupon filed a motion for rehearing of 
their motion for preliminary injunction (J.A. 96A-9SA) 
and, in support thereof, additional affidavits (J.A. 9SA- 
102A). This motion was denied, likewise without further 
hearing, by order of June 26, 1956 (J.-A. 102A-103.A). 


In denying the motion for rehearing, the District Court 
found, as follows (ibid.): 


Appellants seek to import and distribute in the United 
States, “Zeiss” marked goods manufactured by Zeiss, 
Jena, in the Eastern Zone of Germany. Since August, 
1955, they have been barred from doing so by the Attor- 
ney General, who is the registered owner of the “Zeiss” 
trade-mark. Appellants have failed to establish that the 
Zeiss, Jena manufactured goods are “genuine” and en- 
titled to bear the “Zeiss” mark; and that goods produced 
in the Western Zone bearing the “Zeiss” mark, which ap- 
pellees contend are “genuine”, are in fact “spurious”, Ap- 
pellants have not shown that they will suffer irreparable 
loss or injury pendente lite. 


On the basis of the foregoing findings, the District 
Court: concluded (JA. 103A) that the Attorney General 
is the lawful owner of the “Zeiss” trade-mark, and his 
registration and recordation thereof are valid; that ap- 
pellants have been denied summary judgment on their 
complaint; and that appellants do not require an injunc- 
tion to preserve the status quo, 


od 
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On July 9, 1956, appellants filed a notice of appeal to 
this Court from the several orders of the District Court 
(J.A. 104A). 


STATUTES INVOLVED 


The statutes involved are set forth in the Appendix to 
this Brief, infra, pp. 42-44. 


STATEMENT OF POINTS 


1. The District Court erred in denying appellants’ 
motions for preliminary injunction and summary judg- 
ment. 


2. The District Court erred in finding that appellants 
failed to establish that the Zeiss, Jena manufactured 
goods are “genuine” and entitled to bear the “Zeiss” 
mark; and in failing to find that appellants did establish 
that the Zeiss, Jena manufactured goods are entitled to 
bear the “Zeiss” mark in the United States. 


3. The District Court erred in finding that appellants 
did not show that they will suffer irreparable loss and 
injury pendente lite, and in failing to find that appellants 
did show that they will suffer irreparable loss or injury 
pendente lite. 


4. The District Court erred in concluding that the 
Attorney General is the lawful owner of the “Zeiss” 
trade-mark and that his registration and recordation 
thereof are valid: and in failing to conclude that the 
Attorney General is not the lawful owner of the “Zeiss” 
trade-mark and that his registration and recordation 
thereof are invalid. 


5. The District Court erred in concluding that appel- 
lants do not require an injunction to preserve the status 
quo; and in failing to conclude that an injunction pen- 
dente lite is necessary to preserve the status quo. 
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SUMMARY OF ARGUMENT 


1. The bar imposed by appellees on appellants’ impor- 
tation and sale of “Zeiss” marked merchandise is based 
on the Attorney General's claim that he is the owner and 
entitled to exclusive use of the mark in the United States. 
That claim is, however, without merit. Accordingly, ap- 
pellees’ prohibition of appellants’ importation and sale of 
“Zeiss” marked goods in the United States is unlawful. 
Appellants are entitled to a summary judgment or, at the 
very least, to a preliminary injunction pendente lite, as 
requested in the complaint. 


2. The Attorney General is not the lawful owner of 


the “Zeiss” trade-mark; and his registration of that mark 
in the Patent Office and recordation thereof with the 
Secretary of Treasury are invalid and ineffective. The 
Attorney General derives no rights of ownership or ex- 
elusive use of the mark by reason of the purported vest- 
ings of the mark in the Alien Property Custodians, under 
the Trading with the Enemy Act, because at the time of 
such’ purported vestings, there was no business or busi- 
ness good will in the United States to which that mark 
had become appurtenant. It is a fundamental doctrine 
of trade-mark law that a trade-mark cannot effectively 
be assigned or acquired except as incidental to the trans- 
fer of a business or good will to which it is appurtenant. 
For like reasons, the Attorney General derives no rights 
in the mark by virtue of the purported assignment 
thereof to him by Chemical Foundation, to whom the 
mark had previcusly been transferred by the Alien 
Property Custodian. Nor does the Attorney General de- 
rive any rights to the mark by virtue of his vesting, 
under the Trading with the Enemy Act, of the business 
and 'good will of the New York concern engaged in dis- 
tributing the foreign-manufactured produets bearing that 
mark: this, because the mark at all times identified the 
foreign manufacturer and foreign origin of the goods 
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distributed and at no time became appurtenant to the 
distribution business or distribution good will which the 
Attorney General vested. Finally, the Attorney General 
derives no rights in the mark by virtue solely of its 
registration in his name in the Patent Office; such regis- 
tration, though it may create a rebuttable presumption 
of ownership, conveys no property right to the registrant. 


3. Even if the Attorney General (or any of his prede- 
cessors in interest) did at some time acquire ownership 
or the right to exclusive use of the trade-mark “Zeiss”, 
he has since lost such rights by abandonment, non-use, 
and acquiescence in use of the mark by other persons. 
Thus, the attempted transfers of the mark to and from 
Chemical Foundation separately from a business or 
business good will to which the mark was appurtenant 
constituted abandonment of the mark. Furthermore, the 
mark was not used either by the Attorney General or by 
his predecessors in interest for a period of more than 
twenty years; and during this period, and even there- 
after, the Attorney General and his predecessors in 
interest acquiesced in the use of the mark in the United 
States by other persons. 


4. The Attorney General is in any event estopped from 
now asserting against appellants a right to exclusive use 
of the “Zeiss” trade-mark. This, because, in response to 
appellants’ inquiry, the Attorney General represented to 
them that the Federal Government would have no objec- 
tion to their importation and sale of “Zeiss” goods in the 
United States; and appellants, in reliance on that repre- 
sentation, commenced and for some five years engaged in 
the promotion of the “Zeiss” mark and the business of 
selling products bearing that mark in the United States. 


5. The record in this case indisputably shows that ap- 
pellants have suffered and will suffer irreparable injury 
as a consequence of appellees’ interference with appel- 
lants’ importation and sale of “Zeiss” marked merchan- 
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dise in the United States and that injunctive relief 1s 
necessary to restore the s/atus quo prior to such inter- 
ference. 


ARGUMENT 


The demal of appellants’ request for a preliminary 
injunction is a clear abuse of discretion and should be 
reversed. Appellants here made a strong showing of the 
probability of their success in this action and of the ir- 
reparable injury to which they have been and are contin- 
uing; to be subjected by appellees’ actions. Thus, they 
were clearly entitled to preliminary injunctive relief. 
The lower court's findings are not supported by the record; 
nor do they justify its conclusions of law. The court’s 
conclusions are moreover clearly erroneous in law. 


The lower court erred further in denying appellants’ 
motion for a summary judgment. For, on the verified 
complaint and the affidavits which were before the court, 
there was no genuine issue as to any material fact and 
appellants were entitled, as a matter of law, to the adjudi- 
cation and injunctive relief requested.° 


> At least one court of appeals has held that an appeal will lie 
froma district court’s denial of a motion for a summary judg- 
ment, where the judgment sought includes injunctive relief 
pendente lite and permanently. Federal Glass Co. v. Loshin, 217 
F. 2d 936 (C. A. 2, per L. Hand, J.). We realize, however, that 
this ruling is contrary to those of the Third Circuit (Morgenstern 
Chemical Co. v. Schering Corp., 181 F. 2d 160; Hook v. Hook & 
Ackerman, Inc., 213 F. 2d 122); has been vigorously challenged 
by other judges of the Second Circuit (Federal Glass Co. v. Loshin, 
224 F. 2d 100); and has been questioned by one judge of this 
Court (Division 689, Amalgamated Assoc., etc. V. Capital Transit 
Co., 227 F. 2d 19). Nevertheless, even if our appeal from the de- 
nial of summary judgment should not be entertained, there is no 
question that our appeal from the denial of preliminary injunction 
is quite proper (28 U.S.C. 1292 (1)); and, since that appeal 
does lie, that this Court may proceed to final disposition of the 
merits if, in its opinion, appellants’ entitlement to a judgment as a 
matter of law is clear. 
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The Government’s prohibition against appellants’ impor- 
tation and sale of “Zeiss” trade-marked goods and the 
judgment of the Court below denying a preliminary in- 
Junction against such action are grounded on the Attor- 
ney General’s claim. of ownership and, thereby, exclusive 
right to use of the “Zeiss” mark.* The propriety of that 
claim is the only issue in this case. The claim must de- 
pend on and can be supported only by one or a combination 
of the following circumstances: 


(1) The purported vestings in the then Alien Property 
Custodians, on April 10, 1919 and on June 21, 1921, of the 
“Zeiss” trade-inark and its registration No. 85,539. 


(2) The purported license of use of the mark by Chem- 
ical Foundation to the United States, on November 17, 
1921; and the subsequent purported assignment and trans- 
fer of the mark and its registration by Chemical Founda- 
tion to the Attorney General, on October 20, 1950. 


(3) The purported vesting in the Attorney General, 
on April $, 1953, of the right, title, and interest of Zeiss, 
Jena in and to the good will, if any, of the business of 
Zeiss, New York, and in and to all trade-marks and trade- 
names appurtenant to that business; and the earlier vest- 
ing in the Attorney General, on August 28, 1942, of the 
eapital stock of Zeiss, New York, previously held by or for 
the benefit of Zeiss, Jena. 


(4) The renewal of the “Zeiss” Registration No. 85,- 
539, in the Patent Office to the Attorney General, on Feb- 
ruary 20, 1952. 

None of these circumstances, however, supports the At- 
torney General’s claim of ownership. Moreover, even if 
the Attorney General or any of his predecessors in inter- 


6 That the Government’s action is based solely on the Attorney 
General’s claim of ownership is made plain in the ruling of the 
Bureau of Customs sustaining the refusal of the Customs officials 
to permit entry of appellants’ goods (J. A. 71A-77A). 
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est had at any time acquired rights of ownership in the 
mark, he and they thereafter abandoned such rights: (1) 
by purporting to sell the mark separately from any busin- 
ess or good will; (2) by long nonuse of the mark; and 
(3) by acquiescence in its extended use by others. In 
any event, as to appellants here, the Attorney General is 
estopped from asserting an exclusive right to use the 
“Zeiss” mark. 


I. 


The Attorney General Is Not the Lawful Owner of the 
“*Zeiss’’ Trade-mark. His Registration of That Mark 
in the Patent Office and Recordation Thereof With 
the Secretary of Treasury Are Invalid and Ineffec- 
tive. 


A. NEITHER THE ATTORNEY GENERAL NOR 
| ANY OF HIS PREDECESSORS IN INTEREST 
AT ANY TIME ACQUIRED OWNERSHIP OR 
THE RIGHT TO EXCLUSIVE USE OF THE 

TRADE-MARK “ZEISS”. 
1. The Alien Property Custodians acquired no 
rights in the mark by the World War I vest- 

ings. 


The Attorney General derives no rights to exclusive use 
of the “Zeiss” trade-mark by virtue of the purported vest- 
ings of the mark and its registration in the Alien Property 
Custodians in 1919 and 1921. Those vestings were mere 
nullities so far as the trade-mark was concerned and ef- 
fected no transfer of the mark. 


This conclusion follows inevitably from the fact, as the 
verified complaint alleges (J..A. 4A), that when the vest- 
ing orders were entered, in 1919 and 1921, there was neither 
a business nor a business good will in the United States 
to which the “Zeiss” mark was then appurtenant. There- 
fore, the Alien Property Custodians could not and, in 
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fact, did not vest any such business or good will; and, 
consequently, the purported vestings of the “Zeiss” trade- 
mark were wholly ineffective. 


It is elementary in trade-mark law that a “trade-mark 
cannot be assigned ... exeept as incidental to a transfer 
of the business or property in connection with which it has 
been used... This is too well settled to require further 
discussion or citation of authority.” Mayer Fertilizer & 
Junk Co, v. Virginia-Carolina Chemical Co., 35 App. D. C. 
425,426. There can be no “transfer of a naked mark’; a 
trade-mark can be transferred only in connection with 
“the particular business in which it has been used, with 
its good will, and for continued use upon the same articles 
or class of articles.” Atlas Beverage Co. v. Minneapolis 
Brewing Co., 113 F. 2d 672, 677 (C. C. A. 8); see 15 U.S.C. 
1060; and, to the same effect, Everett O. Fisk & Co, v. 
Fisk Teachers’ Agency, 3 F.2d 7 (C.C. A. 8); Younghus- 
band v. Coe, 32 F. Supp. 869 (D. D.C.) 3 Etseman v. Schaf- 
fer, 157 F. 473 (C.C.8. D.N. Y.); Metz Laboratories v. 
Blackman, 153 Mise. 171, 275 N.Y.S. 407 (Supr. Ct., N. 
Y.); Adam Hat Stores v. Monroe Shirt Co., 143 F. 2d 993 
(C.C. P. A.); Corr v. Oldetyme Distillers, 118 F. 2d 919 
(C.C.P. A.) ; Aelly Liquor Co. v. National Brokerage Co., 
102 F. 2d S57 (C.C. P.A.); Ea parte E. Lewtz, Inc., 105 
U.S. P.Q. 481. See, also, Bourjois & Co. v. Katzel, 260 
U.S. 689, 692; United Drug Co. v. Rectanus Co., 248 U.S. 
90; Hanover Star Milling Co. v. Metcalf, 240 U.S. 403, 
412, 413-414; Kidd v. Johnson, 100 U.S. 617, 620; Old 
Charter Distilling Co. v. Ooms, 73 F. Supp. 539 (D. D. C.). 


Appellees endeavor to evade the impact of this basic 
rule by contending that the Act of November 4, LOLS (e. 
201, § 1, 40 Stat. 1020), which amended section 7(c) of the 
Trading with the Enemy Act (50 U.S.C. App. 7(¢)), en- 
grafted an exception onto the well-established doctrine 
and empowered the Alien Property Custodian to seize 
“naked” trade-marks without more. <A glance at the leg- 
islative history of the 1918 Act, however, belies such argu- 
ment. 
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The November 4, LOTS amendment was enacted as part of 
a deficiency appropriation bill. Tt was designed, as Con- 
gressman Sherley then pointed out, merely to make it 
clear that the power, already reposed in the Alien Prop- 
erty Custodian, to seize alien “property” had been in- 
tended to embrace 
“as property, patents, trade-marks, choses in action, 
and so forth. There seemed to be some doubt as to 
whether the generic term ‘property’ included property 


of these kinds, and, in order that there might be no 

question about that... [the amendment was pro- 

posed. |" (56 Cong. Ree. p. 11481) 
The amendment, indeed, was primarily designed not. for 
trade-mark seizure at all, but merely to confirm the Cus- 
todian’s authority to sell patents already seized (id., p. 
11450). It was not intended “to change in any true sense 
the purpose and intent” of the original Trading with the 
Enemy Act, “but... [to clarify and make] it plain” (¢d., 
p. 11482). 


There is not the slightest suggestion in the brief legis- 
lative history of the clarifying amendment (see 56 Cong. 
Ree. 11421, 11429-49, 11476, 11480-2, 11485; S. Rep. 596 
and H, Rep. 855, 65th Cong., 2d Sess.) that the Congress 
had in mind or at any time intended modification of the 
long-established doctrine of trade-mark law, that trade- 
marks have no legal existence or reality except as part of 
a business or business good will and eannot, therefore, be 
conveyed except as appurtenant to a business or business 
good will. 


In 1916, but a few vears prior to this 1918 amendment, 
the Supreme Court had reiterated this hornbook rule, in 
Hanover Star Milling Co, v. Metcalf, 240 U.S. 403, 414: 
“the trade-mark is treated as merely a protection for the 
good will, and not the subject of property except in con- 
nection with an existing business.” In the face of so firmly 
founded a doctrine, almost contemporaneously restated by 
the Supreme Court, it would require a clear and wnequivi- 
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eal expression by the Congress to warrant reading a de- 
parture therefrom in the clarifying amendinent. Such an 
expression of Congressional intent is lacking here. 


That the rule generally applicable to transfers of trade- 
marks also controls vestings under the Trading with the 
KMnemy Act has recently been confirmed by the Commis- 
sioner of Patents, in two cases remarkably similar to the 
instant suit. Mar parte Bb, Leitz, Inc., 105 U.S. P.Q. 480; | 
fir parte Eb. Leitz, Inc., 105 U.S. P,Q. 481 (both decided | 
June 9, 1955). We shall have oceasion below (infra, | 
pp. 26-27) to consider these decisions in some detail. — | 
It is sufficient at this point to note that the Com- 
missioner there held, as to the effect of the vestings under | 
the Trading with the Knemy Act (105 U.S. P.Q. at 483- 
484): 


“The effect of the ‘vesting’ and subsequent assign- 
ment by the Office of Alien Property is governed by — | 
the statutory and common law of this country which 
recognizes that a trade mark is inseparable from the | 
good will of the business which is syinbolized by the 
mark. Therefore, paraphrasing the language of Judge 
Woolsey in Societe Vinicole de Champagne v. Mumm | 
Champagne & Importation Co., 29 USQP 336 (S. D. 
N. Y., 1935), it seems to be that the question of own- 
ership of the trade mark “Leitz” and the goodwill of | 
the business symbolized by it turns on whether good- 
will has a situs; and, if so, whether the situs of the 
goodwill under the circumstances here shown was such 
as to make it subject to seizure and sale in the United 





e States. It is reasoned, and seems quite clear, that a | 
manufacturer’s goodwill symbolized by its trade mark — | 
is must have a situs, and that such situs must be where | 
— its business is carried on. 
‘ “The business of German Leitz is now, and has al- | 
ways been, carried on in Wetzlar, Germany. It is true | 
. that as a result of the sale of German Leitz products in | 
the United States by its American distributor, New | 
2 York Leitz, a considerable amount of trade mark 
<i goodwill was generated in the United States, but such 
goodwill was not separated, indeed, it was inseparable, 








from the mark itself. In other words, the goodwill 
in the United States which was symbolized by the 
trade mark “Leitz” had its situs in Wetzler, Ger- 
many, where the manufacturer was located. The 
American distributor aequired no rights in the trade 
mark or in the goodwill symbolized hy it merely as a 
result of importation and sale in this country of the 
products of German Leitz. Macke-Lovejoy v. Birn- 
baum, 102 USPQ 38 (Com’r, 1954): Rimmel, Ine. v. 
Nelson, 102 USPQ 258 (Com’r., 1954); Ex parte EK. 
Leitz, Ine., Serial No. 599,299, 105 USPQ 480, decided 
eoneurrently herewith: Societe Vinicole de C hampagne 

- Mumm Champagne & Importation Co., cited above. 


‘At the time of vesting, New York Leitz had a good- 
will in the distribution and repairing of German Leitz 
products, but such goodwill is separable from the good- 
will symbolized by the mark and from the goodwill 
of the business in which the mark is used. The “dis- 
tribution goodwill” of New York Leitz had its situs 
in the United States, and so far as this record dis- 
¢loses, it Was that goodwill, and only that, which was 
vested, since that was the only goodwill which had its 
situs within the jurisdiction of the United States. 


“It is well established under our law that a trade 
mark is assignable only with the goodwill of the busin- 
ess in Which the mark is used, or with that part of the 
goodwill of the business connected with the use of and 
symbolized by the mark. It necessarily follows that 
an assignment without the goodwill of the business 
in whieh the mark is used and symbolized by the mark 
is ineffective. Since the goodwill symbolized by the 
mark “Leitz” did not have its situs in the United 
States, it was neither vested nor assigned by the in- 
struments executed by the Office of Alien Property. 
It is therefore held that this applicant did not become 
the owner of the trade mark sought to be registered 
as a result of Vesting Orders No. 18376 and 18787 
and the subsequent assignment to it of the property 
which was vested.” 


To the same effect was the earlier decision of the New 
York Supreme Court in Metz Laboratories v. Blackman, 
153 Mise. 171, 275 N. Y.-S. 407, where the Court says, in 
part (153 Mise. at 178, 275 N. Y.S. at 415): 
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“But as a matter of fact; neither the Alien Prop- 
erty Custodian nor the Chemical Foundation acquired 
more than a potential or inchoate right, in the absence 
of seizure of the business, of the good will of which 
the trade mark was the symbol. The Alien Property 
Custodian acquired no property right in the trademark 
“Pyramidon” per se, and having no right, he could 
assign none to the Chemical Foundation .. .” 


We must, of course, keep in mind that even if the then 
Alien Property Custodians did aequire rights to the 
“Zeiss” trade-mark by reason of their 1919 and 1921 vest- 
ings, they shortly thereafter divested themselves of all 
such rights by their purported sale and assignment of the 
mark and its registration to Chemical Foundation (on 
April 10, 1919, confirmed and ratified on November 10, 
1921) (J.A. 4A). In view of such sale and assignment, | 
the Attorney General can in any event not depend on the 
World War | vestings to support his claim of ownership | 





here. 


2. The Attorney General acquired no rights in 
the mark by the assignment from Chemical 


Foundation, 


Since the “Zeiss” trade-mark was not appurtenant to a 
business or good will in the United States, when the Alien | 
Property Custodians purported to vest the mark, in 1919 | 
and 1921 (J. A. 4A), they took nothing hy the vestings; 
and their subsequent sale and assignment of the “Zeiss” 
mark to Chemical Foundation were nullitics and conveyed 
nothing. Chemical Foundation consequently at no time | 
acquired any rights to the “Zeiss” mark, and its later li- 
eense to the United States, in 1921 (J. A. 5A), and reas- 
signment thereafter to the Attorney General, in 1950 (J. 
A. 7A), transferred no property rights whatever to the 
United States or to the Attorney General. Thus, at the 
very outset, the Attorney General derives no rights of | 
ownership from Chemical Foundation’s futile acts. 
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Bevond this, there are further cogent reasons why the 
purperted assignment of the “Zeiss” mark, in 1950, was a 
nullity : 


a. First, there ean be no question that the 1950 assign- 
ment was an attempted transfer of a “naked” trade-mark, 
Chenneal Foundation, as it itself has econeeded (J. A. 42A- 
45.N), made no use whatever of the mark. Tt was engaged 
In no business to which the mark was appurtenant. It 
therefore could not and did not sell any business or good 
will to the Attorney General, in 1950, when it: purported 
to assign the “Zeiss” trade-mark to him. Such an assign- 
ment oof ao trade-mark divoreed from any transfer of a 
business or business good will, is, as we have already 
demonstrated, of no legal effect. Cases cited, supra, pp. 
is? 


b, Second, Chemieal Foundation, in any event, had no 
authority to make sueh an assignment. By its corporate 
charter, it was required to hold sueh property as it might 
aequire 


“ina fiduciary capacity for the Americanization of... 
industries... affected thereby ... and for the advance- 
ment of chemical and allied science and industry of the 
United States” 


and it Was empowered to 


“erant non-exclusive licenses only, to make, use, and 
sell the inventions covered by any patents owned or 
controlled by it to the United States...and...to the 
following: (1) Natural persons, citizens of the United 
States, (2) Copartnerships, all the members of which 
are citizens of the United States, and (3) Corpora- 
tions organized under the laws of the United States, 


"As we have noted (supra, pp. 19-22), the Act of November 4, 
1918; did not authorize the Alien Property Custodian to vest a 
“naked” trade-mark. But even if it did, the Act certainly could 
not empower Chemical Foundation, a private corporation, to assign 
one. Thus, the purported assignment by Chemical Foundation in 
1950’ was abortive: and served merely, as we shall show (infra, 
p. 29), to constitute an abandonment of the mark to the public 
domain. 
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or of any state... [of which not less than three-fourths 
of the stock is citizen-owned |”. 
(J. A. 6A3 see Oniled States ve Chemical Foundation, 272 
U.S. 1,6). Thus, the assignment of the “Zeiss” mark to 
the Attorney General was an w/ra vires act. 


e Finally, Chemical Foundation was not qualified to 
act as a corporation in 1950. It had been formally dis- 
solved in 1945 (J. A. GA). After the expiration of the term 
of three years provided by the Delaware Statutes for suit 
and winding up its affairs (Tit. 8, Delaware Code, see. 
278; formerly General Corporation Law, sec, 42), at the 
very latest, Its power to convey property was at an end. 
Any conveyance of property thereafter was a mere nullity. 
MeRride v. Murphy, 14 Del. Ch. 242, 124 A. 798, afffd. 14 
Del, Ch. 457, 130 A. 283; Arathy vo Andrews, 224 Minn. 
386, DS N.W. (2d) 624, and cases cited: see, also, Chicago 
Title & Trust Co, ye Wileoxr Bldg. Corp., 302 ULS. 120; 
Laning v. National Ribbon, etc. Mfg. Co,, 40 F. Supp. 
1005 (N.D. HL) (a dissolved Hlinois Corporation has no 
power to assign trade-marks and patents previously owned 
by it); 16 Fleteher, Cyc. Corporations (perm. ed.) ss. 8137, 
S173. The purported assignment of the “Zeiss” trademark 
to the Attorney General in 1950, consequently conveyed no 
right or interest at all to the Attorney General." 





* A letter from The Chemical Foundation, Incorporated, a New 
York corporation, to James D. Hill, Esq., Chief, Litivation Section, 
Office of Alien Property, dated May 7, 1956 (J. A. 62A-64A), con- 
firms the dissolution of Chemical Foundation, the Delaware cor- 
poration, in 1945, and the abortive assignment of the registration 
of the “Zeiss” mark by the dissolved corporation to the Attorney 
General, in 1950. The letter states, however, that all the assets of 
the Delaware corporation had been sold to the New York corpora- 
tion by bill of sale (not in the record) on June 30, 1945; and that, 
on February 27, 1951, the Board of Directors of the New York 
corporation approved and ratified the prior purported assignment 
by the dissolved Delaware corporation. The letter, however, is not 
verified: it could not therefore have properly been considered on 
the motions for summary judgment and preliminary injunction. 
Moreover, even if we were to accept the unverified statements as 





26 


3. The Attorney General acquired no rights in 
the mark by the vestengs of and with respect 
lo Zeiss, New York, 


Nor can the Attorney General claim rights of owner- 
shipoin the “Zeiss” mark by reason of his seizure of the 
stock of Zeiss, New York, in 1942 (3. AL GA), and his sub- 
sequent vesting, im 1993, of such interest, if any, as may 
still have remained in Zeiss, Jena to the good will of Zeiss, 
New York (J.A. 74). Here, presumably, the Attorney 
General did aequire an interest inoa distributor business 
and distribution good will that of Zeiss, New York; he 
stil retains that interest. But the fact is that, although 
Zeiss, New York for many years had distributed “Zeiss” 
tradeamarked goods in the United States, those goods had, 
throughout that period, originated with Zetss, Jena, in 
Jena, Germany: and the trademark “Zeiss” throughout 
that period identified only such Jena-originated goods and 
atino time in-any wise had become appurtenant to the 
United States distributing business of Zeiss, New York. 


The respeetive trade mark rights of foreign) manufae- 
turers (sueh as Zeiss, Jena here) and their American dis- 
tributers (such as Zeiss, New York) are defined in’ the 
earefully reasoned opinions of the Commissioner of Pat- 
ents in the Leif: eases and of the New York Supreme 
Court in the Wels ense, all supra. 


In the first Lert: ease, 105 USS. P.Q. 480, the Commis- 
sioner affirmed denial to an “American importer and dis- 
tributer of photographie appliances and supplies manu- 
fretured in Germany” of the right to register trade-marks 
(eR. Leitz” and “Wetzlar’) adopted and used to identify 
the goods of the German manufacturer. “There is nothing 
In the statute’, the Commissioner held, “whieh remotely 


true, the fact remains that the defect in the chain of title in the 
records of the Patent Office has never been cured. When the as- 
signument of the mark was made and recorded in 1950, the assignor 
of record no longer owned the “Zeiss” mark or had the power to 


transfer it. 


7s 
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suggests that one who merely sells a manufacturer’s goods 
hearing the manufacturer's mark acquires any rights in 
the mark; nor is there anything in the statute which sug- 
gests that such a person may register a mark which his 
supplier has adopted and used to identify his goods.” (105 
US. P.Q. at 480, citing eases at 480-481). And he further 
observes that section 526 of the Tariff Act (19 U.S.C. 
1526, infra, p. 43) does not ‘permit a person other than 
the owner of a trade-mark to register it and deposit it for 
the purpose of preventing importation by others of foreign- 
made goods bearing the foreign manufaeturer’s mark” 
(105 U.S. P.Q. at 481). 


We have already quoted at some length from the second 
Leitz decision, 105 U.S. P,Q. 481 (see supra, pp. 21-22). 
This was another decision affirming a refusal of registra- 
tion to the same American importer and distributor. The 
rationale of this ruling is the same as in the first Less 
‘vase. But it disposes also of the further argument ad- 
vanced, that ownership of the “Leitz” mark stemmed from 
vestings by the Attorney General, vestings quite similar 
to those in the instant ease. As already noted (supra, 
p. 22), the Commissioner held that since there had been 
no vestings of a business or good will to which the mark 
Was appurtenant, there could have been no acquisition of 
rights to the mark, whieh had its situs not in the United 
States, where the distributor was located, but in Germany, 
where the manufacturer was located, 


To like effect is the decision in Metz Laboratories v. 
Blackman, 153 Mise. 171, 275 N.Y. Supp. 407. 


These several cases are remarkably like ours. His vest- 
ings of the stock and other interests of Zeiss, Jena in 
Zeiss, New York may have effectively transferred to the 
Attorney General all the distribution business, physical 
assets, and good will of the New York firm. But the 
“Zeiss” trade-mark had never become attached to that 
business or good will; its situs remained with the man- 





ufaeturer in Germany; the vestings therefore could not 
and did not affeet the mark itself. And, having never 
nequired ownership of the mark, the Attorney General 
eannot, under 19 UL S.C. 1526 or otherwise, bar the im- 
portation of goods bearing the mark, 


4. The Attorney General acquired no rights in 
the mark by the renewal of the registration 
fo him in the Patent Office. 


Certainly, the Attorney General derives no rights in 
the “Zeiss” mark by reason ierely of the renewal of the 
registration in the Patent Offiee to him) on February 10, 
1952 (0A. TA). The governing statute (15 U.S.C. 1051) 
contemplates that only the “owner” of a mark may effect 
a valid registration. “It seems clear that, in order to 
entitle a party to the registration of a trade-mark, it 
must have been the owner thereof at the time that its 
application was filed. 2. Avelly Liquor Co, v. National 
Brokerage Co., 102 F.2d 857, S62 (C.CLPLA.). The regis- 
tration of a trade-mark conveys no property right; owner- 
ship in a mark derives from its adoption and use, not 
from its registration. Campbell Soup Co. vo Armour & 
Co..:81 F. Supp. 174 (D. Penna.), aff'd. 175 F.2d 795 
(C.A. 3), cert. den. 338 ULS. 847; Aulomatic Washer Co, 
v. Easy Washing Machine Corp.,9 F.RD. 335 (S.D.N_Y.). 


That the Attorney General may have formally regis- 
tered the “Zeiss” mark in his name, therefore, gives him 
no rights: because, in facet, as we have demonstrated, he 


was not the owner of the mark at the time of the formal 
registration. 
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B. EVEN [F THE ATTORNEY GENERAL OR 
ANY OF THIS PREDECESSORS IN) INTER- 
EST AT ANY TIME ACQUIRED THE OWN- 
ERSHIP OR THE RIGHT TO EXCLUSIVES 
USE OF THE TRADE-MARK °ZEISS”, [Tk 
HAS SINCE LOST SUCH RIGHTS BY ABAN- 
DONMENT, NON-USE, AND ACQUIES- 
CENCE IN USE BY OTHERS. 


We have, thus far, concerned ourselves solely with the 
question whether the Attorney General or any of his 
predecessors in interest at any time acquired any rights 
to the “Zeiss” mark. We have shown that at no time did 
any of them aequire such rights. Even had the Attorney 
General or any of his predecessors at any time acquired 
rights to the “Zeiss” mark, however, such rights have 
since heen lost through abandonment and non-use of the 


mark and acquiescence in its use by others. 
2 


1. The Attempted Transfers of the Mark Sepa- 
rately From a Business or Business Good 
Wul Constituted Abandonment of the Mark. 


It is a fundamental tenet of trade-mark law that once a 
mark is transferred separately from the business or busi- 
ness good will to which it is appurtenant, all rights to its 
exclusive use are abandoned and lost: the mark there- 
upon becomes property in the publie domain, Lawyers 
Title Ins. Co. v. Lawyers Title Ins. Corp., 71 App. D.C. 
120, 109 F. 2d 35, 43, note 39 (per Rutledge, J.), cert. 
den. 309 U.S. 684: Everett O. Fisk Co, v. Fisk Teachers’ 
Agency, 3F. 2d 7 (C.C.A. 8); Old Charter Distilling Co. 
v. Ooms, 73 F. Supp. 539, 541 (D.D.C.). 


If, then, the Attorney General did acquire any rights 
of ownership or exclusivity in the mark by reason of the 
World War I vestings by the then Alien Property Cus- 
todians or through the subsequent assignment to the 
Attorney General, in 1950, by Chemical Foundation; his 
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claim nevertheless must fail For, when the Alien Prop- 
erty Custodians purported to transfer the mark to Chem- 
tend: oundation, in) 1919, and Chemical foundation, in 
turn, presumed to assign the mark to the Attorney Gen- 
eral, in 1950; they did so without simultaneously convey- 
ing any business or business good will with the mark; 
indeed none of the assignors, at the time of the pur- 
ported transfers, had any such related business to con- 
vey. By such attempted transfers, both the Alien Prop- 
erty Custodians and Chemical Foundation, in legal effect, 
abandoned whatever exclusive rights they may have had 
to the “Zeiss” mark, 


2. The Long Non-use of the Mark and Acquies- 
cence in Its Use by Others Constitutes: Aban- 
donment of the Mark. 


Furthermore, whatever rights the Attorney General or 


his predecessors in interest may have had to the “Zeiss” 
trade-mark have long since been lost by their non-use of 
the mark and their acquiescence in its use by others. 


From 1921 to 1942, a period of more than 20 years, 
neither the Alien’ Property Custodians, nor Chemical 
Foundation, nor the Attorney General, nor any other 
oficer or agency of the United States used the mark in 
any ‘fashion whatever (J.-A. SA-GA, 42A-483A). On the 
other hand, as Chemieal Foundation and the Federal 
Government knew, other persons were, during that. ex- 
tended period, freely importing and selling in the United 
States large quantities of goods originating in the Zeiss, 
Jena plant in Jena, Germany, bearing the “Zeiss” trade- 
mark (ibid.; J.A. 46A-474). 


Keven after the cessation of hostilities in| World War 
IT, for almost a deeade, the Attorney General, advised of 
such: commerce, acquiesced in and made no objection to 
the importation and sale of “Zeiss” marked goods in 
this country. Indeed, appellant Steelmasters, on express 
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inquiry, Was assured by the Attorney General that there 
Was no objection to sueh commerce (S.A. 9A). And it 
Was in reliance on that assurance of no inhibition against. 
the importation and sale of such “Zeiss” trademarked 
goods from Jena that appellants engaged in the business 
and expended effort and monies to promote it) (J.A. OA- 


IQA). 


In these circumstances, there ean be no question that 
Whatever rights the Attorney General or his predecessors 
may have had to exclusive use of the “Zeiss” mark have 
been abandoned. Lawyers Title Ins, Conv, Lawyers Title Ins, 
Corp. 7l App. D.C. 120, 109 FL 2d 35, cert. den. 309 ULS. 
OS4; Hanover Star Milling Co. v. Metcalf, 240 US. 403, 418- 
419; Etseman v. Schiffer, 157 FLATS (CLCIS.DINLY.) 3 Raay- 
mond vy. Royal Baking Powder Co., 85 KL S3L (CLCLA. 
7): Bverett O. Fisk Teachers’ Ageney, 3 F.2d 7 (CLCLA. 
8S): Sherwood Co. vy. Sherwood Distillong Co., 177 Md. 
$55, 9 AL 2d S42, 845, As the Supreme Court said, in the 
Hanover Star Milling Co. ease, supra, “trade-mark rights, 
like others that rest ino user, may be lost by abandon- 
ment, nonuser, laches, or acquiescence.” By the action of 
the Attorney General and his predecessors in interest, 
the trade-mark “Zeiss” has long since been covered into 
the publie domain; and he cannot now belatedly reassert 
such exclusive right, if any, as he may at one time have 
held. 


C. THE ATTORNEY GENERAL IS ESTOPPED 
FROM NOW ASSERTING A RIGHT TO EX- 
CLUSIVE USK OF THE “ZEISS” TRADE- 
MARK AND TO BAR APPELLANTS FROM 
Usk OF THAT MARK. 


In 1949, before appellants ventured into the business 
of importing and distributing “Zeiss” trade-marked goods 
manufactured in Jena, Germany, Steelmasters informed 
the Attorney General of its intention to do so and in- 
quired whether the Attorney General or any agency of 
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the Federal Government would have any objection to 
such an enterprise (J.A. 9A), Whereupon, the Attorney 
General replied that there would be no objection (7bid.). 
It was in reliance on that representation by the Attorney 
General that appellants entered into the business; at 
considerable effort and expense, established facilities for 
conduct of the business: and have sinee engaged in con- 
tinuous and extensive promotion of the “Zeiss” mark 
and the products produced by Zeiss, Jena bearing that 
mark (J.A. 9A-10A), And, for at least two years—from 
1949 to 1951—the Attorney General, aware of appellants’ 
efforts in this regard, interposed no objection whatever 
to their importation and sale of such “Zeiss” marked 
goods. 


It needs no citation of authority to demonstrate that 
such action on the part of the Attorney General, result- 
ing in a clear change of position by appellants in reli- 
ance thereon, estops him now from asserting exclusive 
rights to the “Zeiss” mark, at least as against appellants. 
The doctrine of equitable estoppel, though it may be in- 
applicable as to the United States where sovereign fune- 
tions are involved, does apply to bind its officers “in 
proper circumstances”, such as these here, where the 
Government is operating in a_ proprietary capacity. 
Vestal v2 Commissioner of Internal Revenne, 80 App. 
D.C. 264, 152 T°. 2d 182; see Chapman v. Santa Fe R. 
Co., 90 App. D.C. 34, 198 F. 2d 498, cert. den. 343 ULS. 
964: Cooke v. United States, 91 U.S. 389, 398; Branson 
v. Wirth, 17 Wall. 32. 
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II. 


The Respective Rights qua non to the ‘‘Zeiss’’ Trade- 
mark of the East German Carl Zeiss Foundation 
(Jena) and the West German Foundation (Heiden- 
heim) Have No Relevance to This Action. The Issue 
Here Is Whether the Attorney General Is the Owner 
of the Mark in the United States and Thus Entitled 
to Bar Importation of Goods So Marked Except With 
His Consent. In Any Event, the Record Is Plain 
That the Goods Which Appellants Seek to Import 
Are ‘‘Genuine’’ Goods Entitled to Bear the ‘‘Zeiss’’ 
Mark. The Lower Court’s Findings in This Regard 
Are Contrary to the Evidence of Record. Its Denial 
of Injunctive Relief, Based on Those Findings, Is 
Unwarranted. 


The affidavits which appellees filed below have no rele- 
vance whatever to the subject matter of this suit. Those 
affidavits (JA. 45A-77A) aver, tuter alia, that after the 
end of World War TI, former. officers of Carl Zeiss 
Foundation, Jena, were transported to the Western Zone 
of Germany, there organized firms for the production of 
the same type of goods being manufactured in Jena, and 
there secured decrees from West German authorities 
purporting to change the domicile of the foundation from 
Jena (East Germany) to THeidenheim (West Germany). 
That the Carl Zeiss Foundation whieh remained in Jena 
has contended that it is the true Foundation and still the 
owner of the “Zeiss” trade-mark; while the Carl Zeiss 
loundation newly domiciled in Heidenheim, on the other 
hand, has contended that it is the true Foundation and 
the owner of the “Zeiss” mark. That each considers the 
other the usurper. And that the controversy has inspired 
lawsuits in the German courts and in the courts of the 
Netherlands, Switzerland, and Egypt. 


Whatever the rights of these competing “Foundations”, 
they have no significance for our case, Neither the Jena 
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nor the Heidenheim concern is a party to this litigation. 
Neither has sought te bar appellants’ importation of 
“Zeiss” marked goods into the United States; and appel- 
lants have no grievance here against either of them. It 
is the Attorney General, rather, and (acting on his elaim 
of ownership of the mark) the Customs officials who have 
prohibited appellants from engaging in such importation. 


The position which the Government has taken below is, 
to say the least, most paradoxical. Its counsel submit an 
affidavit averring that: “Only plants owned by the Carl 
Zeiss Foundation are entitled to use the Zeiss trade- 
mark” (J.A. 47A). Simultaneously, they claim that the 
Attorney General is the owner of the trade-mark in the 
United States. Thus, the Government’s position is that 
the Attorney General is the owner of a mark which he 
nevertheless is not entitled to use! 


Appellees’ action in barring appellants’ importation 
and sale of “Zeiss” marked goods is. posited solely on 
the provisions of 15 U.S.C. 1124 and 19 U.S.C. 1526 
(infra, pp. 42-44). 


It is to these provisions the Commissioner of Customs 
refers and on which he relies to justify his refusal to 
permit appellants’ importation (J.A. 72A-73A). It is the 
Attorney General’s claim of ownership to the “Zeiss” 
mark in the United States and the Patent Office registra- 
tion of the mark to the Attorney General which are relied 
on by the Customs officials (¢bid.). The rights qua non 
of the Jena “Foundation” and the Heidenheim *Founda- 
tion” are not and could not properly be considered. For, 
only the ownership and registration of the mark in the 
United States are in issue. Its ownership and registra- 
tion in Germany, or The Netherlands, or Switzerland, or 
Egypt are of no moment. 


Notwithstanding its impertinence, the controversy be- 
tween the East German and West German concerns ap- 
parently impressed the lower court and inspired its 
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erroneous denial of appellants’ motions. Thus, the court 
found (J.A. 103A): 


“Plaintiffs have failed to establish upon their 
verified complaint and affidavits that the goods which 
they seek to import are genuine and entitled to bear 
the trade-mark ‘Zeiss’. 


“Plaintiffs have failed to establish that goods pro- 
duced in the Western Zone of Germany and bearing 
the trade-mark ‘Zeiss’, which defendants contend are 
genuine, are in fact spurious.” 


As we have stated, the “genuineness” or “spuriousness” 
of the East German or West German goods (whatever 
may be meant by those terms) is not in issue here. The 
Customs officials have refused entry of appellants’ goods 
not because they are “spurious”, but solely because they 
bear the “Zeiss” mark, of which the Attorney General 
claims to be the owner.” Nor have appellants sought to 
have the Attorney General barred from importing “Zeiss” 
marked goods on the ground that they are “spurious”. 
Consequently, appellants are required to establish neither 
the “genuineness” or “spuriousness” of their “Zeiss” 
marked merchandise nor that of other importers’ goods. 
The sole issue here is whether the Customs officials have 
a right, under law, to refuse entry to goods imported hy 
appellants which bear the “Zeiss” trade-mark. And that 
subsumes the issue whether the Attorney General, the 
“domestic manufacturer or trader” who has recorded the 
certificate of registration of the “Zeiss” mark with the 
Treasury Department, truly is the owner of that mark. 


Beyond these considerations, moreover, is the fact that 
the record does indisputably establish that the Attorney 
General and his agent, Zeiss, New York, a concern he 
wholly owns, have repeatedly dealt with and recognized 


® Indeed, if the Attorney General were the owner of the mark, 
the statutory provisions referred to would prohibit importation by 
others, without his consent, even of the “genuine” goods which 
he himself might contemporaneously be importing. 





36 


the very goods which appellants seek to import, as true 
“Zeiss” goods. The uncontroverted aflidavits filed below 
show the following: 


(lL) During a period of some eight years, beginning 
shortly after the termination of World War II hostilities 
and) continuing until 1953, the West German plants pro- 
ducing “Zeiss” marked goods (which the Government now 
apparently contends are the “genuine” “Zeiss” goods) 
were regularly purchasing lenses and other component 
parts from Zeiss, Jena (East Germany) and furnishing 
to Zeiss, New York, products of which those East Ger- 
man-produced parts were integral components (J.A. 79A- 
SUA, SLA-SZA). 


(2) From about 1945 to 1950, Zeiss, New York pur- 
chased lenses and component parts of cameras from 
Zeiss, Jena (J.A. SUA-S1LA). 


(3) From about 1945 to 1953, Zeiss, New York, offered 
for sale and sold to the consuming trade in the United 
States, cameras and other optical equipment wholly or 
partly produced by Zeiss, Jena and bearing legends ex- 
pressly identifying their origin in Jena (J.A. SLA-82A). 


(+) A circular issued to the trade in the United States 
by Zeiss, New York, under date of January 3, 1950, read, 
in part, as follows: 

“Zeiss, Opton [one of the West German concerns] 
is economically independent of, but works m_ har- 
mony with Carl Zeiss, Jena [the East German firm]”. 
(emphasis supplied). 


(JA. SOA, SEA). 


(5) Early in 1950, Mr. K. A. Bauer, the president of 
Zeiss, New York, whose affidavit was filed and is relied 
on by appellees (JJ.A. 45A-51A), addressed a letter to the 
magazine “Modern Photography” (a magazine in the 
photography field) which read, in part, as follows: 


e 4 
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“To say that ‘the Contax “S” [a camera produced 
by Zeiss, Jena] marks the first improvement in Zeiss 
camera design in 15 years’ is untrue. There is no 
‘Zeiss camera design’. When you say ‘Zctss’, it means 
‘Carl Zeiss, Jena’ or ‘Zeiss Opton’, two firms making 
optical instruments including photographic lenses. . .” 
(emphasis supplied). 

(J.A. 82A-83A, 93A-95A). 


(6) In a letter dated April 13, 1954, written by Zeiss, 
New York, that firm referred an inquiring dealer to 
appellant Ercona for supply of a “Zeiss” lens replace- 
ment. (J.A. 80A, S6A-87A). 


(7) In a letter dated April 25, 1956, written by the 
same firm, Zeiss, New York, another dealer was referred 
once more to Ercona for supply of repair parts and a 
new lens for a “Zeiss” rifleseope manufactured by Zeiss, 
Jena but purchased originally from Zeiss, New York. 
(J.A. SOA, 87A-S8A). 


Thus, again and again, Zeiss, New York, the very con- 
cern wholly owned by the Attorney General and acting as 
his agent in sale of “Zeiss” trade-marked goods, has held 
out to the trade the “genuineness”, as “Zeiss” goods, of 
products manufactured by Zeiss, Jena. And, even more, 
Zeiss, New York, has sold such products to the trade in 
the United States as goods fully entitled to bear the 
trade-mark “Zeiss”. 


Finally, if further proof of the “genuineness” of ap- 


pellants’ goods is needed, it must be remembered that 
from 1950 to 1955, the Attorney General not only per- 
mitted but consented to the importation by appellants, 
under the “Zeiss” mark, of goods manufactured by Zeiss, 
Jena—goods which now he insists are “spurious”. (J.A. 
9A-12A). 


If the Zeiss, Jena products are not “genuine” mer- 
chandise entitled to bear the “Zeiss” mark, why did the 
Attorney General and his wholly-owned firm of Zeiss, 
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New York, so long authorize their sale and sell them to 
the American public as such. Were they then guilty of 
a fraud on the American consumer? Why their sudden 
change of heart in mid-1955? 


Whatever the motive of the Attorney General in’ so 
belatedly reversing his position, it is plain that the find- 
ings of the court below were not supported by the record 
before it. And, consequently, that its denial of injune- 
tive relief to appellants, grounded on those findings, was 
unwarranted and an abuse of discretion. 


Il. 


The Record Shows That Appellants Have Suffered and 
Will Suffer Irreparable Injury and That Injunctive 
Relief Is Necessary to Restore the status quo. The 

_Lower Court’s Finding and Conclusion to the Con- 
trary Are Clearly Erroneous. 


The error of the court below in denying the injunctive 
relief requested by appellants and its abuse of discretion 
in refusing to grant a preliminary injunction are most 
flagrantly displayed in the court’s findings and conclu- 
sions With respect to the showing of irreparable injury. 
The court found that appellants “have not shown that 
they will suffer irreparable loss or injury pendente lite’’ 
and concluded that appellants “do not require an injunc- 
tion to preserve the status quo” (J.A. 103A). This find- 
ing and conclusion fly in the face of a record replete 
with showing of irreparable injury and eloquently de- 
monstrative of the urgent need for relief pendente lite. 


Prior to June, 1951, when the Attorney General re- 
corded the certificate of registration of the “Zeiss” mark 
with the Treasury Department, appellants had been in- 
porting “Zeiss” marked goods freely into the United 
States (J.A. 9A-11A). From that date to June, 1953, 
appellants (expressly reserving their rights) requested 
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and secured consents of the Attorney General to impor- 
tation of substantial quantities of such goods (J.A. 11A- 
12A). Only at that late date, in mid-1955, was the com- 
plete bar to importation imposed (J.A. 12A-13A). Thus, 
after some five years, during which they engaged in and 
developed a substantial American business in “Zeiss” 
marked goods, appellants were completely proscribed 
from continuing such trade. It was this action on the 
Government’s part, radically altering the status quo, that 
led to and compelled the present suit. 


The record shows that the dollar volume of “Zeiss” 
goods imported by Steelmasters in 1955, when the com- 
plete bar was imposed by the Government, was more 
than 75% less than the volume imported in 1951 (J.A. 
19A-20A). And that the dollar volume of such goods 
sold by Ercona in 1955 was more than 50% less than that 
sold in 1951 (J.A. 22A). These substantial reductions in 
business were primarily the direct result of the Govern- 
ment’s action (J.A. 204A, 22A). 


As a consequence of the Government’s action, it is 
virtually impossible for appellants to fill orders for 
“Zeiss” marked goods from Federal agencies, Govern- 
ment contractors, and other users in vital and defense- 
related enterprises (J.A. 22A-36A). On one item alone, 
Carl Zeiss binoculars, Ereona has been unable to fill 
purchase orders aggregating, at wholesale price levels, 
approximately $50,000; and has been precluded from ac- 
cepting additional orders which, it is estimated, would 
approximate, for the latter half of 1956 alone, $50,000 
to $100,000, at wholesale price levels (J.A. 98A-99A). 


Since 1955, when the complete bar to importation was 
imposed on appellants, they have been compelled to 
abandon a substantial portion of their advertising and 
promotion programs (J.A. 994). 


It is impossible to understand how, in the face of so 
strong a showing, the lower court could have found that 
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appellants “have not shown that they will suffer irre- 
parable injury pendente lite” and could have concluded 
that an injunction is unnecessary to preserve the status 
quo, The interference with appellants’ business, which 
began in mid-1955, must continue so long as the Govern- 
ment refuses entry to their “Zeiss” trade-marked goods. 
Appellants can never be compensated for the losses which 
they have suffered, continue to suffer, and will continue 
to suffer. For, no matter how unlawful the Government’s 
action may be, suit will not lie against the United States 
for damages. And much of the business and good will 
which they have lost and will continue to lose because 
they have been rendered unable to deliver “Zeiss” goods, 
appellants cannot hope ever to recapture. 


If this record does not warrant injunctive relief, at 
least pendente lite, the remedy of the preliminary injunc- 
tion afforded by the Rules is a sham. 


CONCLUSION 


There can be no question that appellants are entitled 
in this action to test the validity of the Attorney Gen- 
eral’s claim to the “Zeiss” trade-mark; and, if that claim 
is without merit, to an injunction restraining further 
interference with their importation and sale of ‘‘Zeiss’’ 
marked goods. Croton Watch Co. v. Laughlin, 208 
F. 2d 93 (C.A. 2); Coty v. Le Blume Import Co., 292 
F. 264, 268-269 (S.D.N.Y., per L. Hand, J.) aff’d sub. 
nom. Le Blume Import Co. v. Coty, 293 F. 344 (C.C.A. 
2): Holland v. C. & A. Import Corp., 8 F. Supp. 259 
(S.D.N.Y.); see Fred Gretsch Mfg. Co. v. Schoening, 238 
PF, 700 (C,C.A, 2). 

The action presents substantial questions. And since 
there is a showing of irreparable injury which will con- 
tinue if the ban on importation is not immediately lifted, 
whereas no serious injury to appellees can result if it is 
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lifted; it is clear that appellants are entitled, at the very 
Jeast, to the preliminary injunction pendente lite which 
they requested. Croton Watch Co. v. Laughlin, supra. 


For the foregoing reasons, the orders of the District 
Court should be reversed and the case remanded to that 
Court with directions to enter a summary judgment for 
appellants or, at the very least, to enter a preliminary 
injunction pendente lite, as requested in the complaint. 


Respectfully submitted, 


Harry J. Ranp 
Attorney for Appellants 


Weisman, ALLAN, SPETT, 

& SHEINBERG, Esas. 
1501 Broadway 

New York, New York 
Of Counsel 
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APPENDIX 
Statutes Involved 


(1) 15 U.S.C. 1124 (July 5, 1946, ¢. 540, Tit. VII, sec. 42, 
60 Stat. 440) : 


No article of imported merchandise which shall copy or 
simulate the name of the any domestic manufacture, or 
manufacturer, or trader, or of any manufacturer or 
trader located in any foreign country which, by treaty, 
convention, or law affords similar privileges to citizens 
of the United States, or which shall copy or simulate a 
trade-mark registered in accordance with the provisions 
of this chapter or shall bear a name or mark calculated 
to induce the public to believe that the article is manu- 
factured in the United States, or that it is manufactured 
in, any foreign country or locality other than the country 
or locality in which it is in fact manufactured, shall be 
admitted to entry at any customhouse of the United 
States; and, in order to aid the officers of the customs 
in enforcing this prohibition, any domestic manufacturer 
or trader, and any foreign manufacturer or trader, who 
is entitled under the provisions of a treaty, convention, 
declaration, or agreement between the United States and 
any foreign country to the advantages afforded by law to 
citizens of the United States in respect to trade-marks 
and commercial names, may require his name and resi- 
dence, and the name of the locality in which his goods 
are manufactured, and a copy of the certificate of regis- 
tration of his trade-mark, issued in accordance with the 
provisions of this chapter, to be recorded in books which 
shall be kept for this purpose in the Department of the 
Treasury, under such regulations as the Secretary of the 
Treasury shall prescribe, and may furnish to the Depart- 
ment facsimiles of his name, the name of the locality in 
which his goods are manufactured, or of his registered 
trade-mark, and thereupon the Secretary of the Treasury 
shall cause one or more copies of the same to be trans- 
mitted to each collector or other proper officer or customs. 
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(2) 19 U.S.C. 1526 (June 17, 1930, ¢. 497, Tit. IV, see. 
526, 46 Stat, 741): 


(a) It shall be unlawful to import into the United 
States any merchandise of foreign manufacture if such 
merchandise, or the label, sign, print, package, wrapper, 
or receptacle, bears a trade-mark owned by a citizen of, 
or by a corporation or association created or organized 
within, the United States, and registered in the Patent 
Office by a person domiciled in the United States, under 
the provisions of sections 81 to 109 of Title 15, and if a 
copy of the certificate of registration of such trade-mark 
is filed with the Secretary of the Treasury, in the man- 
ner provided in section 106 of said Title 15, unless writ- 
ten consent of the owner of such trade-mark is produced 
at the time of making entry. 


(b) Any such merchandise imported into the United 
States in violation of the provisions of this section shall 
be subject to seizure and forfeiture for violation of the 
customs laws. 


(c) Any person dealing in any such merchandise may 
be enjoined from dealing therein within the United States 
or may be required to export or destroy such merchan- 
dise or to remove or obliterate such trade-mark and shall 
be liable for the same damages and profits provided for 
wrongful use of a trade-mark, under the provisions of 
such sections 81 to 109 of Title 15. 


(3) 50 U.S.C. App. 7(¢e) (Oct. 6, 1917, ¢. 106, sec. 7(c), 40 
Stat. 416, as amended Nov. 4, 1918, c. 201, sec. 1, 40 
Stat. 1020) : 


(c) If the President shall so require any money or 
other property including (but not thereby limiting the 
generality of the above) patents, copyrights, applications 
therefor, and rights to apply for the same, trade marks, 
choses in action, and rights and claims of every character 
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and description owing or belonging to or held for, by, on 
account of, or on behalf of, or for the benefit of, an 
enemy or ally of enemy not holding a license granted by 
the’ President hereunder, which the President after in- 
vestigation shall determine is so owing or so belongs or 
is so held, shall be conveyed, transferred, assigned, de- 
livered, or paid over to the Alien Property Custodian, or 
the same may be seized by the Alien Property Custodian; 
and all property thus acquired shall be held, administered 
and disposed of as elsewhere provided in this Act. 


> 
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COUNTER-STATEMENT OF QUESTIONS PRESENTED 


1. Whether the plaintiffs proved with the certainty as to 
law and fact required for a preliminary injunction or a 
summary judgment that the Attorney General did not 
become the owner of the trade-mark ‘‘Zeiss’’ by seizure 
thereof during World War I and by World War II vestings. 

2. Whether the plaintiffs proved with the same degree of 
certainty that the goods they seek to import, produced in 
Kast German plants nationalized without compensation by 
the unrecognized government of that part of Germany, are 
entitled to bear the trade-mark ‘‘Zeiss’’. 

3. Whether the plaintiffs have shown an emergency call- 
ing for a preliminary injunction in a suit brought in 1956, 
when they have not questioned since 1949 or 1951 the At- 
torney General's claim to own the trade-mark, 

4+. Whether the District Court abused its diseretion in 
denying a preliminary injunction. 
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GAnited States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


No. 13,538 


Ercona Camera CorporaTion and STEELMASTERS, 
INCORPORATED, APPELLANTS 


Vv. 


HerserT Browne.u, Jr., Attorney General, Grorce M. 
Humpurey, Secretary of the Treasury, and Ratpu 
Ketiy, Commissioner of Customs, APPELLEES 


APPEAL FROM THE UNITED STATES DISTRICT COURT FOR 
THE DISTRICT OF COLUMBIA 


BRIEF FOR APPELLEES 


COUNTER-STATEMENT OF THE CASE 


The property which is the subject of this action is the 
trade-mark ‘‘Zeiss’’, which has been used in connection 
with optical, photographic, and scientific goods (3A-4A).? 
It is now registered in the Patent Office in the name of the 
Attorney General (7A), and he has caused a certificate of 
registration to be deposited with the Secretary of the 
Treasury (114A). 

Plaintiffs sued in the District Court the Attorney Gen- 
eral, the Secretary of the Treasury, and the Commissioner 
of Customs, officially and individually (2A-3A), for a decree 


1 References such as 3A are to the Joint Appendix. 


(1) 
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declaring that the Attorney General has no right to the 
exclusive use of the trade-mark and the registration in his 
name is invalid, declaring the recordation of such registra- 
tion with the Treasury invalid and ordering the recordation 
cancelled, and enjoining the defendants from interfering 
with the importation of goods manufactured by the firm of 
Carl Zeiss, of Jena, Germany, and bearing the trade-mark.’ 

The case comes to this Court after a hearing in the 
District Court on the verified complaint and affidavits on 
plaintiffs’ motions for a preliminary injunction and for 
summary judgment. 

History of the Trade-Mark. According to the complaint 
the trade-mark ‘‘Zeiss’’ was first registered in the Patent 
Office on February 20, 1912, under Registration No. 85,539, 
by the firm of Carl Zeiss, of Jena, Germany (3A). On or 
about April 10, 1919, the then Alien Property Custodian 
issued an order seizing the Registration No. 85,539 and the 
trade-mark, and on the same day he sold and assigned them 
to The Chemical Foundation, Incorporated, a Delaware 
corporation (4A).* On November 17, 1921, the Chemical 
Foundation granted a license to the United States to use 
the Registration and the trade-mark (5A). 

On February 20, 1932, the Registration No. 85,539 was 
renewed in the Patent Office to Chemical Foundation 
(64). On October 20, 1950, the Chemical Foundation pur- 
ported to assign the Registration and trade-mark to the 
Attorney General (7A),‘ who filed a certificate of registra- 
tion with the Secretary of the Treasury on June 28, 1951, 


? Including the release from Customs of goods alleged to belong 
to the plaintiff Steelmasters. 

3 There was another order of seizure June 21, 1921, and a confir- 
mation and ratification of the sale to Chemical Foundation on 
November 10, 1921 (4A). 

4 The Chemical Foundation, Incorporated, the Delaware corpora- 
tion, appears to have been dissolved in 1945 (6A-7A). Before its 
dissolution, however, it assigned all its assets, including trade-marks, 
to a New York corporation of the same name, and the Directors of 
the transferee by a resolution dated February 27, 1951, approved 
and ratified the assignment to the Attorney General (62A-64A). 
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in accordance with the provisions of 15 U.S.C. 1124 and 
of the Customs Regulations (114A). 

On February 20, 1952, the Registration No. 85,539 was | 
renewed in the Patent Office to the Attorney General (7A). 
On April 8, 1953, the Attorney General, acting under the 
Trading with the Enemy Act, vested: 


All right, title and interest, if any, of whatsoever 
kind and nature . . . of Carl Zeiss, Jena, and/or | 
Zeiss Ikon A.G. . . . in and to any and all goodwill 
of the business in the United States of Carl Zeiss, Inc., 
a corporation organized under the laws of New York, | 
and in and to any and all registered or unregistered 
trade-marks and trade-names appurtenant to such busi- 
ness or heretofore transferred or assigned to, or now 
owned by the Attorney General of the United States. 
[Vesting Order No. 19243, 18 F.R. 2095.] 


By an earlier vesting order, No. 138, dated August 28, 
1942 (7 F.R. 7064), the Alien Property Custodian had 
vested all the capital stock of the New York corporation, 
Carl Zeiss, Ine., which was wholly owned by the firm of 
Carl Zeiss of Jena (6A). 

The complaint alleges that the seizures by the Alien 
Property Custodian in 1919 and 1921 and the sale to Chem- 
ical Foundation were null and of no effect because the trade- 
mark was not appurtenant to any business in the United 
States, and that the same is true of the 1953 vesting and of 
the renewals in the Patent Office to Chemical Foundation 
and the Attorney General (4A, 7A, 8A). It also alleges that 
if the Attorney General or Chemical Foundation acquired 
any rights in the trade-mark, such rights were lost by aban- 
donment and non-use (4A-5A, 6A, 7A, 8A). 

The Use of the Trade-Mark. As just indicated, the plain- 
tiffs claim that subsequent to the World War I seizures 
neither Chemical Foundation nor the Attorney General 
used the trade-mark (5A). The trade-mark, according to 
plaintiffs, had been used for many years before 1912 by 
the firm of Carl Zeiss, Jena, to identify scientific, optical, 
and photographic instruments and equipment manufactured 
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at Jena by that firm and its affiliates and subsidiaries (3A- 
+A). Also, plaintiffs allege, from 1922 to 1952, the Chem- 
ical Foundation and the Attorney General permitted the 
importation and sale in the United States of such goods 
manufactured by Zeiss, Jena, and bearing the mark (5A), 
particularly by Carl Zeiss, Ine. of New York, a wholly- 
owned subsidiary of Zeiss, Jena (6A). It is claimed that 
the mark has become so identified with goods manufactured 
by **Zeiss, Jena’? and at Jena, Germany, that it cannot be 
used on goods manufactured by others or elsewhere with- 
out making the mark an instrumentality of fraud on the 
public (8A-9A). 

The Zeiss Firm and the Division of Germany. Accord- 
ing to an affidavit by Karl A. Bauer, president of Carl 
Zeiss, Ine.,* prior to World War IT the Carl Zeiss Founda- 
tion had eleven branches located in what is now known as 
Western Germany (47A). In April, 1945, just before the 
capitulation of Germany, the American forces oecupied the 
city of Jena and the Carl Zeiss Foundation plants in that 
area. When they withdrew about July 1, 1945, they trans- 
ported to the American Zone scientifie and engineering per- 
sonnel of the Zeiss plants, including lifetime members of the 
Management Board (47A-48A). By 1946 all the members 
of the administration of the Carl Zeiss Foundation were in 
the Western Zone of Germany, and they organized a firm 
in Heidenheim, Germany, for the produetion of the types 
of goods formerly produced in Jena (48A). This resulted 
in decrees in the State of Wuerttenberg, Baden, Western 
Germany, in 1949 and 1954 to the effect that the legal 
domicile of the Foundation was Heidenheim (48A-49A). 
Also, in 1948, a stockholders’ meeting changed the domicile 
of Zeiss-Ikon, A.G., from Dresden in the Eastern Zone 
to Stuttgart in the Western Zone (49A). 

The Zeiss plants in the Eastern Zone were almost entirely 
dismantled by the Soviet occupying forces ® and seized as 





5 This affidavit appears in the Joint Appendix, pp. 45A-51A. It 
is not, however, listed in the Index to the Appendix. 

95% of Carl Zeiss, Jena, was dismantled and Zeiss-Ikon, A.G., 
was completely dismantled (49A). 
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reparations (49A). In April of 1948 the plants in the East- | 
ern Zone were nationalized without compensation, and 
in November of that year they were re-registered in the 
Hastern Zone as ‘‘property of the people.’? They are now 
known as Carl Zeiss, Jena, V.E.B. (Peoples’ Owned 
Plants), and it is in those plants that the goods plaintiffs 
seck to import are produced (48A-49A). The exportation 
of goods by the V.E.B. plants is controlled by an agency | 
of the ‘‘German Democratic Republic’? (Eastern Zone) | 
known as ‘‘T).T.A.’’ (49A). 

One result of these events was a dispute as to whether 
the Eastern or Western German firm was the legitimate 
**Zeiss.’? Courts in Egypt and The Netherlands have | 
enjoined the export ageney ‘‘D.I.A.’’ from exhibiting East- | 
ern Zone goods trade-marked ZEISS (49A). A Swiss | 
court in 1953 held that Zeiss-Ikon, A.G., now domiciled in 
Stuttgart, was the lawful owner of the trade-mark, and in 
1955 a court in Dusseldorf (Western Germany) forbade the 
East German Zeiss-Ikon, A.G., from using that mark (49A- | 
DOA). Courts in Goettingen and Cologne issued similar de- 
erees (S0A). In 1954 a court in Stuttgart held that the only | 
persons entitled to act for the Carl Zeiss Foundation were 
the members of its administration residing in the Western | 
Zone (50A). According to the Bauer affidavit, the only de- 
cision to the effect that the Zeiss Foundation is still dom- 
iciled in Hast Germany and that goods produced in that 
area are genuine Zeiss goods is one of an East German | 
court in a non-adversary proceeding (50A). 

The Plaintiffs and Their Contracts. Plaintiff Steelmas- 
ters has been engaged in the importation of goods from 
Germany and other countries and claims to have a contract 
with the Eastern Zone Zeiss for the exclusive importation | 
of scientific, optical, and photographic goods and for impor- | 
tation of other goods (3A, 9A). Plaintiff Ercona is a cor- | 
poration organized by Steelmasters to distribute the goods 
so imported (10A). Plaintiffs also claim that before mak- 
ing its contract with the East German Zeiss, Steelmasters 
was informed by the Attorney General that neither he nor 
any agency of the Government would have any objection 
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to the proposed contract or importation, and that in reliance 
on such information the plaintiffs at considerable expense 
set up offices, showrooms and other facilities, and spent 
large sums on promotion and publicity (9A-10A). 

Plaintiffs complain that after the Attorney General had 
recorded the mark with the Seeretary of the Treasury and 
the Commissioner of Customs in 1951, the latter officials 
notified them that they could no longer import goods bearing 
the trade-mark ‘‘Zeiss’’ without written consent from the 
Attorney General or the New York Zeiss as his exclusive 
licensee (114A). 

Thereafter and until about April 9, 1952, Steelmasters, 
with the consent of the New York Zeiss did import trade- 
marked goods (11A). For the next two years (April 9, 1952 
to March 4, 1954) the New York firm, despite a statement 
that it would not consent to the importation of goods which 
might compete with its business, did allow the importation 
by Steelmasters of some shipments of such goods, but the 
New York Zeiss and the Attorney General refused to con- 
sent to other shipments (11A-12A). On March 4, 1954, the 
New York Zeiss advised Steelmasters that it would not 
thereafter consent to the importation of any goods bearing 
the trade-mark ‘‘Zeiss’’; what happened was that the im- 
portation of some goods was consented to and of others 
was prohibited (12A). 

On June 22, 1955, according to the complaint, the At- 
torney General notified Steelmasters that after August 21, 
1955, no authorization for the commercial importation of 
goods bearing the trade-mark ‘‘Zeiss’’ would be granted, 
and since August 21, 1955, the Secretary of the Treasury 
and the Commissioner of Customs have refused to permit 
the importation of goods manufactured by and imported 
from **Zeiss, Jena’’ and bearing the trade-mark (12A and 
13A). It is alleged that at present there are held in eus- 
toms in New York trade-marked goods manufactured by 
**Zeiss, Jena’’ in value (factory cost) of over $6,000, which 
have been refused entry (134A). 

The result, according to the complaint, is the substantial 
and irreparable injury of both plaintiffs (144). Accord- 
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ingly, the complaint prays a judgment: (a) that the Attor- 
ney General has no right to the exclusive use of the trade- 
mark ‘‘Zeiss’’ in the United States and is not entitled to 
its registration; (b) and (c) that the recordation with the 
Secretary of the Treasury and the Commissioner of Cus- 
toms is invalid and of no legal effect and should be ean- 
celled; (d) enjoining the defendants from interfering with 
the importation, distribution, or sale by the plaintiffs of 
goods trade-marked ‘‘Zeiss’’ and manufactured by the East- 
ern Zone Zeiss; and (e) directing the release of plaintiff’s 
goods now held in customs (15A-16A). 

The complaint also contained a prayer for a preliminary 
injunction, pendente lite, restraining the defendants from 
interfering with the importation of trade-marked goods 
manufactured by the Jena Zeiss firm, and for a release of 
the goods held in customs (16A). 

The complaint was filed April 4, 1956 (2A). On April 
13, 1956, the plaintiffs moved for a preliminary injunction 
in the same terms and for a summary judgment for the re- 
lief prayed in the complaint (18A-19A). A supplemental 
motion for summary judgment was filed May 10, 1956 
(387A). Affidavits were filed in support of plaintiff’s mo- 
tions (19A-21A, 21A-36A, 38A-45A, 78A-95A), and by the 
defendants in opposition (45-51A, 51A-77A). Attached to 
the affidavit of Mr. Silvian, one of defendant’s counsel, was 
a copy of a ruling by the Acting Commissioner of Customs 
on plaintiffs’ objections to the Attorney General’s recorda- 
tion of the Zeiss trade-mark, in which the Acting Commis- 
sioner held that the Attorney General was the owner of the 
trade-mark and entitled to record it (71A-77A). 

The District Court denied plaintiffs’ motions for sum- 
mary judgment and for a preliminary injunction (774A, 
96A), and denied a motion for rehearing on the application 
for injunction (102A-103A). It found that the plaintiffs 
had failed to establish that the goods they scek to import 
are genuine and entitled to bear the trade-mark ‘‘Zciss’’, 
and that they had not shown that they will suffer irrepara- 
ble loss pendente lite (103A). It concluded that the At- 
torney General is the lawful owner of the trade-mark, and 
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that the plaintiffs did not require an injunction to preserve 
the status quo (103A). 


STATUTES INVOLVED 


In addition to the statutes reprinted in the appendix to 
appellants’ brief (pp. 42-44), other provisions relevant here 
are those of Section 5(b) of the Trading with the Enemy 
Act, as amended, of Executive Order No. 9193, and of the 
Regulations issued under Executive Order No. 8389, which 
appear, infra, pp. 22-24. 


SUMMARY OF ARGUMENT 


Plaintiff ’s claim that in 1919 and 1921 (World War I) the 
Attorney General did not seize a business to which the 
trade-mark ‘‘Zeiss*’ was appurtenant is not made out with 
any certainty as a matter of fact by a verified complaint 
in general and conclusory terms signed by affiants who 
are not shown to have personal knowledge. 


Moreover, the amendment of 1918 of the Trading with the 
Enemy Act authorizing the seizure of trade-marks is to 
be construed to authorize the seizure of marks even when 
there is no appurtenant business to be seized. Except in 
the very rare situation, the enemy owner of a United States 
trade-mark would have no ‘‘business’’ in the United States 
which could be seized, and unless the 1918 amendment is to 
be construed as a nullity, it must be held to authorize the 
seizure of a mark even when a ‘‘business’’ cannot be seized. 
The courts have recognized the authority of the Alien Prop- 
erty Custodian to seize trade-marks. United States v. 
Chemical Foundation, 272 U.S. 1. 

The Attorney General’s chain of title traces back to the 
World War I seizures, with conveyances to and from the 
Chemical Foundation, and in 1942 by vesting of the stock 
of the wholly-owned Zeiss subsidiary in New York he ac- 
quired also the ownership of a related or ‘‘appurtenant”’ 
business. In any event, plaintiffs’ attacks on the Attorney 
General's rights raise issues of fact, which should not be 
resolved on the present record. 

On the record there is serious doubt whether the goods 
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plaintiffs seek to import, manufactured in the ‘‘Peoples’ 
Owned Plants’’ of East Germany by firms which are agen- 
cies of the unrecognized government of that territory, are | 
legally entitled to bear the trade-mark ‘‘Zeiss’’ so that they | 
may be imported without confusing and defrauding the pub- | 
lic. A number of courts abroad have decided that in Ger- | 
many the legal owner of the trade-mark is the West Ger- 
man Zeiss firm, and such judgments against plaintiffs’ sup- 
plier may bind the plaintiffs on principles of privity. 

The plaintiffs were aware of the Attorney General’s claim 
of ownership of the trade-mark and of his claim of right to 
prohibit the importation of the goods they handle as long 
ago as 1951 at least. Having forborne to question his rights 
until now and having imported with his consent goods bear- 
ing the trade-mark, they have not shown an emergency sit- 
uation calling for the drastic remedy of a preliminary in- 
junction or that they will suffer such irreparable injury as 
to entitle them now to relief equivalent to what they might 
obtain after trial and full proof. 

There being disputed issues as to material facts, and the 


findings of the District Court not being shown to be clearly 
erroneous, plaintiffs’ motion for summary judgment was 
rightly denied. 


ARGUMENT 


1. Plaintiffs Have Not Made Such a Showing of Wrongful Acts 
by the Defendants or of Irreparable Injury to Themselves 
as to Justify a Preliminary Injunction. 


Plaintiffs do not claim for themselves any rights in the 
trade-mark ‘‘Zeiss’’. They appear to concede that if the 
Attorney General is the rightful owner of the trade-mark, 
the conduct of the defendants has been lawful. 


A. The Attorney General is the owner of the trade-mark 
““Zeiss”’ 


According to the complaint the then Alien Property Cus- 
todian seized the trade-mark Registration No. 85,539 and 
the trade-mark ‘‘Zeiss’’ on or about April 10, 1919, and 
again on or about June 21, 1921 (4A). 
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Piaintiffs do not allege the terms of the seizure or set out 
the documents, but they go on to allege that the purported 
seizures were nullities ‘‘ because there was neither a busi- 
ness in the United States nor a good will attached to such 
a business, to which the trade-mark ‘Zeiss’ could or had be- 
come or was then appurtenant’? (4A). 


This is hardly a direct allegation that there was no ap- 
purtenant business or that such a business was not seized. 
Passing that, the only proof offered by plaintiffs is a veri- 
fied complaint in general terms signed and sworn to by 
two men, who are not shown to have any personal knowl- 
edge at all of what occurred in 1919 and 1921. As against 
that, the defendants, since the hearing in the District 
Court on plaintiffs’ motions, have answered in that Court 
and their answer denies the allegations of paragraph 8 
of the complaint, from which we have just quoted. So 
there is an issue of fact, and it is submitted that, even apart 
from the answer, the complaint, stating nothing better 
than conclusions, is not an adequate basis in and by itself 
for injunctive relief. Set-O-Type Co. v. American Multi- 
graph Co., 55 F. 2d 800, 801-802 (C. A. 6). A preliminary 
injunction will not be granted when there is left unclear a 
crucial question of fact. Meccano, Ltd. v. John Wana- 
maker, 253 U.S. 186, 141-142; Soc. A., Filtre Chamberland 
v. Consol. Filters Co., 248 Fed. 358, 360 (S.D.N.Y.). The 
case made out so far by the plaintiffs is not so clear and 
convincing as to entitle them to relief without a trial and 
full proof of the facts. Benson Hotel Corporation v. 
Woods, 168 F. 2d 694, 697 (C.A. 8); Corica v. Ragen, 140 
F. 2d 496, 498-499 (C.A. 7); International F. Service Co. v. 
Associated Producers, 273 Fed. 585, 588 (S.D.N.Y.); 
Richard J. Spitz, Inc. v. Dill, 140 Supp. 947, 949 (S.D.N-Y.). 


Apart from that and from all questions of fact, plaintiffs 
have not established as a matter of law that the Alien Prop- 
erty Custodian got nothing. In 1918 Congress amended 
the Trading with the Enemy Act to add the authority to 
seize ‘‘patents, copyrights . . . trademarks’? (40 Stat. 
1020). Assuming, as we must, that Congress meant the 
amendment to be effectual, then it gave the Custodian the 
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authority to seize a ‘‘naked’? mark. Certainly the right 
to exclude others from the use of a mark is a thing of 
value; it is given by our law and its enforcement depends 
upon our law. Cf. Cities Service Co. v. MeGrath, 342 ULS. 
330, That being the case, our law can provide for its 
seizure, even without jurisdiction of the person of the 
owner or of something called an “appurtenant: business’’. 
That the mark could not be transferred by state law under 
like circumstances is irrelevant. ‘*The Federal officers 
and Federal courts are not dependent upon State legisla- 
tion for power to lay hold of property.’’ Columbia Brew- 
ing Co, v. Miller, 281 Fed. 289, 291 (C. A. 5). 

Plaintiffs’ contention, on the other hand, is that the 
‘“‘situs’’ of the trade-mark was in Germany in 1919, with the 
Zeiss firm and its business (Brief, pp. 22, 27), so that there 
was nothing here that could be seized. To accept that con- 
tention would amount to reading the 1918 amendment out of 
the Act. The situation here was the ordinary one; the 
owner and his business were in Germany, and the only 
thine that could be said to be within the United States 
was the right given by the law of the United States to 
exclude others from the use of the mark, the ‘‘ownership”’ 
of the mark.? As the law stood in 1918, even a wholly- 
owned subsidiary in the United States of a German cor- 
poration was not an ‘‘enemy’’ (Behn, Meyer & Co. v. Miller, 
266 U.S. 457), so its ‘‘business’’ was not subject to seizure. 
It is difficult to imagine a case in which, on plaintiffs’ view 
of the law, a foreign-owned trade-mark could be seized. 
The ‘‘business’’ in the United States of a German corpora- 
tion which sells here is not a tangible thing, a legal entity, 
or a right given by our law, so if a trade-mark may be 
seized only when the appurtenant business is also seized, 
then the 1918 amendment was a nullity.* 


7A foreigner may of course own a United States trade-mark and 
have a “substantive” right. Bacardi Corp. v. Domenech, 311 US. 
150, 163. 

8 Plaintiffs cite Metz Laboratories v. Blackman, 153 Mise. 171, 
275 N.Y. Supp. 407, and the two Leztz decisions of the Commissioner 
of Patents (Brief, pp. 21-23). The Metz decision is self-contradic- 
tory. On page 412 of 275 N.Y. Supp. it states that the Custodian 











In Hicks v. Anchor Packing Co., 16 F. 2d (C. A. 3), the 
Custodian's order seized the trade-mark ‘‘Tavil’’ and ‘‘the 
business of said enemy appurtenant thereto”? (16 F. 2d at 
727), and the Court held that he became the ‘‘owner’’ and 
as such was entitled to sue under Section 10(e) of the Act 
to collect royalties from a licensee of the mark. Plaintiffs 
do not mention the case, nor do they discuss the differences, 
if any, between the Custodian’s order in question in that 
case and the orders issued in 1919 and 1921 with respect 
to the ‘‘Zeiss’* mark. 

In the leading case of United States v. Chemical Founda- 
tion, 272 U.S. 1, the Alien Property Custodian seized and 
sold trade-marks (272 U. S. at 4, 15, 16). The opinion 
said nothing about an ‘‘appurtenant’’ business, but there 
is no doubt that trade-marks were seized and sold, and 
the Court said: 


There is nothing to support a strict construction 
of the act in respect of the seizure and disposition 
of enemy property. ... The law should be liberally 
construed to give effect to the purposes it was enacted 
to subserve. [p. 10] 


Since the Alien Property Custodian was the owner of 
the trade-mark, he could sell and transfer it. United States 
v. Chemical Foundation, supra; Hicks v. Anchor Packing 
Co., supra. The plaintiffs argue (Brief, p. 29) that the 
transfer by the Alien Property Custodian to the Chemical 
Foundation (4A) amounted to an abandonment. But if 
the Custodian was authorized to hold trade-marks on be- 
half of the United States, so was the Foundation which 
was an instrumentality created under the direction of the 
President to hold for the United States property trans- 
ferred to it. United States v. Chemical Foundation, 272 
U.S. at 18-19; and see the quotations from the Foundation’s 





seized the registration and the business connected therewith; on 
page 415 the court said that the seizure was ineffectual in the absence 
of a seizure of the business. The Leitz decisions of the Commis- 
sioner appear to rest entirely on ordinary principles of trade-mark 
law which, as we have shown, are not controlling here. 
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charter on pages 24-25 of plaintiffs’ brief. A mere change 
of custodianship would not amount to an abandonment.’ 
And the fact that the Attorney General transferred to the 
Chemical Foundation to hold for the United States and 
that the Foundation re-transferred to the Attorney General, 
who had succeeded to the functions of the Custodian, 1s 
itself evidence rebutting any contention to abandon. 

The fact that the Foundation and the Government ac- 
quiesced, if they did, in the use of the trade-mark by others 
in the period between the two World Wars shows nothing 
more than a revocable license. Menendez v. Holt, 128 U.S. 
514, 524. For abandonment there must be proof of an in- 
tention to abandon (Baglin v. Cusenier Co., 221 U.S. 580, 
597), and such an intention the plaintiffs do not even allege. 
It seems clear that on the present record there is not the 
evidence to justify a finding of intention to abandon. 

In 1942 by Vesting Order No. 138 (7 F. R. 7064), the 
Alien Property Custodian vested all the stock of Carl Zeiss, 
Inc., the New York corporation which was a wholly-owned 
subsidiary of the German Zeiss (6A) and which, since 1925, 
had been importing and selling the trade-marked goods 
(6A). By that vesting the Alien Property Custodian took 
over the nearest approach that there was to a business 
in the United States to which the Zeiss mark conld be said 
to be appurtenant. As we have just pointed out, the 1918 
amendment gave the Custodian the right to seize trade- 
marks whether there was a business which could be seized 
or not, but when the Custodian in 1942 took over the Ameri- 
can end of the Zeiss business and when in 1950 and 1951 the 
title to the mark was conveyed to the Attorney General 
(7A, 68A-64A), it would seem that the latter had both the 
mark and the only ‘‘business’’ here to which it could be 
appurtenant.’ The Treasury Department appears to have 


®As a matter of trade-mark law abandonment is not to be pre- 
sumed, nor does it follow from mere non-use. In re Braadland, 37 
App. D.C. 602. 

10The Chemical Foundation (Del.) conveyed to the Attorney 
General (8A). That corporation having been dissolved in 1945, the 
conveyance to the Attorney General was ratified and confirmed in 
1951 by the corpuration of the same name to which its assets, in- 
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taken the position that the combination of title re-acquired 
from the Chemical Foundation and the 1942 vesting were 
sufficient to constitute the Attorney General the ‘‘owner’’, 
citing 15 U. S. C. 1055 to the effect that use of a trade- 
mark by a ‘‘related company”’ shall inure to the benefit 
of the registered owner (71A-77A)." 

The last step in the chain of title of the Attorney General 
was the vesting in 1953 by Vesting Order No. 19243 (18 
F. R. 2095) of: 


. all right, title and interest ... of Carl Zeiss, 
Jena, and/or Zeiss Ikon A.G., or the successors or as- 
signs of either of them, in and to any and all goodwill 
of the business in the United States of Carl Zeiss, Ine. 

. and in and to any and all registered or unregis- 
tered trade-marks and trade-names appurtenant to such 
business or heretofore transferred or assigned to, or 
now owned by the Attorney General of the United 
States. 


If the mark, as plaintiffs allege, denoted goods produced by 
Zeiss, Jena (5A, 8A-9A), then by the 1953 vesting the At- 
torney General took over the rights, if any, of that firm, and 
thereby consolidated his position. ™* 

In sum, to obtain a preliminary injunction plaintiffs must 
establish as a matter of fact and of law that the Attorney 
General has no right to the mark and is a mere interloper. 


cluding trade-marks, had been conveyed before dissolution (62A- 
644A). Plaintiffs object to the proof of the last fact on the ground 
that the letter was not verified (Brief, p. 25 n. 8). It does not ap- 
pear that the objection was made in the District Court, and the 
letter, having been received, would seem sufficient at least to present 
the issue of fact. 

11 Tf there is a conflict between this ruling and those of the Patent 
Office in the Leitz cases (Appellants’ Brief, pp. 21-22), the conflict 
presents a question which can hardly be resolved on the present 
record. 

127yn World War II, as in World War I, trade-marks have been 
treated as “property” subject to vesting. Sce, Executive Order No. 
9193 (infra, p. 23) and the Regulations issued under Executive Order 
No. 8389, the “freezing” order (infra, p. 24). 
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But the complicated history of the mark from 1919 to date, 
as plaintiffs themselves present it, is studded with ques- 
tions of law and of fact which have not been resolved and 
cannot be resolved on the present record. Indeed, when 
the facts are fully developed, some of the questions which 
the present record presents may become moot. Cf. Kimble 
v. Anderson-Tully Company, 16 F.R.D. 502, 506 (E.D. 
Ark.).. 

Certainly plaintiffs have not to date carried the burden 
which the law imposes on one who would cancel a registered 
trade-mark. James Huggins & Sons v. Avenarius Bros., 
223 F.2d 494, 497 (C.C. P.A.). 


B. Plaintiffs have not shown an emergency situation which 
would justify a preliminary injunction. 


According to the complaint the plaintiffs were notified in 
1951 that the Attorney General had recorded the registra- 
tion of the trade-mark, over their protest, and that in the 
future they could import trade-marked goods only with his 
written consent or that of his licensee, Carl Zeiss, Inc. 
(11A). Since that date and until the filing of the complaint 
in 1946 plaintiffs have gone along on the basis of importing 
such goods as the Attorney General has consented to, and 
the only goods which are now held up amount at factory cost 
to some $6,000 (11A-13A). There is no allegation that the 
Attorney General in 1949, when plaintiffs inquired about 
their proposed contract with Zeiss, Jena, made a contract 
to permit importation, or that plaintiffs received from him 
anything more than a revocable license. See, Menendez v. 
Holt, 128 U.S. 514, 525. Plaintiffs must have known of the 
dispute between the West and East German ‘‘Zeiss’’ firms 
as to the right to use the name and the mark (infra, pp. 
17-19), and they were plainly put on notice of the Attor- 
ney General’s claim to be entitled to forbid importation. 
They seem to have known as long ago as 1949 of his claim 
to own the mark. Nevertheless they put off for some five 


13 Also of significance may be the fact that in 1954 and 1955 plain- 
tiffs seem to have admitted that the Attorney General owns the 
mark (67A, 69A). 
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years asserting their present claims and forbore to seek 
adjudication of their rights. On the faets there is no present 
or sudden emergency as to call for a preliminary injune- 
tion, Lawrence v. St. L-S.F. Ry, 274 US. 588, 593-594. 

Nor have they shown with the exactness and clarity re- 
quired for such a remedy that they have suffered or will 
suffer irreparable injury by reason of the defendants’ acts. 
The ‘biggest drop in imports was between the years 1951 
and 1952 (20A); vet since 1952 they have seemed to ae- 
quiesee in the Attorney General's position. Assuming ar- 
guendo that the decrease was due entirely to his action, it 
seems clear that plaintiffs have waited too long to be en- 
titled now to the drastic remedy they seek, which would per- 
mit them to import their so-called ‘* Zeiss’ goods until the 
termination of this action, whenever that may be. ™ 

As we have shown, the present record presents questions 
of fact and of law which render the plaintiffs’ claim of a 
right to cancel the Attorney General’s registration of the 
trade-mark doubtful at best. Under the circumstances they 
are not entitled to obtain on affidavits and in advance of 
trial relief equivalent to that which a final decree would give 
them. Corica v. Ragen, 140 F. 2d 496, 498-499 (C.A. 7); 
Benson Ilotel Corporation v. Woods, 168 F. 2d 694, 697 
(CLA. 8); Richard J. Spitz, Inc. v. Dil, 140 F. Supp. 947, 
949 (S.D. N.Y.) ; International F. Service Co. v. Associated 
Producers, 273 Fed. 585, 588 (S.D. N.Y.). They have not 
shown a reasonably clear case of necessity or emergency. 
Set-O-Type Co. v. American Multigraph Co., 55 F. 2d 800, 
801 (C.A. 6). Nor have they shown that the District Court’s 
findings were clearly erroneous. 








14 Their case on the record also falls short of showing representa- 
tions or conduct by the Attorney General which would raise an 
estoppel as against the Government. See, United States v. San 
Francisco, 310 U.S. 16, 32. Cf. Menendez v. Holt, supra, as to the 
plaintiffs’ having no more than a revocable license. There is no 
estoppel if a strict construction of the Government’s act would 
avoid it. Sanitary District of Chicago v. United States, 266 US. 
405, 427. 











17 


2. Plaintiffs Failed to Establish that the Goods They Seek to 
Import Are Genuine and Entitled to Bear the Trade-Mark 
“Zeiss”. 

The main object of plaintiffs’ suit, and of their prayer 
for a preliminary injunction, is to secure a decree permit- 
ting them to import and sell as genuine ‘‘Zeiss’’ goods ar- 
ticles bearing that trade-mark and produced in the ‘‘Peo- 
ples’ Owned Plants’? of what is now Kast Germany. The 
District Court appears to have based its denial of an in- 
junction in large part on a finding of fact that plaintiffs 
had failed to establish that such goods are genuine (120A- 
103A). 

If the goods are not in fact genuine, that is, if the trade- 
mark on them does not denote manufacture by the firm 
which is entitled to use the trade-mark Zeiss—apart from 
the rights of the Attorney General in the mark—then an 
injunction in favor of plaintiffs would enable them to per- 
petrate a fraud on the public, and that a court of equity 
will not sanction. Manhattan Medicine Co. v. Wood, 108 
U.S. 218, 222, 225, 227. See also, Menendez v. Holt, 128 
U.S. 514, 523; Hanover Star Milling Co. v. Metcalf, 240 
U.S. 403, 412. 

The question whether plaintiffs’ goods are genuine is a 
complex one which turns upon the facts as to what happened 
in East Germany during the period 1945-1950, and upon 
the standing of the government which exists in that terri- 
tory. Plaintiffs do not allege that there was a transfer of 
the trade-mark and of its business from the pre-World War 
II Carl Zeiss Foundation to the present Carl Zeiss, Jena, 
V.E.B. The claim appears to be that the V.E.B. plants 
are the real Zeiss, and the only one. 


The facts in the record leave unclear the questions of the 
continued existence of the Zeiss legal entity in East Ger- 
many and of the legal succession of the V.E.B. plants to 
the rights of the Zeiss Foundation. In 1945 the Soviet oc- 
cupying forces sequestered the Zeiss plants in East Ger- 
many, and since then there has been a dismantling of the 
plants, nationalization without compensation, and a re- 
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registration, not as the property of Zeiss, but as the ‘‘prop- 
erty of the people’’ (48 A-49 A). % 

Certainly the fact that the bricks and mortar which were 
the pre-war Zeiss plants in Hast Germany are now used by 
the V.E.B. plants does not mean that there and there only 
is the true Zeiss. In Baglin v. Cusenter Co,, 221 US. 580, 
the Supreme Court held that the Carthusian monks, when 
they were driven out of France, leaving their buildings 
behind, took with them the right to use the mark ‘‘Chart- 
reuse’, and that the Hquidation of their properties in 
France did not affect the title to trade-marks registered in 
other countries. 

For present purposes it is not necessary to decide whether 
the West German Carl Zeiss Foundation or the firms set up 
in West Germany are the legitimate Zeiss. It is sufficient 
for denial of a preliminary injunction that the plaintiffs 
have failed to show that their vendor in East Germany is 
the true Zeiss, or its successor, so that an injunction in 
their favor might have the result of palming off on the pub- 
lie goods not entitled to bear that mark. 

We take it that for purposes of this action the question 
of which is the true Zeiss must be determined by the law of 
the United States. The firm or firms from which the plain- 
tiffs buy are agencies or creatures of the present govern- 
ment in East Germany (48A-49A). The United States does 
not recognize that government (538A, 55A-56A), so our 
courts will not recognize the title which it has purported 
to vive to its agencies. Latvian State Cargo & Passenger 
Steamship Line v. McGrath, 88 U.S. App. D.C. 226, 188 
F. 2d 1000, certiorari denied, 342 U.S. 816; The Maret, 
145 F. 2d 4351, 482 (CLA. 3). 

Moreover, apart from any question of recognition, our 
courts will not reward as valid a nationalization without 
compensation. James d& Co. v. Second Russian Ins. Co., 
239 NY. 24S, 255, 256; 146 N.E. 369, 370; Petrogradsky 


The facts are set out in the affidavit of Bauer, which is found 
in the Joint Appendix, 45A-51A. Apart from any question as to 
the competency of the affidavit as evidence, it would seem that the 
Court could take judicial notice of such facts. 
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M.K. Bank v. National City Bank, 253 N. Y. 23, 28, 29; 170 
N. Ei. 479, 481, certiorari denied, 282 U.S. 878. 


Whether the West German plants now using the mark 
and name of Zeiss are the same as, or the legitimate suc- 
cessors of, the pre-World War IT Zeiss Foundation depends 
upon matters of fact and of law which are only touched upon 
in the present record. What is of immediate importance 
is the fact that on the evidence that was before the District 
Court it is more than doubtful whether plaintiffs have been 
buying from the true Zeiss and whether the goods they have 
heen importing are entitled to bear that mark under our 
law. 


Moreover, the record suggests the distinct possibility 
that the question of the right of the Kast German goods to 
bear the trade-mark ‘Zeiss’? may already be res judicata 
against the plaintiffs. On the record plaintiffs have been 
buying and importing from the plants using the Zeiss 
name and loeated in Jena or other points in Kast Germany 
(12A-13A) under a contract with the present so-called 
‘*Zeiss, Jena’’ (9A). According to the Bauer affidavit, the 
courts in Meypt, The Netherlands, Switzerland, and West 
Germany appear to have held that the Eastern German 
firms are not entitled to use the Zeiss mark (49A-50A). 
Full details as to those judgments were not available at 
the date of the hearing in the Distriet Court (524, 53A-54A), 
but if a court having jurisdiction of plaintiffs’ supplier 
has rendered a judgment binding it, that judgment would 
appear to bind the plaintiffs also by reason of privity of 
ecoutract. Their right to deal in goods bearing the trade- 
mark ‘‘Zeiss’’ cannot be superior to that of their vendor. 
At any rate, plaintiffs’ right is so far doubtful that the 
preliminary injunction was rightly refused. Callmann, 
Unfair Competition & Trade-Marks (2d ed. 1950) Vol. 4, 
pp. 1826-1828."° 


16 Plaintiffs cite statements by the New York Zeiss which they 
claim amount to recognition that the East German goods are genuine 
(Brief, pp. 35-37). There was no showing that the New York firm 
was authorized to bind the Attorney General, and at most the state- 
ments are evidence to be considered along with the other evidence. 

















3. Plaintiffs Did Not Make Out a Case for Summary Judgment. 


Ina memorandum filed herewith in support of our motion 
to dismiss that part of plaintiffs’ appeal we have argued 
that the denial of their motion for summary judgment did 
not present a question within the jurisdiction of this Court. 
Without waiving that argument, we propose to discuss 
briefly the *tmerits’’ of that motion. 


The classic statement is, of course, that a motion for sum- 
mary judgment should be granted only when it is quite 
clear where the truth is. Sartor v. Arkansas Nat. Gas Co., 
321 U.S. 620, 627; Garrett Biblical Institute v. American 
Unirersity, 82 US, App. D.C. 265, 163 F. 2d 265. 

We venture to suggest that the issues of faet which justi- 
fied the District Court in denying a preliminary injunction 
also ealled for a denial of the motion for summary judg- 
ment. For example, there are issues as to whether there 
was ‘a World War I ‘‘ business’? which was seized in 1919 
or 1921, whether the 1950 re-conveyance from the Chemical 
Foundation to the Attorney General was effectual, whether 
the East German supplier of plaintiffs is the legitimate Zeiss 
of today, and whether the plaintiffs are bound by the decrees 
of the foreign courts which have dealt with the question. 
On such questions the failure to file opposing affidavits as 
to all of them is not determining; the moving papers are 
to be closely serutinized and all doubts are to be resolved 
against the moving party. Walling v. Fairmont Creamery 
Co., 139 F. 2d 318, 322 (CLA. 8); Sarnoff v. Ciaglia, 165 
F. 2d 167, 168 (CLA. 3); Albert Dickinson Co, v. Mellos 
Peanut Co., 179 F. 2d 265, 268 (C.A. 7). And at least one 
court has also held that close and doubtful questions of law 
which depend upon complicated facts should not be decided 
on a motion for summary judgment. Aimble v. Anderson- 
Tully Company, 16 F.R.D. 502, 506 (E.D. Ark.) 

On the record now before this Court the plaintiffs have 
not made out such a clear case as to entitle them to judg- 
ment as a matter of law. 
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CONCLUSION 


For the foregoing reasons the order appealed from was 
correct and should be affirmed. 


Respectfully submitted, 


Dauuas S. Townsenn, 
Assistant Attorney General, 
James ID. Hit, 
Grorce B. SEARLS, 
Marsetu A. Miner, 
Attorneys, Department of Justice, 


Attorneys for Appellees, 
NovEMBER, 








SUPPLEMENT 


Trading with the Enemy Act (40 Stat. 411, 50 U.S.C. App. 
Si, ét séq.): 


Sec. 5(b)(1) During the time of war or during any 
other period of national emergency declared by the 
President, the President may, through any agency 
that he may designate, or otherwise, and under such 
rules and regulations as he may prescribe, by means 
of instructions, licenses, or otherwise— 


(A) investigate, regulate, or prohibit, any trans- 
actions in foreign exchange, transfers of credit or 
payments between, by, through, or to any banking 
institution, and the importing, exporting, hoarding, 
melting, or earmarking of gold or silver coin or 
bullion, currency or securities, and 


(B) investigate, regulate, direct and compel, 
nullify, void, prevent or prohibit, any acquisition 
holding, withholding, use, transfer, withdrawal, 


transportation, importation or exportation of, or 
dealing in, or exercising any right, power, or privi- 
lege with respect to, or transactions involving, any 
property in which any foreign country or a national 
thereof has any interest, 


by any person, or with respect to any property, sub- 
ject to the jurisdiction of the United States; and any 
property or interest of any foreign country or na- 
tional thereof shall vest, when, as, and upon the terms, 
directed by the President, in such agency or person 
as may be designated from time to time by the Presi- 
dent, and upon such terms and conditions as the 
President may prescribe such interest or property 
shall be held, used, administered, liquidated, sold, or 
otherwise dealt with in the interest of and for the 
benefit of the United States, and such designated 
agency or person may perform any and all acts inci- 
dent to the accomplishment or furtherance of these 
purposes; and the President shall, in the manner here- 
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= inabove provided, require any person to keep a full 
record of, and to furnish under oath, in the form of 
reports or otherwise, complete information relative 
to any act or transaction referred to in this subdivi- 
sion either before, during, or after the completion 
thereof, or relative to any interest in foreign prop- 
erty, or relative to any property in which any for- 
eign country or any national thereof has or has had 
any interest, or as may be otherwise necessary to 
enforee the provisions of this subdivision, and in any 
ease in which a report could be required, the Presi- 
dent may, in the manner hereinabove provided, re- 
quire the production, or if necessary to the national 
security or defense, the seizure, of any books of ac- 
count, records, contracts, letters, memoranda, or 
other papers, in the eustody or control of such per- 
son; and the President may in the manner herein- 
above provided, take other and further measures not 
inconsistent herewith for the enforeement of this sub- 
division. 


Erecutive Order No. 9193, as amended (10 F.R. 6917) : 


2. The Alien Property Custodian is authorized and 
empowered to take such action as he deems necessary 
in the national interest, including, but not limited to, 
the power to direct, manage, supervise, control or vest, 
with respect to: 


(d) Any patent, patent application, design patent, 
design patent application, copyright, copyright ap- 
plication, trade-mark or trade-mark application or 
right related thereto in which any foreign country 
or national thereof has any interest and any prop- 
erty of any nature whatsoever (including, without 
limitation, royalties and license fees) payable or 
held with respect thereto, and any interest of any 
nature whatsoever held therein by any foreign coun- 
try or national thereof; 


* * * * * 








Regulations under Executive Order No, 8389, as amended 
(11 FR. 7184) : 


Sree. 180.2. Definitions. 

(2) The term ‘*Order™ shall refer to Executive 
Order No. S889 of April 10, 1940, as amended. 

(b) The term ‘tregulations’* shall refer to these 
regulations, 

(c) The terms ‘tproperty’’ and ‘*property interest” 
or ‘property interests”? shall include, but not by way 
of limitation, money, cheeks, drafts, bullion, bank de- 
posits, savings accounts, any debts, indebtedness or 
obligations, financial securities commonly dealt in by 
bankers, brokers, and investment houses, notes, deben- 
tures, stocks, bonds, coupons, bankers’ acceptances, 
mortgages, pledges, liens or other right in the nature 
of security, warehouse receipts, bills of lading, trust 
receipts, bills of sale, any other evidences of title, 
ownership or indebtedness, goods, wares, merchandise, 
chattels, stocks on hand, ships, goods on ships, real 
estate mortgages, vendors’ sales agreements, land 
contracts, real estate and any interest therein, lease- 
holds, ground rents, options, negotiable instruments, 
trade acceptances, royalties, book accounts, accounts 
payable, judgments, patents, trade-marks, copyrights, 
contracts or licenses affecting or involving patents, 
trademarks or copyrights, insurance policies, safe de- 
posit boxes and their contents, annuities, pooling 
agreements, contracts of any nature whatsoever, et 
cetera. 
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April Term, 1956 


No. 13,538 


Ercona Camera Corp. et al., 
Appellants 


Vv. 


HERBERT Browne Lt, Jr., Attorney General 
of the United States, et al., 
Appellees 


Appeal from the United States District Court 
for the District of Columbia 


REPLY BRIEF OF APPELLANTS 


The burden of appellees’ argument is that this action 
presents questions of fact and of law which cast doubt 
on appellants’ right to the ultimate relief they seek, and 
that, consequently, the District Court’s denial of their 
motions for temporary injunction and summary judg- 
ment are warranted. We cannot agree. We believe we 
have persuasively demonstrated, in our brief, that the 
verified complaint and the affidavits of record disclose 
that there is no genuine issue as to any material fact 
and that appellants are entitled to the relief they seek, 
as a matter of law. 


Whatever appellants’ rights to a summary judgment, 
however, there can be no question that they are entitled 
to preliminary injunctive relief. And it is to that matter 
this reply brief is directed. 
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1 Appellees argue that appellants’ alleged delay in 
commencing this action shows that “there is no present 
or sudden emergency as to call for a preliminary injune- 
tion” (Appellees? Br. 15-16), and that they have failed 
to show irreparable injury (id. 16). Let us look at the 
record. 


a. First, it is plain that appellants did not delay in 
asserting their rights. When, in 1949, they first engaged 
in the business which they now seek to protect, the Attor- 
ney General represented to them that neither he nor any 
agency of the Federal Government would object to their 
importation of “Zeiss” marked goods from Zeiss, Jena 
(J. A. 9A). Relying on that assurance, they initiated 
their business enterprise and spent considerable sums for 
its promotion (J.A. 9A-10A). When, in 1951, the Attor- 
ney General reneged on these earlier representations and 
took steps to limit appellants’ importation of such goods 
(J.A. 11A), appellants did what any sensible business- 
man would have done in the circumstances. Their pro- 
tests proving unavailing, they sought, while reserving 
their rights, administratively to achieve a modus vivendi 
with the Attorney General. They requested and secured 
his consent to the importation of “Zeiss” marked goods 
in as substantial quantities as they could secure from 
him (..A. 11A-12A). 


It was not until June 22, 1955, that the matter became 
truly emergent. It was then the Attorney General ad- 
vised appellants that a complete bar to further importa- 
tion of “Zeiss” marked goods from Zeiss, Jena would be 
effected on August 21, 1955 (J.A. 12A-13A). When re- 
quests to the Attorney General that he remove that bar 
(see JA. 44A-45A) proved futile, this action was insti- 
tuted, on April 4, 1956 (.J.A. 2A). 


This does not appear to us to constitute inordinate 
delay. To say, as appellees do, that appellants should 
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have instituted this action in 1951 is to ask the Court to 
put a premium on litigation and to penalize the legal 
adviser who will counsel that his client resort to pre- 
liminary efforts at the administrative level to resolve 
disputes with the Government. 


b. As to the matter of irreparable injury, we frankly 
cannot understand appellees’ contention (and the District 
Court’s finding (J.A. 103A)) that appellants failed to 
make an adequate showing in that regard (see Appel- 
lants’ Br. 38-40). Appellants built up a business in 
“Zeiss” marked goods in the United States which, in 
terms of dollar sales to dealers and other customers in 
the United States, exceeded $1,500,000 during the period 
1950-1955, and never fell below $184,000 in any of those 
years (J.A. 22A). The development of that enterprise 
involved and depended on a vigorous promotion of the 
trade-mark “Zeiss” (J.A. 10A, QSA-99A). The Attor- 
ney General, through his staff, was fully aware of such 
development and promotion; and, as already noted, it 
was in reliance on his representation that the enterprise 
was launched (J.A. 9A-10A). 


When, then, in 1955, appellants are forbidden there- 
after to import any more goods bearing the “Zeiss” 
mark, can there be the slightest question that, so long 
as that bar persists, they will be and must be irreparably 
injured? Should they ultimately secure final relief in 
this action, they certainly will not be able to recover 
damages from appellees, all of them Government officers, 
or from the United States. And, even if appellees were 
private parties, how could a court adequately compensate 
them for the loss of new business and of good will re- 
sulting from the bar to importation? 


2. If there could be any doubt that appellants had 
made a strong showing of their right to relief in this 
action, it seems to us dispelled by appellees’ brief. For 
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that brief, in our view, plainly discloses that the Attorney 
General is not the lawful owner of the “Zeiss” trade-mark. 
That fundamental fact survives all of the circumlocution 
with which appellees’ brief abounds. 


Appellants position, initially, in this action is that the 
Attorney General’s claim of ownership founders on the 
fact that at no time when the Attorney General or his 
predecessors in interest purported to acquire ownership 
in the “Zeiss” mark did they acquire a business or good 
will to which that mark was appurtenant; for the simple 
reason that at no such time was there a business or good 
will in the United States to which the mark was appur- 
tenant. 


In response, appellees argue first that the pertinent 
allegations in the verified complaint (see J.A. 4A, 7A, 8A) 
are not “direct allegation[s] that there was no appurte- 
nant business or that such a business was not seized” 
(Appellees’ Br. 10). It is difficult to conceive of a clearer 
and more direct recital of such negative facts. But, had 
there been any question as to the accuracy of these veri- 
fied allegations, the Attorney General need merely have 
filed an affidavit setting forth the nature of the business 
seized to which the mark was appurtenant, thus contra- 
dicting the verified allegations of the complaint. Cer- 
tainly the Attorney General should know what it was he 
and his precedessors seized. Yet the record is bare of 
any such affidavit. 


And, indeed, at no point, even in their brief, do ap- 
pellees seriously assert that the Attorney General ever 
did acquire such a business. The closest they come to 
any such assertion is their claim that by the 1942 vesting 
of all the capital stock of Zeiss, New York (the New York 
wholly-owned corporate subsidiary of Zeiss, Jena, which, 
since 1925, had been importing and selling “Zeiss” marked 
goods), the Alien Property Custodian “took over the 
nearest approach that there was to a business in the 
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United States to which the Zeiss mark could be said to 
be appurtenant” (Appellees’ Br. 13; emphasis supplied). 


Such “nearest approach” to a business, however, as the 
cases hold, was not quite enough to effect vesting of the 
“Zeiss” mark. We have referred the Court (Appellants’ 
Br. 26-28) to the rulings of the Commissioner of Patents 
in Ex parte E. Lewtz, 105 U.S.P.Q. 480 and 481 (and see 
the cases cited therein); and of the New York Supreme 
Court in Metz Laboratories v. Blackman, 153 Mise. 171, 
275 N.Y. Supp. 407. These decisions make it plain that 
the trade-mark “Zeiss” never became appurtenant to the 
distribution business or distribution good will of Zeiss, 
New York, the American importer and distributor of 
“Zeiss” products; that the American concern, as a result 
of such importation and sale, acquired no rights in the 
“Zeiss” trade-mark or in the good will symbolized by it; 
and that, consequently, the Alien Property Custodian, by 
vesting the distributor concern, acquired no rights to the 
mark. And see the recent repeated reaffirmations of the 
Leitz rule in Roger é Gallet v. Janmarie, Inc., 107 US. 
P.Q. 295, reaffirmed on reh. 109 U.S.P.Q. 16 (Mar. 23, 
1956); Jean Patou, Inc. v. Lancome, S.A., 110 U.S.P.Q. 
208 (July 12, 1956); Hx parte Necchi Sewimg Machine 
Sales Corp., 110 U.S.P.Q. 363 (July 27, 1956). Decisions 
of the Commissioner of Patents in trade-mark eases will 
be accorded great weight. Miles Shoes v. R. H. Macy & 
Co. 199 F.2d 602, 603 (C.A. 2); The Perry Knitting Co. 
v. Meyers, 120 F. Supp. 880, 882 (S.D.N.Y.); Swureline 
Mfg. Co. v. Marzall, 105 F. Supp. 247 (D.D.C.). 


The record thus shows—and there is nothing in the 
record to the contrary—that neither the Attorney Gen- 
eral nor any of his predecessors in interest at any time 
acquired or owned a business or good will to which the 
“Zeiss” mark was appurtenant. And it is fundamental 
that ownership of a trade-mark interest is inconceivable 
absent ownership of an interest in the business or good 








6 


will to which the mark is appurtenant (see cases cited, 
Appellants’ Br. 19). 


Appellees then retreat, as they must, to the Act of 
November 4, 1918 (c. 201 $1, 40 Stat. 1020), which 
amended section 7(¢c) of the Trading with the Enemy Act 
(50 U.S.C. App. 7(c)) (Appellees’ Br. 10-12). But they 
ean hardly take solace from that amendment. As we 
have already demonstrated (Appellants’ Br. 19-21), the 
legislative history of that legislation does not support ap- 
pellees’ position: that the Congress thereby intended to 
engraft an exception onto the well-established doctrine in 
trade-mark law (reiterated only a few years earlier, in 
1916, in Hanover Star Milling Co. v. Metcalf, 240 U.S. 
403, 414), by empowering the Alien Property Custodian 
to seize and deal with “naked” trade-marks, that is, 
trade-marks in gross. 


Indeed, the genesis of the November 4, 1918 amend- 
ment strongly suggests a contrary view. As Judge 
Woolley related, in his opinion in United States v. 
Chemical Foundatiwn, 5 F.2d 191, 200 (C.C.A.3), the 
amendment was drafted by the Alien Property Custodian 
to make clear his right to seize and sell patents 2 con- 
nectton with alien-owned businesses which he was un- 
questionably authorized to vest and convey. Shortly 
after he had started disposing of properties seized during 
World War I, the Custodian “discovered that a number 
of 'enemy-owned businesses were conducted under enemy- 
owned patents, and that, consequently, to sell the physical 
assets without the appurtenant patent rights meant to 
give the purchaser not a business but a lifeless plant. 
To remedy this situation he had to have authority to sell 
patents as well as physical property” (5 F.2d at 200). 
Confronted with an opinion of the Attorney General that 
the Trading with the Enemy Act, as it then stood, did 
not afford him such authority, the Custodian drafted and 
submitted the amendatory legislation which Congress 
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ultimately enacted as the Act of November 4, 1918. 


In the light of such history, it is startling to find ap- 
pellees now suggesting that the November 4, 1918 amend- 
ment, designed to permit disposition of patents with the 
vested businesses to which they were appurtenant, should 
be read to empower the Alien Property Custodian to seize 
and convey “lifeless” trade-marks sams business or good 
will which they symbolize and to which they are appur- 
tenant. Such an interpretation subverts the Congres- 
sional intent and falls into “the fundamental error of 
supposing that a trade-mark nght is a right in gross or 
at large, like a statutory copyright or a patent for an 
invention, to either of which, in truth, it has as little or no 
analogy ... There is no such thing as property in a 
trade-mark except as a right appurtenant to an estab- 
lished business or trade in connection with which the 
mark is employed ... it is not the subject of property 
except in connection with an existing business. Hanover 
Milling Co. v. Metcalf, 240 U.S. 403, 412-414.” United 
Drug Co. v. Rectanus, 248 U.S. 90, 97. 


Appellees’ reliance on United States v. Chemical Foun- 
dation, 272 U.S. 1 (Appellees’ Br. 12) is misplaced. The 
Court will recall that the Government there sought to set 
aside sales the Custodian had made to Chemical Founda- 
tion of a number of patents and trade-marks he had pre- 
viously seized, alleging that the sales had been procured 
through a fraudulent deception by certain chemical indus- 
tries of the President, the Custodian, and other Govern- 
ment officers. Many issues were presented and lengthily 
argued to the courts in that litigation. But the issue of 
the Custodian’s right to seize trade-marks in gross was 
at no time or in any sense sub judice. To the contrary, 
the Government admitted (and, of course, Chemical 
Foundation agreed) that the Custodian’s seizure of the 
patents and trade-marks in question was valid. See 5 
F.2d 191, 203 (C.C.A. 3); 272 U.S. 1, 11-12. Conse- 
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quently, to cite the decisions, as appellees do, to support 
the authority of the Alien Property Custodian and the 
Attorney General to seize “naked” trade-marks is vainly 
to clutch at the barest straw. 


Hicks v. Anchor Packing Co., 16 F.2d 723 (C.C.A. 3), 
on which appellees also rely (Appellees’ Br. 12), as the 
Commissioner of Patents noted (Hx parte E. Leitz, 105 
U.S.P.Q. 481, 484, note 4), passed only on the narrow ques- 
tion of “ownership” of a mark for purposes of suing for 
royalties accruing from a license granted to an American 
concern by the Government to use the mark during the 
period of its control and seizure under the Trading with 
the Enemy Act. It again is hardly authority for the 
proposition here advanced by appellees. 


The Commissioner of Patents, whose authority in the 
field of trade-marks is recognized by the courts (see 
cases! cited, supra, p. 5), had no difficulty with either 
the Chemical Foundation or the Hicks decisions. After 
consideration of both rulings, the Commissioner concluded 
that a purported vesting of a trade-mark denoting foreign 
manufacture and symbolic of a foreign business good will, 
and thus without the simultaneous acquisition of the 
business or good will to which it had become appurte- 
nant, was a nullity. Ka parte E. Leitz, 105) U.S.P.Q. 
481, 484. 


3. Appellants argue further that even if it were as- 
sumed that the Attorney General or his predecessors in 
interest at any time acquired exclusive rights to use of 
the “Zeiss” mark, he has since lost such rights by aban- 
donment, non-use, and acquiescence in its use by others 
(Appellants’ Br. 29-31). 


Appellees do not deny that, in 1919, the Alien Prop- 
erty Custodian purported to sell and assign the “Zeiss” 
mark, separately from any business or good will, to 
Chemical Foundation (J.A.4A-5A). It is well-established 


oe 


9 


that such a purported transfer of a trade-mark in gross 
spells an abandonment of the mark. Lawyers Title Ins. 
Co. v. Lawyers Title Ins. Corp., 71 App. D. C. 120, 109 
F.2d 35, 43, note 39 (per Rutledge, J.), cert. den, 309 
U.S. 684; and other cases cited, Appellants’ Br. 29. Ap- 
pellees, however, seek to evade the thrust of this rule 
by the suggestion that Chemical Foundation was “an 
instrumentality created under the direction of the Presi- 
dent to hold for the United States property transferred 
to it” and, therefore, that the assignment of the mark 
was a “mere change of custodianship” (Appellees’ Br. 
12-13). This is far from the truth, as the opinions of 
the courts in the Chemical Foundation litigation show 
(see 294 Fed. 300, 327 (D. Dela.); 5 F.2d 191, 193-203, 
passim (C.C.A. 3); 272 U.S. 1, 6-8). The Supreme Court 
does say, “The Foundation is properly to be considered 
an instrumentality created under the direction of the 
President to effect that disposition and subsequent con- 
trol of the patents which he determined to be in the 
public interest” (272 U.S. at 19). But that is not to say, 
as appellees do, that the property sold to the corporation 
was to be held “for the United States”. The considera- 
tions paid by the Foundation to the Custodian, although 
allegedly inadequate, amounted to $271,850 (272 U.S. at 
8). The corporation was created to hold the patents 
conveyed to it by the Custodian in trust for American 
industry (272 U.S. at 6, 8, 19); undoubtedly such cus- 
todianship was in the public interest, but it was not a 
holding for the United States qua sovereign. If, as ap- 
pellees now suggest, Chemical Foundation is but an 
alter ego of the United States, one may well ask why 
the extensive and exhausting litigation to recover for 
the Government the property it conveyed to Cherical 
Foundation.* 


* Compare this effort to embrace Chemical Foundation with the 
effort to disassociate the Attorney General from damaging admis- 
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In any event, there can be no question, as the verified 
complaint avers, that, for more than 20 years, the Alien 
Property Custodians, Chemical Foundation, and the At- 
torney General did not use the “Zeiss” mark at all and 
acquiesced in its use by others (J.A. 5A-GA; see, also, 
J.A. 42A-43A (admission by Chemical Foundation of non- 
use); J.A. 44A-45A, 46A-47A (admission by Attorney 
General of acquiescence in use by others)). We have 
argued (Appellants’ Br. 30-31) that such conduct consti- 
tuted an abandonment of the mark by the Attorney Gen- 
eral and his predecessors in interest, and that he is 
thereby precluded from asserting an exclusive right to 
its use in the United States. To this, appellees reply 
that what we have here is “nothing more than a revocable 
license” and that we have failed to show “an intention 
to abandon” (Appellees Br. 13). 


Indisputably, “trade-mark rights . . . may be lost by 
abandonment non-user, laches, or acquiescence”. Han- 
over Star Muling Co. v. Metcalf, 240 U.S. 403, 418-419; 
emphasis supplied. And an intention to abandon need 
not be express but may be inferred from the facts of the 
particular ease, such as long non-use and acquiescence. 
Baglin v. Cusenier Co., 221 U.S. 580, 598. We should 
assume that a claimant to a trade-mark who has failed 
to use it for more than 20 years and has simultaneously 
permitted its use by others, indeed by the very concern 
whose rights to the mark had purportedly been divested 
(see J.A. 44A-45A, 46A-47A), must be held precluded 
from subsequently asserting the exclusive right to its use. 


Menendez v. Holt, 128 U.S. 514 and Baglin v. Cusenier 
Co., supra, cited by appellee (Appellees’ Br. 13), are not 
contrary. If we may paraphrase Hanover Muillwng, supra, 
“cases differ according to their circumstances, and neither 


sions made by his wholly-owned subsidiary, Zeiss, New York (Ap- 
pellees’ Br. 19, note 16). 
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of those cited is in point with the present” (240 U.S. at 
419). In Menendez, the claimant to the mark had con- 
tinuously used the mark, had always asserted exclusive 
right to it, and had never admitted that of any other 
other party (128 U.S. at 524). In that case, as the Court 
remarked, there was “no pretense of abandonment. 
That would require proof of non-user by the owner or 
general surrender of the use to the public”. Jbid. In 
the “Chartreuse”, the Cusenier case, again there had never 
been a voluntary or appreciable cessation of use and the 
claimant to the mark had continuously and promptly as- 
serted its rights against the alleged infringer (221 U.S. 
at 598-599). 


The circumstances in the present case are quite differ- 
ent. Here there clearly was non-use over a score of years 
and a failure to prevent use of the “Zeiss” mark by others. 
And, most significantly, as already indicated, is the fact 
that Zeiss, Jena, the verv concern whose manufacture the 
mark had always denoted, was among those (if not the 
only concern) whose use of the “Zeiss” mark was know- 
ingly permitted by the Attorney General and his predeces- 
sors. 


4. Point “2” in appellees’ brief (pp. 17-19) has, we 
believe, been anticipated and amply dealt with in Point II 
of appellants’ brief (pp. 33-38). 


The Court will note that, on the record now before it, 
there can be no question that the goods which appellants 
desire to import and are barred from importing are the 
very same goods as the “Zeiss” trade-mark has symbol- 
ized for decades (see Appellants’ Br. 35-37). As we have 
pointed out, the Attorney General and his wholly-owned 
subsidiary, Zeiss, New York, have dealt with them and 
treated these goods, which they now characterize as spuri- 
ous, as in all respects entitled to be designated “Zeiss’’; 
and this even after 1955, when the ban against importa- 
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tion was imposed (J.AL T9A-95A). And even then, the 
Department of Defense and several Government contrac- 
tors continued to place orders with appellants for “Zeiss” 
instruments to be manufactured in Jena (J.A. 24A-26A, 
2X), 

We merely add, as we have previously stated (Appel- 
lants’ Br. 33-35), that this ease does not involve the 
issue of East German Zeiss versus West German Zeiss. 
It is the Attorney General who has caused the Customs 
officials to forbid appellants to import goods bearing the 
“Zeiss” mark. It is he who claims ownership and exclu- 
sive right to the mark. He should not now be permitted, 
by injecting issues completely foreign to this case, to 
escape the responsibility of justifying his action, so 
severely damaging to appellants. 


». As this Court has said, “A motion for a preliminary 
injunction requires the court to determine whether there 
are substantial questions and whether there would be 
irreparable injury to one party or the other, and to 
balance the equities between the parties.” National Law- 
yers Guild v. Brownell, 96 App. D. C. 252, 254, 225 F.2d 
d52. “Where the questions presented by an application 
for an interloeutory injunction are grave, and the injury 
to the moving party will be certain and irreparable if the 
application be denied and the final decision be in his 
favor, while if the injunction be granted, the injury to 
opposing party, even if the final deeree be in his favor, 
will be inconsiderable, or may be adequately indemnified 
by a bond, the injunction usually will be granted.” Ohio 
Oil Co. v. Conway, 279 U.S, 813, 815. 


Applying that rule, the Supreme Court in the Ohio Od 
case, supra, vacated an order of a three-judge statutory 
court whieh had denied an interlocutory injunction. In 
Croton Watch Co. v. Laughlin, 208 F. 2d 93 (C.A.2), an 
action similar to the present one, refusal by a district 


~~ 


13 


court of a preliminary injunction against customs officials 
was reversed, on a showing apparently no more cogent 
than appellants’ showing here. While the record is re- 
plete with proof of irreparable injury to appellants and 
their urgent need for relief; one searches in vain for any 
suggestion of how appellees could be injured by the grant 
of interlocutory relief and thus a restoration of the status 
quo prior to the imposition of the ban on appellants’ 
imports of “Zeiss” goods. 


Respectfully submitted, 


Harry I. Ranp 
Attorney for Appellants 


Weisman, Allan, Spett 
& Sheinberg 
of Counsel 








